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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No. 77/750064
For the Mark: | AM ABLE ‘

In the name of Able Planet, Incorporated

Published: April 20, 2010

Able Kids Foundation,
Opposer,
V.

Able Planet, Incorporated, Opposition No. 91196139

Applicant.

Commissioner for Trademarks P.O. Box 1451
Alexandria, Virginia 22313-1451

ANSWER TO NOTICE OF OPPOSITION

Able Planet, Incorporated (hereinafter, "Applicant"), a Delaware corporation
with offices located at 9500 West 49" Avenue, Building B-102, Wheat Ridge, CO
80033, is the owner of United States Trademark Application Serial No. 77/750064
(hereinafter, the "Application") for the mark, | AM ABLE (hereinafter, "Applicant's
Mark™), published for opposition on April 20, 2010. Applicant, by and through its
attorneys, answers the allegations set forth by Able Kids Foundation (hereinafter,
"Opposer"), as follows:

1. Applicant is without knowledge or information sufficient to form a belief
as to the truth of the allegations set forth in Paragraph 1 of the Notice of Opposition
and therefore denies any and all allegations therein.

2. Applicant admits that it is the owner of U.S. Trademark
Application Serial No. 77/750064 for Applicant's Mark, filed under Section 1(a) of
the Trademark Act for use on the goods identified in the application in Classes 9
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and 10 (hereinafter, "Applicant's Goods"). Applicant denies any and all remaining
allegation set forth in this Paragraph 2.

3. Applicant is without knowledge or information sufficient to form a belief
as to the truth of the allegations set forth in Paragraph 3 of the Notice of Opposition
and therefore denies any and all allegations therein.

4, Applicant is without knowledge or information sufficient to form a belief
as to the truth of the allegations set forth in Paragraph 4 of the Notice of Opposition
and therefore denies any and all allegations therein.

5. Applicant is without knowledge or information sufficient to form a belief
as to the truth of the allegations set forth in Paragraph 5 of the Notice of Opposition
and therefore denies any and all allegations therein.

6. Applicant is without knowledge or information sufficient to form a
belief as to the truth of the allegations set forth in Paragraph 6 of the Notice of
Opposition and therefore denies any and all allegations therein.

7. Applicant is without knowledge or information sufficient to form a
belief as to the truth of the allegations set forth in Paragraph 7 of the Notice of
Opposition and therefore denies any and all allegations therein.

8. Applicant admits the allegations set forth in Paragraph 8 of the Notice
of Opposition.

9. Applicant is without knowledge or information sufficient to form a
belief as to the truth of the allegations set forth in Paragraph 9 of the Notice of
Opposition and therefore denies any and all allegations therein.

10.  Applicant is without knowledge or information sufficient to form a
belief as to the truth of the allegations set forth in Paragraph 10 of the Notice of
Opposition and therefore denies any and all allegations therein.

11.  Applicant is without knowledge or information sufficient to form a
belief as to the truth of the allegations set forth in Paragraph 11 of the Notice of
Opposition and therefore denies any and all allegations therein.

12.  Applicant admits the allegations set forth in Paragraph 12 of the Notice
of Opposition.

13.  Applicant denies the allegations set forth in Paragraph 13 of the
Notice of Opposition.

AFFIRMATIVE DEFENSES

In further answer to the Notice of Opposition, Applicant asserts the
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following:

14. Upon information and belief, the Notice of Opposition, and each cause
of action thereof, fails to state a claim under which relief can be granted against
Applicant.

15.  Opposer's request for relief is barred by the equitable doctrine of
waiver.

16.  Opposer's request for relief is barred by the equitable doctrine of
estoppel.

17.  Opposer's request for relief is barred by the equitable doctrine of
laches.

.18.  Opposer's request for relief is barred by the equitable doctrine of
unclean hands.

19.  Applicant's use of its mark will not mistakenly be thought by the public
to derive from the same source as Opposer’s, nor will such use be thought by the
public to be use by the Applicant with Opposer’s authorization or approval.

20.  Applicant’s mark, when used in association with Applicant’s goods, is
not likely to cause confusion or to cause mistake, or to deceive as to the affiliation,
connection or association of Applicant with Opposer or as to the origin, sponsorship
or approval of Applicant’'s goods by Opposer.

21.  Applicant reserves its rights to assert counterclaims and seek
cancellation of any registered marks asserted by Opposer as part of its grounds for
petitioning to cancel Opposer's registration as set forth in Applicant’s counterclaims
below, and as may be determined through discovery.

COUNTERCLAIMS
PETITION FOR CANCELLATION

22.  Applicant, Able Planet, Incorporated, has been and will continue to
be damaged by the registration of the trademark for the mark | AM ABLE,
United States Trademark Registration No. 3,442,637 in International Class 36 (the
“637 Mark”), registered by Able Kids Foundation (“Opposer”), and therefore
petitions to cancel the same. As grounds for cancellation, Applicant states as
follows:
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a. On June 1, 2005, both of the co-founders of Opposer, Jo Waldron
and Dr. Joan Billger Burleigh, entered into separate consulting agreements with
Applicant, copies of which are attached hereto as Exhibits A and B, respectively.

b. - The term of each of these consulting agreements was one (1) year,
and they both terminated on May 31, 2006.
C. Section 1 of each consulting agreement, Duties of Contractor,

provides that Ms. Waldron and Dr. Burleigh are to exert their respective best
efforts on behalf of Applicant to provide support for commercialization, government
and regulatory activities at Applicant.

d. Ms. Waldron and Dr. Burleigh each received a fee of $115,000 for
her services under her respective agreement with Applicant.

e. Section 2 of each consulting agreement, Intellectual Property,
provides that all right, title and interest in and to all Intellectual Property conceived,
reduced to practice or learned by Ms. Waldron or Dr. Burleigh during the course of
their relationships with Applicant shall be the property of Applicant.

f. Opposer's founders (Ms. Waldron and Dr. Burleigh), on behalf of
Opposer and by Opposer’'s own admission as set forth in Paragraph 8 of
Opposer's Notice of Opposition, filed the application for registration of the ‘637
Mark on March 7, 2006, during the term of the founders’ respective consulting
agreements with applicant. Accordingly, the ‘637 Mark was conceived and
“reduced to practice” while Opposer’s founders were under contract with Applicant,
and the Mark is the property of Applicant.

g. Neither Opposor nor its founders had any right to file an application
for registration of the ‘637 Mark, and, in fact, its filing of the application for
registration of the ‘637 Mark constitutes theft of Applicant’s intellectual property
and fraud on the Untied States Patent and Trademark Office. |

h. Applicant has standing to bring this action because for all of the
foregoing reasons, Applicant will be damaged if the ‘637 Mark continues to be
registered.

i. This Counterclaim has been timely filed on the grounds in that the
‘637 Mark has been registered for less than five (5) years. See 15 U.S.C § 1064.
As Opposer's ‘637 Mark has been registered for less than five (5) years, it can be
cancelled for any reason that would have initially prevented registration, including
the reasons set forth above. See 15 U.S.C. § 1052(d).
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RELIEF REQUESTED
WHEREFORE, Applicant requests that the Board deny the Notice of
Opposition, that Trademark Application No. 77/750064 be allowed for registration,
that the ‘637 Mark be cancelled from the records of the United States Patent and
Trademark Office, and for such other and further relief as this Board deems just

and proper in the premises.

Date: September 27, 2010
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Respectfully Submitted,

ST
Glenn H.
Attorney for the Applicant
Polsinelli Shughart PC

1515 Wynkoop Street, Suite 600
Denver, CO 80202

Tel: (720) 931-1179

Fax: (720) 228-2283




PROOF OF SERVICE

| hereby certify that a true and complete copy of the foregoing ANSWER TO

NOTICE OF OPPOSITION has been served on Scott S. Havelich, Esqg. counsel for
Opposer, on this 27th day of September, 2010, via First Class Mail, postage

prepai
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d to:

Scott S. Havlich, Esq.
Holland & Hart, LLP

One Boulder Plaza

1800 Broadway, Suite 300
Boulder, CO 80302

Dated: September 27, 2010 / % K/ %

Noﬁe




CEXHIBIT |

ABLE PLANET, INC.
Contract for Consulting

 ‘Thisi isa coniract being jointly conposed and agreed upon between

Joti Phillips Waldron
-624 Repubhc Dnve .

Able Planet™ Ing.,a Colorado carpomtmn
2 ollege A enue

relatmn 1o the, work coveredzby’ﬂns 'contract
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CONFIDENTIAL

1. DUTIES OF CONTRACTOR

CONTRACTOR agrees to exert its best effort o behalf of APL ‘The fundamental Duties of
CONTRACTOR under this contraétdre fo provide support for commiereialization, government
‘and regulatoly acuvmes at APT. CONTRACTOR will perform duties in her current role as-

CONTRACTOR. understands &nd agrees that API shall and hereby does have sole and. excluSWe

tight; title and' interest in iid to alli ,mvenhons, orxgmal works of: authorshxp, davelnpments,
coficepts, unpmvements, trade secrets: and propnetary mformaﬁon (heremaﬁer “Intellectual
Pmp ty™) made; concexved, rediced t "racu ;,or Ieamed by assxgnors, exther alone T W1th
others, during; the. cours.e..ofc NTR ,C’I‘OR’S relaﬁonshxp w:th AP,

s Comsmnmn@nz oo

- API agrees o pay CO

4. Busui&és Expenses o
Expenses, ‘incliding bt not: lmted to. travel, accommoddtions, meals; enterta

telephone; FAX, ¢ourier, atid gthér mlscellaneous outof' pocketiexpenses: ‘associated Wlth thez
'prov:smn of the consultmg servwe w111 be relmbursed, in full, by Cempany,

requued recelpts Recelpts arenotreqmred :t'or ‘exXperises-under $25
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“CONFIDENTIAL

5. PAYMENT TERMS
‘Consulting duties will begin June 1, 2005, and consultant fees-will-be paid bi-weekly on the
' 15% and the last day of each month, imléss the payday falis on a weekend, whieh payment will
be thade on'the Fiiday before, The first payment will oocur on.June 15,2005, Consiltant
fees will niot be. in"dividuaﬂy inv'aic’e‘d Bi-weekly paymenﬁs'citied in se‘cﬁon 2 C‘bnsié?eraﬁbn
. “;remam responmble for: all tax habﬂmes assocxates thh fees pzuci by APL Expense checks
;shall ieiriade: payable toJo Waldm .

:=:5.l Late Fees

. Péyment* of Consiil'tiﬁg‘ Fees are due. aiid payé'b’le ag “étated inisettion 4: Payment Termis.
. Rennbursement of: expenses: by the-Company- shall'be 1o later than 15 daysafter the
o reoeipt of CONTRACTOR’

wnften notwe of such: failure has been provxded tor CQNTRACTQR and CON'I‘RA‘F; "-OR has
been glven appropriate tinig.to cure:siich failime, and/or s Any dctof carruptwn and/or inoral

S once, cr expense report. ~ompany ‘shall incura late fea -
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CONFIDENTIAL

-8. BENEFITS

‘8.1 INSURANCES
During the Term-of'this contract, CONTRACTOR shall be entitled to nigdical, derital and
‘othier insurarice benefits-consistenit-with APT smployegs,

8.2 HOLIDAYS.

Diiring the Term of tlns contract,. CONTRACTOR shall be entitled to: pald hohdays if
number and:at’ tunes cons;stent wnh API employees :

83 VACA*HON e
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CONFIDENTIAL _

9.2 Insurance. Atall times during the térm of this dgreement, as well as for a period of

. seven (7) yesrs thereafiér, APT shall procure and maintain, from a reputable insurer
reasonably satisfactory to CONTRACTOR, insurance adequate. to cover API’s
abligaﬁons’he‘reundef and which i consistent with normal business practices of prideént.
companies similarly simated. Each such fnsorance policy shall at 4ll times name
CONTRACTOR 25 4t additional insured thereurider, Tt is understood that such
insurace sheill nof be coiistrued to create a limit.of API’s liability with respect toits
inderonification obligations under this Section 8. APL shall provide €O C.NTRACT@R

© with wmten evidence: of mlch msumnce upon request.. APT shall provide .

CONTRACTOR ‘with wrlthen notice at: Ieast ﬁfteen {15) days-prior to the cancellaﬁen,

o non!renewal or matenal.change. iiany.such i INSUTance: th(‘g_%

s 10. stru'm RESOLUTION.

Company hopes dtreach i tance thatixts employment relationshxps wﬂI be free ef

| fvv:th enforcmg thxs letter, provxﬂed hat; except as: may be pmhlblted byilaw, the &rbitrator may,

m‘ jiS:0r Lher dlscretmn, award reasonable attomey 84 fees to the: prevallmg narty..

11. COff NFIALYTY
CONTRACTGR has execiited aNondxsclesure Agreement (NDA) with. ALPI The tetims and

condmons of CONTRACTOR s responsx!nhty in regard to confidential infomiation ate governéd
by the NDA..

7R T Consulting Contract with Able Planeh, Ing, T Page50i5



CONFIDENTIAL

12. NON-COMPETITION

CONTRACTOR agrees:thatit will not perfoim professional services for any organization or
individual kiiown to CONTRACTOR ta bé 4 competitor to API during the period of the contract:;

13. ASSIGNMENT
Neither party can assxgu or delegate its nghts or duties: under this contract vmhout thé advant;e,
- eXpIess wntten conséntof'the other party. :

18, stcELLAmsovs

‘ Counte:parts Thls agrcement canbe executed m countexparts by facsmnle

Headings. Headings are for ‘convenience: only and-shall niet be deemed i mé:'"f'» f-.'.;(:r’té be

‘used as anaidsin: mnstructxon of any ofﬁ:e ‘provisions-of this contract

Effective Date The. Effecuve Date of thie contract is: Fone 1 2005
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T CONFIDENTIAL

Entire: Agreenient This Contract fepresents the’ Entiie Agreément of the paities, and may be
canceled, amended; modified. or ariended only by 4 written instrument :executed by
-each-of the parties here.

or permitted to be given to either-party,

Noticés-Any totices 6r commuhications required
‘hereunder shiall be iri writing and sufficiently-given or transmitted when: deposited in
fhe mail, postage prepaid, certified with refurn receipt requested.

éi'lfbi:hey& CONTRACTOR and ﬁs porifbiie compam&s are Tepresented by oufs'i‘d'e connsel.
CONTRACTOR therefom recommends thaf API consult with an attomey before.
exeouting this bmdmg Agreement. S

24 June 2005 T Gonsulting Gontract with Abla Plane, Inc. - Page of 7



CONFIDENTIAL

5.  AUTHORIZED SIGNATURES,

CONTRACTORAND API'HAVE READ THIS AGREEMENT UNDERSTAND IT, AND
. ARE AUTHORIZED TO SIGN IT AND BIND THEIR. RESPECTIVE PRINCIPLES BY IT'

AND. HEREBRY AGREE TO IT, '

CONTRACTOR o Able PlanetInc.

2R JiB 2005 — T Gonmiling Conlagtwih Abls Panel . Peos@eie \\}/



ABLE PLANET, INC.
Contract for Consulting
This is a contract being jointly composed and agreed upon between
Joan Billger Burleigh - '
5219 McMurry Avenue:
Fort Collins, CO 80525

Tel:  970-226-0629
Email: jburleigh@ableplanet.com.
(“CONTRACTOR”)

and : 4
: Able Planet’m lnc 58 Colorado corporatlon

Eméﬂ Kevm Semcken {ksemcken@ableplanet com]
(“ API”) »

The parttes 'mtend that an md endeht contmctor relatxonshlp'be created by this ccntract ,
CONTRACTOR isnottok e consxdercd an agent partner, Jomt venture, Or employee of API for
any purpose and nothmg herem shall be construed to. mlply such a rélationship:

CONTRACTOR shall refer to Kevm Semcken, Presv.dent & CEO (or his delegate) for matters in
relatlon 10 the work covered by ﬂus contract. '

24 June 2005 ' T Consuling Contract with Able Planet, nc. " ' Page 1 of 1



CONFIDENTIAL

1. DuTIES OF CONTRACTOR

CONTRACTOR agrees to exert its best effort on behalf of API, The fundamental Duties of
CONTRACTOR under this contract-are to provide support for commercialization, government
and regulatory activities at API. CONTRACTOR will perform duties in her current role as

Chairwoman of the Bodrd,
2. INTELLECTUAL PROPERTY

‘CONTRACTOR understands and agrees that API shall and hé'fcby does have sole and exclusive
‘right, title and interest in and fo.all mvenuons ongmal works of authorshtp, developments,
concepts, 1mprovements trade secrets and propnetary mformatmn (hereinafter, “Imellectual

' Property”) made, conceived, reduced to practxce or learned by assxgnors, enther alone or w1th

: others; durmg the course of CONTRACTOR’s relatmnshlp thh API,

b 3 CONSIDERA’I‘ION

v ’API agrees to pay. CONTRACTOR an annial fee totahng $l 15; 000 in Consultant Fees
+1 Consultant Fee T o

Payment Term.s-

:3.2 Commion Stock

It of .,_Sfagreament.

4 '}Business Expenses _ - -
» ’Expenses, mcludmg but not hmxted to trayel, accommodahons, meals, entertainment, >
o , telephone, FAX, councr and other mxscellaneous aut of pockst expenses associated with the-
'prov1sxon of the consultmg service will be rexmbursed i full, by Company. -
¥ CONTRACTOR. shall submiit to ‘Company a detalled _expense report dccompaniéd with
requerd receipts. Receipts are not req_uired,for expensesnndcp&fq.

24 Jiine 2005 ' " Consulting Contract wih Able Flandt, Inc. ' Page 2 of 2



CONFIDENTIAL

5.. PAYMENT TERMS

Consulting duties will begin June 1, 2005, and consultant fees will be paid bi-weekly on the
15" and the last day of each month, unless the payday falls on a weekend, when payment will
be made on the Friday before. The first payment will occur on June 15, 2005. Consultant
fees will not be individually invoiced. Bi-weekly payments cited in section 2. Consideration
above, are {o be direct. dcp051ted, as instructed by CONTRACTOR. CONTRACTOR Wﬂl
remain responsible for all tax liabilities associates with fees paid by API Expense chiecks
shall be made payable to “Joan Burlexgh" ‘ '

5.1 Late Fees

Payment of Consultmg Pees are-due and payable as stated in. section 4 Paymem‘ Terms
Re:mbursement of ek nses by the Company shall be no Iater than 15 days after. the

The »term of thls Agreement begms Jnne 1, 2005 and terminates on May 31, 2006

7. TERMINATION

6, thhout mutual wntten
' conset, unless CON= ORis *termmated for “cause” meanmg CO; NIRA "CTOR’s w:lqul g
 failure to in good fai use 1ts best eﬁ‘orts to fulfill its duties undcr this Conﬂ'act and only afier
wiitten niotics/of stich failue has been provided to CONTRACTOR and CONTR.AOTOR has

been given appropnate tlme to cure such failure, ‘and/or any act of corruptum and/or moral

turpitnde.

: Nelther party can tenrmnate o mént prior to May 31, ,2(")
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CONFIDENTIAL

8. BENEFITS

8.1 INSURANCES

During the Term of this contract, CONTRACTOR shall be entitled to medical, dental and

other insurance benefits consistent with API employees.

8.2 HOLIDAYS

During the Term of this contract, CONTRACTOR shall be entitled to paid holidays in .
momber and at times corisistent with API employees.

8:3 VACATION

CONTRACTOR shall be enh'ded 10 take threef(B) weeks ofpald vacation per year durmg
the tetin of this agreemen g ‘_ i

o "'fz;over to subsequent years Y

INDEMNIFICATION

API shall defend,: mdemn": ¥
‘ ~'-~cerporatmns, Afﬁhates, officers;"

.employees, agents and ﬂlell"
' demand, loss, damage, expense

under thls agreement. This: md'

9 1 Procedure CONTRACTOR has the ng, to select counsel and shall cooperate with the
APT as reasonably requested, 4t APD’s sele cost. and expense _API shall'not setile: any
claim or suit wnthout ‘CONTRACTORs prior ertten consent, which consent shall not

be unreasonably w1thheld unless such settlement provides for fulI release of
CONTRACTOR. '
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CONFIDENTIAL

9.2 Insurance. Atall times during the term of this agreement, as well as for a period of
seven (7) years thereafter, API shall procure and maintain, from a reputable insurér
reasonably satisfactory to CONTRACTOR, insurance adequate tovcover API’s

- obligations hereunder and which is consistent with normal busiriess practices of prudent
companies similarly situated. Each such insurance policy shall at all times name
CONTRACTOR as an additional insured thereunder. It is understood that such
insurance shall not be construed to create-a limit of APT’s liability with '-re_spect fo its
iﬁdemniﬁcaﬁon obli‘gations under this Section 8. API shall provide CONTR’ACTOR

L .w1th written evidence of such insurance upon request, API shall provxde '
c CONTRACTOR with written notice at least: fiﬁeen 15) days pnor to the cancellatmn,

R '_.njoﬁ-renewal or matcnal change in any such i msurance pohcy

fonslnps w:ll be: ﬁ'ce of

-controVersy, we are aware that.\dxsputes somehmes do arise.. In the evtmt any dlspute ansesf"‘: oL
. ;ii between you and the Company or. any employee of the Company, then, to the extent penmtted by

_— thh cnforcmg ‘thig lettcr, prowded that _except as may be prol:ublted by law, thc arb:fratnr may,
i his orher disctetion, award reasonable attorney’s fees to the pravalhng party

11 CONFIDEN’ITIALITY

CONTRACTOR has executed a Nondisclosure Agresment: (NDA) with APL The terms and
condltmns of CONTRACTOR’S responmblhty in regard to conﬁdentxal mformanon are govemed
by the _NDA

24June 2005 ‘ " Constlfing Contract with Able Planel, Inc. " Page5.ofs



CONFIDENTIAL

12. NON-COMPETITION

CONTRACTOR agrees that it will not perform professional services for any organization or
individual known to CONTRACTOR to be a competitor to API during the period of the contract.
13. ASSIGNMENT

Neither party can assign or delegate its rights or duties under this contract without the advance,
‘express wiitten consent of the othier party. '

14, EXCLUSIVITY |

APT técognizes that'CONTRACTOR'iS Presidént of Able Kids Foundation, and 'ag'reéé to allow.
'CONTRACTOR to. support fund ralsmg and fmmdatlon efforts, at her own expense Time
requn‘ed for these eﬂ‘orts Wlll not be deducted from allowed Leave. -

15. APPLICABLE LAW

The Partxes agree that thxs A ;’ement shall be govemed and constmed under the laws ‘0: :the ;

-.thebestofifsablhty : S

17, WAIVER

’ "‘,y~provxs ' of tlns contract shall not be cons1dered o
ght to en rce each and every. prowsmn of the contract

1

. The! fallure of either party to enforce
. constitute a waiver of ithér party’s i

118. MISCELLANEOUS "y
Counterparts Tlns agreement can be:execited i in counterparts by facsimile.

 Headings Headmgs are for" convemence only and shall not be deemed fo medlfy or to beA

used as an aid in consfruction of any of the provisions of this contract.

Effective Date The Eﬂ’ectivebats of the. contract is: Tune'l, 2005

24 Juns 2005 Consulfing Contract with Able Planet, Inc. ' " Page6of6



CONFIDENTIAL

Entire Agreement This Contract represents the Entire Agreemerit of the parties, and may be
canceled, amended, modified or amended only by a written instrument executed by |

each of the parties here.

‘Notices Any notices or communications required or permitted to be given to either party,
hereunder shall be in writing and suffi iciently given or transmitted when deposited in
 the mail, postage prepaid, certified with retuin. receipt requested.

_Al‘tomqys CONTRACTOR and its portfolio companies are represented by outside counsel.
CON’IRACTOR therefore recommends that API consult with an attomey before
. ‘executing this bmdmg Agreemient.

24 'J,u'niz 2005 o Consulting Contract with Ablé’Planet-, Inc. " Page7of7



CONFIDENTIAL

5. AUTHORIZED SIGNATURES.

CONTRACTOR AND API HAVE READ THIS AGREEMENT, UNDERSTAND IT, AND
ARE AUTHORIZED TO SIGN IT AND BIND THEIR RESPECTIVE PRINCIPLES BY IT
AND HEREBY AGREE TOIT.

CONTRACTOR Able Planet Inc.

By . .
- KevinR. Semcken .

President & CEQ

Able Planet, Inc.

Date: _¥ “ro -.’.m.{" | . Date: 8/10/2005 .
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