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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL & APPEAL BOARD

FUTURE ADS LLC
Opposer,
v. Opposition No.:91195950
Kent G. Anderson Serial No. 76/690134

Applicant

N N S N N N S N

OPPOSER’S MOTION TO COMPEL DEPOSITION

Pursuant to 37 C.F.R. 1.120(e)(1), Opposer Future Ads LLC hereby moves the Board to
compel the applicant Kent G. Anderson to schedule a date for a deposition and appear at a
deposition in response to a timely and proper notice and within the month of January, 2011 or as

soon thereafter as practicable.

L BACKGROUND FACTS

The Board’s records show that on August 4, 2010 the Opposer filed a notice of opposition
and the Board mailed a standard trial scheduling order on August 5, 2010. Discovery opened on
October 14, 2010 and closes on April 14, 2011.

On December 1, 2010, Opposer served a timely notice of deposition requesting the
appearance of the individual applicant, Kent G. Anderson, at a deposition in his home town of
Bismarck, North Dakota for January 13, 2011. Declaration of Christopher J. Palermo, attached,
92, Exhibit 1. The deposition was re-noticed on December 6, 2010, for the same deposition
date, solely for the purpose of providing a corrected notice that included the proceeding number.
Id.

On December 10, 2010, Opposer served a set of written discovery on the Applicant. In a
cover letter to the Applicant’s attorney, Dwayne G. Bentley, Opposer’s counsel Mr. Palermo

reminded Mr. Bentley that the deposition on January 13 was expected to go forward and that



travel plans were being made. Palermo Decl. {3 and Exhibit 2, last paragraph.

On December 16, 2010, Mr. Bentley sent an e-mail to Mr. Palermo which stated: “I spoke
with my client and he informed he will not be available for the deposition on January 13, 2011.”
Palermo Decl. {4 and Exhibit 3, page 2. Mr. Bentley did not offer an alternate date or assert any
judicially-recognized exception for not appearing on the noticed date—indeed, the message
contained no other substantive information; in essence, it was a one-line message.

Mr. Palermo immediately replied by e-mail on the same date, requesting alternative dates
within January for Opposer’s consideration. Id., Exhibit 3 at pp. 2-3.

On December 17, 2010, Mr. Bentley replied by e-mail stating: “I spoke with my client and
unfortunately, he’s not able to do the deposition in January. If you can provide available dates in
February I will speak with him about them.” Id., Exhibit 3 at 1. Again, Mr. Bentley offered to
particular dates of availability, and stated no judicially recognized excuse for the unavailability
of Mr. Anderson during any day in January. Mr. Palermo responded on the same date, id. and
requested Mr. Bentley to provide particular dates of availability for Mr. Anderson, or face a
motion to compel. To date, Opposer has not received any offer of deposition dates from Mr.
Anderson or his counsel. Palermo Decl. 5.
1L ARGUMENT

An opposing party unquestionably is entitled to take the deposition of an individual
applicant for a trademark registration; indeed, in an intent-to-use application, as here, there is no
better witness than an individual applicant with respect to essential issues such as intent, business
operations, and actual use. There is no evidence in the record that the individual applicant is
affiliated with any operating company, partner, or other person in any service or business relating
to the mark that is applied for. Thus, in response to Opposer’s notice, Mr. Anderson cannot
reasonably assert that his deposition is improper or irrelevant.

A party witness who receives a proper and timely deposition notice ordinarily must appear
on the noticed date unless he has a judicially recognized excuse, or files a motion to quash the

notice on recognized grounds. Mr. Anderson’s deposition was first noticed on December 1, 43
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days before the requested date of January 13. Thus, Mr. Anderson has had ample time to
rearrange his schedule to become available on January 13, or to arrange at least one available
date in January. Timeliness cannot be an issue with the notice of Exhibit 1. In an analogous
situation the Board has found a testimony deposition to be properly noticed on just six (6)
calendar days’ and three (3) business days’ notice, see Sunrider Corp. v. Raats, 83 USPQ2d
1648 (TTAB 2007); therefore, timeliness is irrelevant to the present motion.

Moreover, it is customary in litigation for the parties’ counsel to cooperate in the selection
of mutually convenient dates for depositions, at least out of a sense of civility, if not compliance
with ethical obligations and the Board’s prior opinions and orders. Here, Mr. Bentley’s message
of December 16 simply asserts that the witness is unavailable in a general way, without offering
any alternative date(s). Opposer has no practical way to guess at what dates in January or
February might be available for Mr. Anderson and it is unreasonable for Mr. Bentley to require
the Opposer to engage in a guessing game. The failure of a party to cooperate in scheduling
depositions of party witnesses has been held a proper basis for a motion to compel, and an order
for the prompt scheduling of the depositions, in prior Board decisions. See HighBeam
Marketing, LLC v. Highbeam Research, LLC, 85 USPQ2d 1902 (TTAB 2008), at 13.

Indeed, it is not credible that Mr. Anderson has not a single day available in January. Mr.
Anderson’s choice to use the federal trademark registration system and defend this litigation
rather than abandon an opposed application involve certain inconveniences about scheduling.
Mr. Anderson and Mr. Bentley are required to offer a date for a deposition even if personal
matters have to be rearranged. The discovery period in the Board’s cases is short, and parties are
entitled to rapid resolution of the limited issues involved in oppositions. In the present case,
discovery ends in April, and a deposition in February is likely to be too late for Opposer to serve
and conduct such additional discovery on Mr. Anderson or third parties as may be mandated by
Mr. Anderson’s answers in a deposition. Since Opposer served a proper notice, Opposer is
entitled to go forward within a reasonable time after the noticed date.

Further, Mr. Bentley’s practice of simply stating unavailability without giving any
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particular excusable reason, and without offering particular available dates, is improper and
clearly undertaken merely to cause delay, just as in the prior cases in which Mr. Anderson has
been involved. Opposer is entitled to relief from the game of delay in which Opposer repeatedly
offer dates only to have Mr. Bentley state that each one is unavailable. In response to a proper
notice when there is a judicially recognized excuse for not appearing on the noticed date, it is
Applicant’s responsibility to offer an available date, not Opposer’s burden to guess at what might
be available.

The Board should order Mr. Anderson to appear on the first reasonably available week
day after decision on this motion, preferably in January, or as soon as reasonably practicable.

1. CONCLUSION

For all the foregoing reasons, Opposer respectfully requests the Board to grant Opposer’s
motion to compel the deposition noticed for January 13, 2011 on the first business day in
January, 2011 in which Mr. Anderson is reasonably available, or as soon thereafter as

practicable.

Dated: December 27, 2010 Respectfully submitted,

FUTURE ADS LLC

By /ChristopherJPalermo/
Christopher J. Palermo

Hickman Palermo Truong & Becker LLP
2055 Gateway Place Suite 550
San Jose, CA 95110
Tel. (408) 414-1080
Fax (408) 414-1076
Attorneys for Opposer
/cjp
60227-0023



CERTIFICATE OF SERVICE BY MAIL

I hereby certify that a true and complete copy of the foregoing Motion to Compel Deposition has
been served on Applicant, Kent G. Anderson, by and through his counsel Dwayne Bentley, by
United States First Class Mail, with postage affixed thereon and fully prepaid, on December 27
2010 to:

Dwayne L. Bentley

D. Bentley Law Group PLLC
16 Court Street, Suite 2007
Brooklyn, NY 11241

By /ChristopherJPalermo/
Christopher J. Palermo




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL & APPEAL BOARD

FUTURE ADS LLC
Opposer,
v. Opposition No.:91195950
Kent G. Anderson Serial No. 76/690134

Applicant

N N S N N N S N

DECLARATION OF CHRISTOPHER J. PALERMO

I, CHRISTOPHER J. PALERMO, DECLARE:

1. I am the attorney of record for Opposer in this case and a member of the State Bar
of California. I am over the age of majority and have a business address of Hickman Palermo
Truong & Becker LLP, 2055 Gateway Place Suite 550, San Jose, CA 95110.

2. Attached as Exhibit 1 is a true and correct copy of a Notice of Deposition of the
individual applicant, Kent G. Anderson, which I served upon Dwayne G. Bentley, attorney for
applicant Kent G. Anderson, on December 1, 2010. On December 6, 2010, I noticed that the
caption of the document attached as Exhibit 1 did not include the opposition number for this
proceeding. Therefore, on December 6, 2010 I served upon Mr. Bentley a copy of the same
deposition notice with the caption corrected to include the opposition number.

3. Attached as Exhibit 2 is a true and correct copy of a letter that I caused to be
faxed to Mr. Bentley on December 10, 2010. The last page of the letter states that the Opposer is
expecting the noticed deposition to proceed on schedule and requests notification if there is any
reason for the deposition not to proceed.

4. Attached as Exhibit 3 is a true and correct copy of electronic mail messages that I
received from Mr. Bentley and sent to Mr. Bentley on December 16, 2010 and December 17,

2010.



5. As of the date of this Declaration, Mr. Bentley has not offered any particular date
in any month on which Mr. Anderson is available for the noticed deposition.

6. Opposer through its attorneys has made a good faith effort, by conference or
correspondence, to resolve with the other party or the attorney therefor the issues presented in
this motion but the parties have been unable to resolve their differences.

The undersigned being warned that willful false statements and the like are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and
the like may jeopardize the validity of the application or document or any registration resulting
therefrom, declares that all statements made of his/her own knowledge are true; and all

statements made on information and belief are believed to be true.

Dated: December 27, 2010 Respectfully submitted,

FUTURE ADS LLC

By /ChristopherJPalermo/
Christopher J. Palermo

Hickman Palermo Truong & Becker LLP
2055 Gateway Place Suite 550
San Jose, CA 95110
Tel. (408) 414-1080
Fax (408) 414-1076
Attorneys for Opposer
/cjp
60227-0023



EXHIBIT 1

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL & AFPPEAL BOARD

FUTURE ADS LLC i
Opposer, ?I
v, i Oppesition No.:
Eent Anderson a Serial No. 76/490134
Applican 3

NOTICE OF DEPOSITION OF KENT G. ANDERSOMN

NOTICE 15 HEREBY GIVEN that, pursuant to Rule 30 of the Federal Rules of Civil
Procedure, as incorporated into the Trademark Rules of Prattice under the provisions el 37

C.F.R. 8 2.116 and 2.120, on Thursday, January 13, 2011, commencing at 9:30 A.M.. Opposer

Future Ads LLC will take the depasition upon oral examination of Applicant Kent G. Anderson
af 925 N. Griffin, Bismarck, North Dakota 38501, at the offices of Emineth & Associales
Registered Professional Reparters, 216 North 2nd St. - Suite 102 - Bismarch, NI} 38501
Testimony will be recorded by sienographic transcription with computer data eatry supporl. The
deposition will continue from day to day until complete.

[ated: December |, 2010 Respectfully submitied,

FUTURE ADS LLC

By Chnslopher) Palermo!
Christopher [, Palermo

Hickman Palermeo Truong & Becker LLP
20535 Gateway Place Suite 330
San Jose, CA 93110
Tel, (408) 414-1080
Fax (408} 414-1076
Anorneys lor Opposer
feip
62270023



CERTIFICATE OF SERVICE BY MAIL

| hereby certify that a true and complete copy of the foregoing Notice of Deposition of Kent L.
Andesson has been served on Applicant, Kent G. Anderson, by and through his counsel Dwayne
Bentley, by United States First Class Mail, with postage affixed thereon and fully prepaid. on
December 1. 20010 1

Diwayne 1. Bentley

12, Bentley Law Group PLLC
16 Cowrt Streel. Suite 2007
Brooklym MY 11241

By Christopher) Palermod
Christophar |, Palerma




EXHIBIT 2

HICKMAN PALERMO TRUONG & BECKER LLP
2055 Gateway Place, Suile 530 :
San Jose, CA 95110-1089 E\‘XE
(408 414-1080 !

Facsimile (408) 414-1076 e el jjr
FACSIMILE
FROM:
Attorney: Christopher J, Palermo Direct Phone;  408-414-1080 ext 202
Attorney's E-Mail: epalermoi@hptb-law.com Sender's Fax:  San Jose, CA (408) 414-1076
By Secretary: Teresa Austin Direct Phone:  408-414-1080 ext 217
Re: Chur Ref. 60227-0023 Date:  December 10, 2010 Time Sent: i
Number of pages including this page _ 18

TO: o

Name Company Facsimile No. | Contact No.
Dwayne L. Bentley n. B;:ﬂ;v Law Group PLLC 718-852-3309 |

ENCLOSURES:
Letter to Dwayne L. Bentley from Christopher J. Palermo dated December 10, 2010 (2 pgs)

Opposer’s Withdrawal of Motion 1o Compel Initial Disclosures (4 pas)
Opposer’s First Set of Requests for Production of Documents (9 pgs)

The information contained in this fecsimile message i legally privileged and confidential information imtended only for the use of the
individual or entity namad gbove 1f the reader of this message is nof the intended recipient, vou are hereby natified thar any

dissemination, distribution, or copy of this facsimile is strictly prohibited. If you have received this facsimile in érror, please notify us
immediately by telephone and return the original message to us at the above address via the United States Postal Service. Thank vou.




TRANSMISSTION VERIFICATION REPE%;-l

TIME : 12/18/2018 15 46
MAME  :

F
TEL
SER.H : BEEBEIEl456E

BATE , TIME 12/18 1636

EiM NO. /NAME 17138523308

DURATION Ad:@4:a7

FAGE (5 15

RESLLT oK

MALE STAHDARD
ECH




Hickman Palermo Truong & Becker ve
Intellectual Property Law

2055 Gateway Place = Suite 550 = San lose » California « 95110-1083
Telephone (408) 414-1080 » Facsimile (408) 414-1076 = www.hpib-law.com

December 10, 2010

BY FACSIMILE (718} §52-3305

Drwayne L. Bentley

D, Bentley Law Group PLLC
16 Court Street, Suite 2007
Brooklyn, NY 11241

Re:  USPTO Trademark Trial & Appeal Board
Opposition No. 91/195,950
Future Ads LLC v. Kent G, Anderson

Dear Dwayne:

We received your paper entitled “Kent Anderson Initial Disclosures Pursuant to Rule
26(a)1)." Rule 26 requires a disclosing party to identify “all documents, electronically stored
information, and tangible things that the disclosing party has in its possession, custedy, or
control and may use to support its claims or defenses ™ However, vour paper appears to identify
no documents of Mr. Anderson, as afl the categories of documents identified under Rule
26¢a)( 1B} are documents of Future Ads. Thus you appear to be disclosing that Mr. Anderson
has no documents relevant to any of the allegations in the Notice of Opposition or that Mr,
Anderson may use to support his claims or defenses. Such an assertion lacks credibility because,
for example, Mr. Anderson must possess at least some documents relating to his application
T6/650, 134 that is the subject of the opposition.

The paper also contains multiple typographical and grammatical errors that are typical of
the written comumunications of Mr. Anderson in the files of the USPTO, and appears to have
been drafted in substance by Mr, Anderson, If so, we question whether vou have adequately
determined and disclosed all relevant categories of documents that exist in 2 manner that
complies with Rule 26.

You should reconsider these issues and promptly serve a supplemental disclosure of all
relevant documenis if appropriate; otherwise, we are relying on your disclosure 1o assert that Mr,
Anderson has no relevant documents to prove his side of the case.




In the meantime, in reliance on your disclosure that Mr, Anderson has no documents to
support his claims or defenses in the case, we are withdrawing our motion to compel,

Because of the ambiguity created by your paper we are compelled to serve a formal
document discovery request, which is enclosed and served on you with the original of this letier.
Since Anderson’s initial disclosures were due long ago and his delay is the reason we are serving
this request now and not earhier, we will expect to have responsive documents, including
anything that is the subject of any supplemental disclosures, in hand before the deposition of Mr.

Anderson.

We have served you with a deposition notice for Mr. Anderson for January 13 in
Bismarck. As you know, since Mr. Anderson 1s a party witness and the deposition is in his home
city, no subpoena is required to compel his attendance and no witness fee 15 due. We are
expecting the deposition to go forward as scheduled. Next week [ will be buying non-refundable
air tickets and making other arrangements for travel from California to Bismarck. If there is any
reason that the deposition cannot or should not go forward as noticed, please notify me
immediately, Otherwise, we expect to see you and him at the noticed location on January 13 and
Future Ads will seek an award of costs and sanctions 1f Mr. Anderson does not appear as noticed,

SmM "5‘“

Christopher J. Palermo

feip

Enclosures




EXHIBIT 3

Chris Palermo

From: Chris Palermo

Sent: Friday, December 17, 2000 1:31 PM

To: 'Dwayne Bentley

Subject; RE: FUTURE - Opposition Mo, 91125950
Dwayne:

This is unacceptable. It is not credible that Mr, Andersen has not a single day available in January, Use of the federal
application system and the cheice to defend litigation carry with them certain inconveniences about scheduling, so you
and he simply must make a date available even if personal matters have to be rearranged. The discovery period in these
rases is short - it ends in April in this case - and a deposition in February will be oo late for us to serve and conduct such
additional discovery on him or third parties as may be mandated by his answers, We have served a proger notice and we
are entitled to go forward within a reasonable time after the noticed date.

Further, your practice of simply stating unavailability without glving any particular excusable reason, and without
offering particular available dates, is improper and clearly undertaken merely to cause delay, just as in the prior cases in
which Mr. Anderson has bean involved. We are not going to play the game of delay in which we repeatedly offer dates
only to have you state that each one is unavailable. In response to a proper notice when there is a judicially recognized
excuse for not appearing on the noticed date, it is your responsibility to offer an available date, not ours 1o guess at
what might be available.

Next Monday afternoon we will file a motion to compel the deposition in January. If you want to offer an available
weekday in January to avoid the motion, please do so before Manday afternoon Pacific time.

Chris

----- Qriginal Message-—

From: Dwayne Bentley [mailte:dibentleyesg@gmail.com]
Sent: Friday, December 17, 2010 1:08 PM

Ta: Chris Palermio

Subject: Re: FUTURE - Opposition Mo, 91195950

Hello Chris,

| spoke with my client and unfortunately, he's not able to do the deposition in January, if you can provide available
dates in February | will speak with him about them, Have a good weekend. Thanks.

Bast Regards,
Dwayne

On Thu, Dec 16, 2010 at 11:25 AM, Chris Palermo <cpalermo®@hptb-law.com> wrote!

= Dwayna:

el

> Please immediately offer two or thres alternative dates for the deposition within the month of January, for our
consideration. If you prefer, you may call me today at (408) 414-1202 to review potential dates,

-

> It will not be acceptable not to schedule a deposition within January, er not to schadule one at all, as Future Ads is
entitled to this discovery. 1'm sure you and Mr. Anderson have at least one or two business days free within the month.
-

1
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= Chris

>

> -——{Jriginal Message---—

= From: Dwayne Bentley [mailto:dlbentleyesg@gmail.cam]

= Sent: Thursday, Decermber 16, 2010 7:45 AW

= To: Chris Palermo

> Subject: Re: FUTURE - Opposition Mo, 91195850

=

= Hello Chris,

=

> | spoke with my client and he infarmed he will not be available for the deposition on January 13, 2011, Thanks.
-

> Best Regards,

>

> Dwayne

>

2 Wed, Sep 15, 2010 at 11;52 AR, Chris Palermo =cpalermo@hptb-law. com> wrote:
@ Ads, LLC v. Kent G. Anderson

>

=>» Opposi

=

|0, 91155550

>

B

== Dwayne:
=

o

o ¥

= Future Ads, LLC has noted yvour filinEgagan Answer for Kent G,

»> &nderson. | am writing to schedule a d3@and time for the mandatory
»> discovery conference in anticipation of thisgEs
= October 14. | propose Thursday September 2235
== Al Pacific. Please let me know your availabilily. 8
=

)

>

== Chris

3

e

g

e

b3

-

o

== Christopher ). Falermo

]

== Hickman Palermo Truong & Backer LLP
i

»» 2055 Gateway Pl 5te 550

Y

»> 5an Jose, CA95110-1093

}1'

== Phone: D01.408.414,1202
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cx 001.408.414.1076

-
= "From what we ge
= life.” Arthur Ashe
=

= DL BENTLEY LAWY GROWU
= 16 Court Street, Suite 200
= Brooklyn, NY 11241

> Telephone:718-797-5350
» Facsimile: 718-852-33049

> Websiterwww.dibantleylawgp.com
> Email:dibentleyesg@gmail.com/dlb
o=

g can make a living; what we give, however makes a

"From what we get, we can make a living; what we . however makes a life." Arthur Ashe
DL BENTLEY LAW GROUP PLLC

16 Court Street, Suite 2007
Brooklyn, NY 11241
Telephone:718-797-5350
Facsimile:718-852-3309
Website:www.d|bentleylawgp.com
Email:dibentleyesy@gmail.com/dib@dlbentleylawgp.com
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CERTIFICATE OF SERVICE BY MAIL

I hereby certify that a true and complete copy of the foregoing Declaration of Christopher J.
Palermo and Exhibits 1-3 has been served on Applicant, Kent G. Anderson, by and through his
counsel Dwayne Bentley, by United States First Class Mail, with postage affixed thereon and
fully prepaid, on December 27, 2010 to:

Dwayne L. Bentley

D. Bentley Law Group PLLC
16 Court Street, Suite 2007
Brooklyn, NY 11241

By /ChristopherJPalermo/
Christopher J. Palermo
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