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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL & APPEAL BOARD 

 

FUTURE ADS LLC    ) 

      ) 

   Opposer,  ) 

      ) 

 v.     ) Opposition No.:91195950 

      ) 

Kent G. Anderson    ) Serial No. 76/690134 

      ) 

   Applicant  ) 

____________________________________) 

 

OPPOSER’S MOTION TO COMPEL DEPOSITION 

Pursuant to 37 C.F.R. 1.120(e)(1), Opposer Future Ads LLC hereby moves the Board to 

compel the applicant Kent G. Anderson to schedule a date for a deposition and appear at a 

deposition in response to a timely and proper notice and within the month of January, 2011 or as 

soon thereafter as practicable. 

I. BACKGROUND FACTS 

The Board’s records show that on August 4, 2010 the Opposer filed a notice of opposition 

and the Board mailed a standard trial scheduling order on August 5, 2010.  Discovery opened on 

October 14, 2010 and closes on April 14, 2011. 

On December 1, 2010, Opposer served a timely notice of deposition requesting the 

appearance of the individual applicant, Kent G. Anderson, at a deposition in his home town of 

Bismarck, North Dakota for January 13, 2011.  Declaration of Christopher J. Palermo, attached, 

¶2, Exhibit 1.  The deposition was re-noticed on December 6, 2010, for the same deposition 

date, solely for the purpose of providing a corrected notice that included the proceeding number.  

Id. 

On December 10, 2010, Opposer served a set of written discovery on the Applicant.  In a 

cover letter to the Applicant’s attorney, Dwayne G. Bentley, Opposer’s counsel Mr. Palermo 

reminded Mr. Bentley that the deposition on January 13 was expected to go forward and that 
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travel plans were being made. Palermo Decl. ¶3 and Exhibit 2, last paragraph. 

On December 16, 2010, Mr. Bentley sent an e-mail to Mr. Palermo which stated:  “I spoke 

with my client and he informed he will not be available for the deposition on January 13, 2011.”  

Palermo Decl. ¶4 and Exhibit 3, page 2.  Mr. Bentley did not offer an alternate date or assert any 

judicially-recognized exception for not appearing on the noticed date—indeed, the message 

contained no other substantive information; in essence, it was a one-line message.  

Mr. Palermo immediately replied by e-mail on the same date, requesting alternative dates 

within January for Opposer’s consideration.  Id., Exhibit 3 at pp. 2-3. 

On December 17, 2010, Mr. Bentley replied by e-mail stating: “I spoke with my client and 

unfortunately, he’s not able to do the deposition in January. If you can provide available dates in 

February I will speak with him about them.”  Id., Exhibit 3 at 1.  Again, Mr. Bentley offered to 

particular dates of availability, and stated no judicially recognized excuse for the unavailability 

of Mr. Anderson during any day in January.  Mr. Palermo responded on the same date, id. and 

requested Mr. Bentley to provide particular dates of availability for Mr. Anderson, or face a 

motion to compel.  To date, Opposer has not received any offer of deposition dates from Mr. 

Anderson or his counsel.  Palermo Decl. ¶5. 

II. ARGUMENT 

An opposing party unquestionably is entitled to take the deposition of an individual 

applicant for a trademark registration; indeed, in an intent-to-use application, as here, there is no 

better witness than an individual applicant with respect to essential issues such as intent, business 

operations, and actual use.  There is no evidence in the record that the individual applicant is 

affiliated with any operating company, partner, or other person in any service or business relating 

to the mark that is applied for.  Thus, in response to Opposer’s notice, Mr. Anderson cannot 

reasonably assert that his deposition is improper or irrelevant. 

A party witness who receives a proper and timely deposition notice ordinarily must appear 

on the noticed date unless he has a judicially recognized excuse, or files a motion to quash the 

notice on recognized grounds.  Mr. Anderson’s deposition was first noticed on December 1, 43 
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days before the requested date of January 13.  Thus, Mr. Anderson has had ample time to 

rearrange his schedule to become available on January 13, or to arrange at least one available 

date in January.  Timeliness cannot be an issue with the notice of Exhibit 1.  In an analogous 

situation the Board has found a testimony deposition to be properly noticed on just six (6) 

calendar days’ and three (3) business days’ notice, see Sunrider Corp. v. Raats, 83 USPQ2d 

1648 (TTAB 2007); therefore, timeliness is irrelevant to the present motion. 

Moreover, it is customary in litigation for the parties’ counsel to cooperate in the selection 

of mutually convenient dates for depositions, at least out of a sense of civility, if not compliance 

with ethical obligations and the Board’s prior opinions and orders.  Here, Mr. Bentley’s message 

of December 16 simply asserts that the witness is unavailable in a general way, without offering 

any alternative date(s).  Opposer has no practical way to guess at what dates in January or 

February might be available for Mr. Anderson and it is unreasonable for Mr. Bentley to require 

the Opposer to engage in a guessing game.  The failure of a party to cooperate in scheduling 

depositions of party witnesses has been held a proper basis for a motion to compel, and an order 

for the prompt scheduling of the depositions, in prior Board decisions.  See HighBeam 

Marketing, LLC v. Highbeam Research, LLC, 85 USPQ2d 1902 (TTAB 2008), at 13. 

Indeed, it is not credible that Mr. Anderson has not a single day available in January.  Mr. 

Anderson’s choice to use the federal trademark registration system and defend this litigation 

rather than abandon an opposed application involve certain inconveniences about scheduling.  

Mr. Anderson and Mr. Bentley are required to offer a date for a deposition even if personal 

matters have to be rearranged.  The discovery period in the Board’s cases is short, and parties are 

entitled to rapid resolution of the limited issues involved in oppositions.  In the present case, 

discovery ends in April, and a deposition in February is likely to be too late for Opposer to serve 

and conduct such additional discovery on Mr. Anderson or third parties as may be mandated by 

Mr. Anderson’s answers in a deposition.  Since Opposer served a proper notice, Opposer is 

entitled to go forward within a reasonable time after the noticed date.  

Further, Mr. Bentley’s practice of simply stating unavailability without giving any 
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particular excusable reason, and without offering particular available dates, is improper and 

clearly undertaken merely to cause delay, just as in the prior cases in which Mr. Anderson has 

been involved.  Opposer is entitled to relief from the game of delay in which Opposer repeatedly 

offer dates only to have Mr. Bentley state that each one is unavailable.  In response to a proper 

notice when there is a judicially recognized excuse for not appearing on the noticed date, it is 

Applicant’s responsibility to offer an available date, not Opposer’s burden to guess at what might 

be available. 

The Board should order Mr. Anderson to appear on the first reasonably available week 

day after decision on this motion, preferably in January, or as soon as reasonably practicable. 

III. CONCLUSION 

For all the foregoing reasons, Opposer respectfully requests the Board to grant Opposer’s 

motion to compel the deposition noticed for January 13, 2011 on the first business day in 

January, 2011 in which Mr. Anderson is reasonably available, or as soon thereafter as 

practicable. 

 

Dated: December 27, 2010   Respectfully submitted, 

 

      FUTURE ADS LLC 

 

 

      By /ChristopherJPalermo/   

       Christopher J. Palermo 

 

      Hickman Palermo Truong & Becker LLP 

      2055 Gateway Place Suite 550 

      San Jose, CA  95110 

      Tel. (408) 414-1080 

      Fax (408) 414-1076 

      Attorneys for Opposer 

/cjp 

60227-0023 
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CERTIFICATE OF SERVICE BY MAIL 

  

I hereby certify that a true and complete copy of the foregoing Motion to Compel Deposition has 

been served on Applicant, Kent G. Anderson, by and through his counsel Dwayne Bentley, by 

United States First Class Mail, with postage affixed thereon and fully prepaid, on December 27, 

2010 to: 

 

Dwayne L. Bentley 

D. Bentley Law Group PLLC 

16 Court Street, Suite 2007 

Brooklyn, NY  11241 

  

 

By /ChristopherJPalermo/  

 Christopher J. Palermo 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL & APPEAL BOARD 

 

FUTURE ADS LLC    ) 

      ) 

   Opposer,  ) 

      ) 

 v.     ) Opposition No.:91195950 

      ) 

Kent G. Anderson    ) Serial No. 76/690134 

      ) 

   Applicant  ) 

____________________________________) 

 

DECLARATION OF CHRISTOPHER J. PALERMO 

I, CHRISTOPHER J. PALERMO, DECLARE: 

1. I am the attorney of record for Opposer in this case and a member of the State Bar 

of California.  I am over the age of majority and have a business address of Hickman Palermo 

Truong & Becker LLP, 2055 Gateway Place Suite 550, San Jose, CA  95110. 

2. Attached as Exhibit 1 is a true and correct copy of a Notice of Deposition of the 

individual applicant, Kent G. Anderson, which I served upon Dwayne G. Bentley, attorney for 

applicant Kent G. Anderson, on December 1, 2010.  On December 6, 2010, I noticed that the 

caption of the document attached as Exhibit 1 did not include the opposition number for this 

proceeding.  Therefore, on December 6, 2010 I served upon Mr. Bentley a copy of the same 

deposition notice with the caption corrected to include the opposition number. 

3. Attached as Exhibit 2 is a true and correct copy of a letter that I caused to be 

faxed to Mr. Bentley on December 10, 2010.  The last page of the letter states that the Opposer is 

expecting the noticed deposition to proceed on schedule and requests notification if there is any 

reason for the deposition not to proceed. 

4. Attached as Exhibit 3 is a true and correct copy of electronic mail messages that I 

received from Mr. Bentley and sent to Mr. Bentley on December 16, 2010 and December 17, 

2010.   
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5. As of the date of this Declaration, Mr. Bentley has not offered any particular date 

in any month on which Mr. Anderson is available for the noticed deposition. 

6. Opposer through its attorneys has made a good faith effort, by conference or 

correspondence, to resolve with the other party or the attorney therefor the issues presented in 

this motion but the parties have been unable to resolve their differences.  

The undersigned being warned that willful false statements and the like are punishable by 

fine or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and 

the like may jeopardize the validity of the application or document or any registration resulting 

therefrom, declares that all statements made of his/her own knowledge are true; and all 

statements made on information and belief are believed to be true. 

 

Dated: December 27, 2010   Respectfully submitted, 

 

      FUTURE ADS LLC 

 

 

      By /ChristopherJPalermo/   

       Christopher J. Palermo 

 

      Hickman Palermo Truong & Becker LLP 

      2055 Gateway Place Suite 550 

      San Jose, CA  95110 

      Tel. (408) 414-1080 

      Fax (408) 414-1076 

      Attorneys for Opposer 

/cjp 

60227-0023 
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EXHIBIT 1 
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EXHIBIT 2 
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EXHIBIT 3 
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CERTIFICATE OF SERVICE BY MAIL 

  

I hereby certify that a true and complete copy of the foregoing Declaration of Christopher J. 

Palermo and Exhibits 1-3 has been served on Applicant, Kent G. Anderson, by and through his 

counsel Dwayne Bentley, by United States First Class Mail, with postage affixed thereon and 

fully prepaid, on December 27, 2010 to: 

 

Dwayne L. Bentley 

D. Bentley Law Group PLLC 

16 Court Street, Suite 2007 

Brooklyn, NY  11241 

  

 

By /ChristopherJPalermo/  

 Christopher J. Palermo 


