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BOX TTAB FEE
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
ADVERTISING SPECIALTY INSTITUTE, INC,,

Opposer,

V. :  Opposition Nos. 91,195,742
: 91,195,745
ASI APPAREL, INC.,

Applicant.

MOTION TO REFUND FILING FEE AND TO MAKE VOID

Honorable Commissioner for Trademarks
P.O. Box 1451
Arlington, VA 22313-1451

Opposer hereby respectfully moves for a refund of the filing fee for Opposition
No. 91,195,745 and to make void that action against Applicant ASI Apparel, Inc. The cause of
action underlying Opposition Nos. 91,195,742 and 91,195,745 is exactly the same, and the
Notice of Opposition and attendant exhibits filed in Opposition 91,195,742 are likewise the same
documents filed in Opposition 91,195,745,

Opposition No. 91,195,745 was erroneously filed due to a computer error as

described in the Declaration of John Metzger attached hereto.



WHEREAS, Opposer Advertising Specialty Institute, Inc. respectfully respects
that the fee for Opposition 91,195,745 be refunded to Opposer’s American Express account, and
that Opposition 91,195,745 be made null and void.

Respectfully Submitted,

Dated: glio / [ O By:

Roberta Jgcpbs-Meadway 0

Jay K. Meddway

Joseph L. Hoynoski

ECKERT SEAMANS CHERIN & MELLOT, LLC
Two Liberty Place

50 S. 16" Street, 22™ Floor

Philadelphia, PA 19103

(215) 851-8522

ATTORNEYS FOR OPPOSER
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and correct copy of the attached
Motion to Refund Filing Fee and to Make Void was served on counsel for the Applicant on the
dated listed below via U.S. Mail:
Robert M. Dyer
DYER & RUSBRIDGE, P.C.

291 E. Main Street
Canton, GA. 30114-2710

-

Dated: /ﬁﬁ’f' ﬂq 7 By

: 77 : . 4
John fMetzéer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
ADVERTISING SPECIALTY INSTITUTE, INC,,
- Opposer,
\Z :  Opposition Nos. 91,195,742
: 91,195,745
ASI APPAREL, INC.,

Applicant.

DECLARATION OF JOHN F. METZGER

John F. Metzger declares:

1. I am a citizen of the United States, over 18 years old and a resident of

Montgomery County in the Commonwealth of Pennsylvania.

2. I am employed as a legal assistant with Eckert Seamans Cherin & Mellott,
LLC in Philadelphia, Pennsylvania.

3. I have worked as a paralegal since October of 1994 and was employed at
Ballard Spahr Andrews & Ingersoll, LLP in Philadelphia, Pennsylvania from September 1997
until February 2008 when I joined the firm of Eckert Seamans Cherin & Mellott, LLC .

4. My duties include general, internet and legal research, litigation support,
document review and analysis, document organization and control, electronic discovery support
and electronic document filing.

5. On July 20, 2010 upon instructions from attorney Roberta Jacobs-
Meadway, I initiated a Notice of Opposition electronic filing on behalf of Opposer Advertising

Specialty Institute, Inc. against ASI Apparel, Inc. in the matter of U.S. Serial No. 77/785,870 via

{M0652330.1}



the USPTO’s Electronic System for Trademark Trial and Appeals (ESTTA). After completing
the uploading of the Notice and exhibits, I clicked on the hyperlink to go to the Payment screen
and received an error message stating that “Internet Explorer has encountered a problem” and
will shutdown effectively ending my online session on ESTTA. There was no indication that the

Notice of Opposition and Exhibits were successfully uploaded to the USPTO via ESTTA.

6. After encountering the Internet Explorer error message, I proceeded to
restart the filing procedure. On this second attempt, I was successful in uploading the Notice of
Opposition and exhibits and paying the requisite fee. I was able to print out a receipt for the
transaction bearing ESTTA Tracking Number ESTTA358964. A copy of this receipt is attached

as Exhibit A to this declaration.

7. The following day, July 21, 2010, the attorney for whom I work forwarded
an e-mail to me from the USPTO stating that the Notice of Opposition that I had filed on July 20,
2010 had not been paid for and that the USPTO would permit the Opposer a period of 14 days to
submit payment for the pending Opposition. I immediately visited the USPTO’s website to
determine if the Notice of Opposition that I had filed on July 20, 2010 had posted. I searched
under the serial number of the mark at issue, and also checked the Trademark Trial and Appeal
Board Inquiry System (TTABVUE). I did not see a copy of the Notice of Opposition and
concluded that my second attempt at filing the Notice of Opposition on July 20, 2010 was not
successful and was the subject of the e-mail received from the USPTO. I followed the hyperlink
in the e-mail which took me to the payment screen of the USPTO’s ESTTA website and I
completed the payment information to complete the transaction resulting in another receipt
which I printed out and kept with the file. A copy of the second receipt is attached as Exhibit B

to this declaration.

{M0652330.1}



8. It was not until the next day, July 22, 2010 that I returned to the
TTABVUE section of the USPTO’s website and discovered the error — two Oppositions filed

against ASI Apparel, Inc. for the same Application No. 77/785,870.

I declare under penalty of perjury that the foregoing is true and correct.

Executed on:

Date: ﬁuMdS‘// 7; 20/

{M0652330.1}
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United States Patent and Trademark Office

Home | -Site Index | Search ! Guides | Contacts

System for Trademark Trials and Appeals

Receipt

Your submission has been received by the USPTO.
The content of your submission is listed below.
You may print a copy of this receipt for your records.

ESTTA Tracking number: ESTTA358964
Filing date: 07/20/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Advertising Specialty Institute, Inc.
Entity Corporation Citizenship Pennsylvania
4800 Street Road

Address Trevose, PA 19053
UNITED STATES

Roberta Jacobs-Meadway
Eckert Seamans Cherin & Mellott
Attorney SO‘South 1_6th Street 22nd Floor
information Philadelphia, PA 19102
UNITED STATES
rjacobsmeadway@eckertseamans.com, jhoynoski@eckertseamans.com,
jmeadway@eckertseamans.com Phone:215-851-8400

Applicant Information

Application No | 77785870 Publication | 0612572010
Opposition 07/20/2010 Opposition 07/22/2010

http:/estta.uspto.gov/com/receipt.jsp?iname=F4AK X3R49MMM8-4679 7/20/2010
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Filing Date Period Ends
ASI Apparel, Inc.
. 1260 Airport Drive
Applieant | g} Ground, GA 30107
UNITED STATES

Goods/Services Affected by Opposition

Class 025.

All goods and services in the class are opposed, namely: Clothing, namely, hats, shirts, pants,
socks and undergarments

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Aonplication
Registration | 1176093 ppueation - 57/07/1979
Date
No.
Registration Foreign
Date 11/03/1981 Priority Date NONE
Word Mark | ASI
Design Mark
Description of
Mark NONE
Class 016. First use: First Use: 1950/09/00 First Use In Commerce:
1950/09/00
Printed Material-Namely, Reports, Directories, Indices, Newsletters,
Magazines, Catalogues and Brochures
Goods/Services | Class 035. First use: First Use: 1950/09/00 First Use In Commerce:
1950/09/00
Preparing Specialty Advertising for Others; Rental of Mailing Lists to
Others; and Business Consultation for Others in Connection with
Advertising
U.S. Applicati
Registration | 1729220 ppleation | 45,07/1990
No. Date

http://estta.uspto.gov/com/receipt.jsp?iname=F4KX3R49MMM8-4679

7/20/2010
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Mark

Registration 3 Foreign
Date 11/03/1992 | Priority Date NONE
Word Mark  ASI QUARTERLY REGISTER
Design Mark
Description of
Mark  NONE
Class 016. First use: First Use: 1990/04/00 First Use In Commerce:
Goods/Services 1990/04/00 . . . .
printed directories comprising information about specialty advertising
companies
U.S. Application
Registration | 2102337 pp 07/24/1996
Date
No.
Registration Foreign
Date 09/30/1997 Priority Date NONE
Word Mark | ASI SECURE
Design Mark
Description of
Mark NONE
Class 042. First use: First Use: 1996/06/01 First Use In Commerce:
1996/08/01
Goods/Services | information services, namely, providing on-line information concerning
specialty advertising products, specialty advertising distributors, and
| specialty advertising suppliers via a global computer network
U.S. Application
Registration | 2160263 pp 03/14/1997
Date
No. -
Registration Foreign
Date 05/26/1998 Priority Date NONE
Word Mark | ASI CENTRAL
Design Mark
Description of NONE

Class 042. First use: First Use: 1996/07/00 First Use In Commerce:
1996/07/00

computer services, namely, providing an on-line bulletin board in the field

http://estta.uspto.gov/com/receipt.jsp?iname=F4KX3R49MMM8-4679

7/20/2010



-USPTO. ESTTA. Receipt Page 4 of 4

§ Goods/Services | real-time interaction with other computer users concerning the
% | promotional products industry, including scheduled discussions featuring

i H . . . .
% - prominent people in the promotional products industry

' of the promotion products industry and providing on-line facilities for

i NOTICE OF OPPOSITION - ASI APPAREL (77,785,870)
(M0836554).PDF ( 5 pages )(189308 bytes )

EXHIBIT A TO NOTICE OF OPPOSITION (M0836500).PDF ( 49
pages )(10199272 bytes )

1 EXHIBIT B TO NOTICE OF OPPOSITION (M0836501).PDF (7
pages )(229446 bytes )

EXHIBIT C TO NOTICE OF OPPOSITION (M0836502).PDF (5
pages )(170120 bytes )

| EXHIBIT D TO NOTICE OF OPPOSITION (M0836504).PDF (5

i pages )(156917 bytes )

EXHIBIT E TO NOTICE OF OPPOSITION (M0836507).PDF ( 5 pages )
(156846 bytes )

Attachments

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at
their address record by First Class Mail on this date.

Signature | /Roberta Jacobs-Meadway/

Name Roberta Jacobs-Meadway
Date 07/20/2010

Return to ESTTA home page Start another ESTTA filing

http://estta.uspto.gov/com/receipt.jsp?iname=F4K X3R49MMMS8-4679 7/20/2010
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United States Patént ahd Trademark Office

Receipt

Your submission has been received by the USPTO.
The content of your submission is listed below.
You may print a copy of this receipt for your records.

ESTTA Tracking number: ESTTA358954
Filing date: 07/21/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated
application.

Opposer Information

Name Advertising Specialty Institute, Inc.
Entity Corporation Citizenship | Pennsylvania
4800 Street Road
Address Trevose, PA 19053
UNITED STATES

Roberta Jacobs-Meadway

Eckert Seamans Cherin & Mellott

50 South 16th Street 22nd Floor

Philadelphia, PA 19102

UNITED STATES

rjacobsmeadway @eckertseamans.com, jhoynoski@eckertseamans.com,
jmeadway@eckertseamans.com Phone:215-851-8400

Attorney
information

Applicant Information

| Application No | 77785870 Publication | 4712010
Opposition 07/21/2010 Opposition 07/22/2010

Tttt //actta srcmtn cnvrlnnas fnanatmt 1amDianimn ~—DZDANYDTNATIING ALL2 Th1/Hn1Nn



USPTO. ESTTA. Receipt Page 2 of 4

Filing Date | Period Ends |

ASI Apparel, Inc.

1260 Airport Drive

Ball Ground, GA 30107
{ UNITED STATES

Applicant

Goods/Services Affected by Opposition

Class 025.
All goods and services in the class are opposed, namely: Clothing, namely, hats, shirts, pants,
socks and undergarments

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Avblicati

Registration | 1176093 ppleation 1 47/02/1979

Date

No.

Registration Foreign
Date 11/03/1981 Priority Date NONE

. Word Mark | ASI
Design Mark

Description of

Mark NONE

Class 016. First use: First Use: 1950/09/00 First Use In Commerce:
1950/09/00

Printed Material-Namely, Reports, Directories, Indices, Newsletters,
Magazines, Catalogues and Brochures

Goods/Services | Class 035. First use: First Use: 1950/09/00 First Use In Commerce:
1950/09/00

Preparing Specialty Advertising for Others; Rental of Mailing Lists to
Others; and Business Consultation for Others in Connection with

Advertising
U.S. Application
Registration | 1729220 Pl;)a : ! 05/07/1990
No. ¢ ‘

httn-//ectta nentn oav/camlreceint iecn?inama=R7DMTENTHNQ_A14K1 71010
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§
Registration | Foreign
Date 11/03/1992 § Priority Date NONE
Word Mark | ASI QUARTERLY REGISTER
Design Mark
Description of
Mark NONE
| Class 016. First use: First Use: 1990/04/00 First Use In Commerce:
Goods/Services 19.90/04/90 . . .
printed directories comprising information about specialty advertising
| companies
U.S. : Aoblicati
Registration | 2102337 pplication | 4754/1996
N , Date
o.
Registration Foreign
Date 09/30/1997 Priority Date NONE
Word Mark | ASI SECURE
Design Mark
Description of
Mark NONE
Class 042. First use: First Use: 1996/06/01 First Use In Commerce:
1996/08/01
Goods/Services | information services, namely, providing on-line information concerning
specialty advertising products, specialty advertising distributors, and
specialty advertising suppliers via a global computer network
U.S. Applicafi
Registration | 2160263 ppleation . 43/14/1997
No. Date
Registration Foreign
Date 05/26/1998 Priority Date NONE
Word Mark | ASI CENTRAL
Design Mark
Description of NONE

Mark

Class 042. First use: First Use: 1996/07/00 First Use In Commerce:
1996/07/00

computer services, namely, providing an on-line bulletin board in the field

httne//actta 1101t nxr/ane leanaing 10nPinama—DR 7DAYELNTLING A4£LX2
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- of the promotion products industry and providing on-line facilities for
eal-time interaction with other computer users concerning the
promotional products industry, including scheduled discussions featuring
| prominent people in the promotional products industry

NOTICE OF OPPOSITION - ASI APPAREL (77,785,870)
(M0836554).PDF (S pages )(189308 bytes )

EXHIBIT A TO NOTICE OF OPPOSITION (M0836500).PDF (49
pages )(10199272 bytes )

EXHIBIT B TO NOTICE OF OPPOSITION (M0836501).PDF (7
pages )(229446 bytes )

EXHIBIT C TO NOTICE OF OPPOSITION (M0836502).PDF ( 5
pages )(170120 bytes )

EXHIBIT D TO NOTICE OF OPPOSITION (M0836504).PDF (5
pages )(156917 bytes )

EXHIBIT E TO NOTICE OF OPPOSITION (M0836507).PDF ( 5 pages )
1 (156846 bytes )

Attachments

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at
their address record by First Class Mail on this date.

Signature /Roberta Jacobs-Meadway/

Name | Roberta Jacobs-Meadway
Date 07/20/2010

Return to ESTTA home page Start another ESTTA filing
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