Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA575396

Filing date: 12/09/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91195201

Party Plaintiff
The Smiley Company SPRL

Correspondence STEVEN L BARON

Address MANDELL MENKES LLC

ONE NORTH FRANKLIN ST, SUITE 3600

CHICAGO, IL 60606

UNITED STATES

sbaron@mandellmenkes.com, llavine@mandellmenkes.com,
nharris@mandellmenkes.com, mdavis@mandellmenkes.com,
jdiesem@mandellmenkes.com,tburner@mandellmen

Submission Other Motions/Papers

Filer's Name Steven L. Baron

Filer's e-mail sbaron@mandellmenkes.com, nharris@mandellmenkes.com,
bturner@mandellmenkes.com, emorris@mandellmenkes.com

Signature /sl Steven L. Baron

Date 12/09/2013

Attachments DGMM-#210775-v1-Response_to_November_ 13 2013 Order(USE

THIS).pdf(14107 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

The Smiley Company SPRL )
Opposer, ) Oppositiado. 91195201
)
V. )
)
HarveyBall Smile Limited, )
Applicant. )

)

THE SMILEY COMPANY SPRL’S
RESPONSE TO THE BOARD'SNOVEMBER 13, 2013 ORDER

Opposer The Smiley Company SPRL (“TSC”) hereby submits its response to the
Trademark Trial and Appeal Board’s (“Body November 13, 2013 ord€‘Order”) allowing
the parties 30 days to inform the Board & #tatus of the completion of the depositions upon
written questions as follows:
1. On or around October 18, 2012 TSC issued Notices of Testimonial Depositions On
Written Questions (“Testimonial Depositions”) fopdicant Harvey Ball Smile Limited (“Harvey
Ball”) Harvey Ball President Koji Yamashita (“Yamashita”) and related entity JASS
International President Isao Takahashi (“Takahashi”), bothaoin reside in Tokyo, Japan.
2. On or around November 23, 2012, the Board suspended these proceedings for completion
of the Testimonial Depositions.
3. Despite reasonable attempts, (0 ®as not able to secuttee voluntary attendance of
either witness to appear for thestimonial Deposition in Tokyo, Japan.
4. Accordingly, TSC began to investigate other options for procuring testimony from
Yamashita and Takahashi, including issuance IBéd. R. Civ. P. 30(b)(6) subpoena to Harvey
Ball and JASS International or pursuing the lettgatory procedure or The Hague Convention

letter of request procedure sest forth in TBMP §703.01(f)(3).



5. On May 3, 2013, TSC moved to consolidatiatex proceedings involving the same

parties and similar marks, namely, Opposition Nos. 91195201, 91185409, 91186653, 91196707,
91201490 and Cancellation No. 92052829 (the “Proceedings”).

6. TSC did not move forward witthe alternate procedurts obtaining testimony from
unwilling witnesses residing in foreign countriggnwilling Foreign Witness Procedures”)

while the Motion To Consolidate was pendin@gtmid duplicating effort and expense once the
Proceedings were consolidated.

7. However, on November 13, 2013 the Board denied TSC’s Motion To Consolidate,
eliminating the possibility that TSC may usstieony procured in this Opposition in connection
with the trial of the remaining Proceedings.

8. Accordingly, TSC is now prepared to sdbk testimony outlined in the Testimonial
Depositions using Unwilling Feign Witness Procedures.

9. TSC requests that the Board maintain the suspension of this proceeding for six months,
through and including, June 9, 2014 to allowCTi® obtain testimony using Unwilling Foreign

Witness Procedures.

THE SMILEY COMPANY SPRL

Dated: December 9, 2013 By: Steven L. Baron
One of their attorneys

Steven L. Baron
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1 N. Franklin St., Ste. 3600
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Tel: (312) 251-1000

Attorneys for Petitioners



CERTIFICATE OF SERVICE

The undersigned, an attorney, hereby certthas she caused to be served Opposer The
Smiley Company SPRL’s Response To Novemnit, 2013 Order via e-mail on December 9,
2013 upon:

Koji Yamashita

President, Harvey Ball Smile Ltd.
#832 Minamimeguroen Bldg 4-6-16
Kamiosaki Shinagawa-ku

Tokyo, Japan, 141-0021

E-mail: jassinter.inc-jp@dream.com

Isao Takahashi

Harvey Ball Smile Limited

832 Minamimeguroen Building 4-6
Kamiosaki, Shinagawa-ku

Tokyo, Japan 141-0021

E-mail: jassinter.inc-jp@dream.com

/s/ Steven L. Baron




