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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Vitamin World, Inc.
Entity Corporation Citizenship Delaware
Address 2100 Smithtown Avenue

Ronkonkoma, NY 11779
UNITED STATES

Attorney Scott B. Fisher

information Jaspan Schlesinger LLP

300 Garden City Plaza

Garden City, NY 11530

UNITED STATES

SFisher@jaspanllp.com Phone:516-746-8000

Applicant Information

Application No 77783632 Publication date 12/08/2009
Opposition Filing 01/07/2010 Opposition 01/07/2010
Date Period Ends

Applicant EcoNugenics, Inc.

2208 Northpoint Parkway
Santa Rosa, CA 95407
UNITED STATES

Goods/Services Affected by Opposition

Class 005.
All goods and services in the class are opposed, namely: Dietary supplements

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2021954 Application Date 10/25/1995

No.

Registration Date | 12/10/1996 Foreign Priority NONE
Date

Word Mark PROSTA-METTO

Design Mark

Description of NONE

Mark



http://estta.uspto.gov

Goods/Services Class 005. First use: First Use: 1980/04/00 First Use In Commerce: 1980/04/00
dietary food supplement in liquid, powder, and/or solid form

U.S. Registration | 1657118 Application Date 04/30/1990

No.

Registration Date | 09/17/1991 Foreign Priority NONE
Date

Word Mark PROSTA-GUARD

Design Mark

Description of NONE

Mark

Goods/Services Class 005. First use: First Use: 1990/04/02 First Use In Commerce: 1990/04/02
dietary food supplements

Attachments NBTYVitaminWorldEcoNugenicsNotofOpp(010710).pdf ( 11 pages )(188023
bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /SBF/
Name Scott B. Fisher
Date 01/07/2010




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application

Applicant : EcoNugenics, Inc.
Serial No. :  77/783,632

Filed . July 17, 2009

Mark . PROSTACAID

Int'l Class : 005

For . Dietary supplements

Published : December 8, 2009

Viamin Word, e, ’

Opposer,

VS, Opposition No.:

EcoNugenics, Inc.,

Applicant.

- — x'
Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451
NOTICE OF OPPOSITION

Opposer, Vitamin World, Inc. (“Vitamin World” or “Opposer”), is a Delaware
corporation with a place of business located at 2100 Smithtown Avenue, Ronkonkoma,
New York 11779.

Vitamin World believes that it will be damaged by the registration of PROSTACAID,
covering “Dietary supplements” in International Class 005 (the “PROSTACAID Mark” or

"Applicant’s Mark"), by applicant, EcoNugenics, Inc., a California corporation with a place




of business located at 2208 Northpoint Parkway, Santa Rosa, California 95407
("Applicant”), and hereby opposes the same.

As grounds in support for this opposition, Vitamin World alieges the following:

1. Vitamin World, by duly recorded assignment, is the owner of all right, title,
and interest in United States Trademark Registration No. 2,021,954, registered December
10, 1996, on the Principal Register for the trademark PROSTA-METTO (the “PROSTA-
METTO Mark"), for “Dietary food supplement in liquid, powder, and/or solid form” in
Internationat Ciass 005. Affidavits under Sections 8, 9 and 15 of the Trademark Act (15
U.S.C. § 1065) were filed, accepted, acknowledged, and renewed by the United States
Patent and Trademark Office (“PTO"). Furthermore, the PROSTA-METTO Mark has
acquired distinctiveness as a result of its continuous and exclusive use since at least April,
1980. Therefore, Vitamin World’s right to use the PROSTA-METTO Mark on said goods is
incontestable. (See Exhibit “A”).

2. Vitamin World, by assignment, is the owner of all right, titie, and interest in
United States Trademark Registration No. 1,657 118, registered September 17, 1991, on
the Principal Register for the trademark PROSTA-GUARD (the “PROSTA-GUARD Mark”),
for “Dietary food supplements” in International Class 005. Affidavits under Sections 8, 9
and 15 of the Trademark Act (15 U.S.C. § 1065) were filed, accepted, acknowledged, and
renewed by the PTO. Furthermore, the PROSTA-GUARD Mark has acquired
distinctiveness as a result of its continuous and exclusive use since at least April 2, 1990,
Therefore, Vitamin World's right to use the PROSTA-GUARD Mark on said goods is

incontestable. (See Exhibit “B").



3. Vitamin World and its affiliates manufacture and market in the United States,
and beyond, dietary food supplements, dietary supplements to support prostate health, and
other similar goods, products and services under the famous and well-known marks,
PROSTA-GUARD and PROSTA-METTO (collectively referred to as the “Vitamin World
Marks™).

4, Vitamin World has been actively expanding its use of the Vitamin World
Marks. Through such extensive and continuous use, Vitamin World has acquired
significant and valuable interest in the Vitamin World Marks. This interest will be injured by
Applicant’s use of the PROSTACAID Mark, which is substantially similar to the valuable
Vitamin World Marks and confusingly similar in appearance, sound, connotation, and
commercial impression to the valuable Vitamin World Marks.

5. Vitamin World and its predecessors in interest have continuously used the
distinctive PROSTA-METTO Mark since at least as early as April 1980 and the distinctive
PROSTA-GUARD Mark since at least as early as April 2, 1990, substantially longer than
when Applicant filed its intent to use application for the proposed PROSTACAID Mark.

8. Vitamin World and its affiliates have been actively using the Vitamin World
Marks. Through such extensive and continuous use, Vitamin World and its affiliates have
acquired significant and valuable interest in the Vitamin World Marks and the goods,
products and services offered thereunder. These interests will be injured by Applicant’s
use of the PROSTACAID Mark, which is confusingly, substantially similar in appearance,

sound, connotation, and commercial impression to Vitamin World's valuable Vitamin World

Marks.




7. Vitamin World has expended considerable time, money and effort in
advertising and promoting the Vitamin World Marks, and the goods, products and services
sold under the marks, and in developing substantial and exclusive goodwill and reputation
in connection with the Vitamin World Marks, and the goods, products and services with
which the Vitamin World Marks are used.

8. As aresult of these expenditures, combined with substantial sales of quality
goods under the Vitamin World Marks, the relevant consuming public has come to
recognize the Vitamin World Marks as favorably distinguishing Vitamin World's goods,
products and services from those of others.

9. Vitamin World has clear priority with respect to the use and registration of the
Vitamin World Marks, or any mark confusingly similar thereto, in connection with dietary
food supplements, nutritional supplements, supplements marketed to support prostate
health, and other similar goods, products and services.

10.  The dominant portion of Applicant's PROSTACAID Mark is confusingly
similar in appearance, sound, spelling, connotation and commercial impression to the
dominant portion of the Vitamin World Marks.

11.  Applicant seeks to register a mark that is confusingly similar to the Vitamin
World Marks, and will be used in connection with goods, products and services which are
substantially similar to those goods, products and services sold under the Vitamin World
Marks.

12.  Applicant’'s goods, products and services that are or may be sold under its

FROSTACAID Mark are or will be offered through the same or similar channels of trade




and to the same or similar class of consumers as Vitamin World’s goods, products and
services.

13.  Applicant's use and registration of the PROSTACAID Mark will cause Vitamin
World and/or its affiliates injury because such use is likely to cause confusion or mistake,
or both, by wrongly leading consumers to believe that Vitamin World and/or its affiliates
provide, or somehow are associated with Applicant's goods, products and services.

14.  These consumers, upon purchasing, using or otherwise receiving Applicant’s
goods, products and services bearing the PROSTACAID Mark are likely to be confused
and deceived, and are likely to believe in the existence of some association between the
Applicant or Applicant’s goods, products and services and Vitamin World, all to the injury of
the Vitamin World Marks.

15.  Applicant's use and registration of the PROSTACAID Mark will dilute the
distinctive quality of and diminish or detract from the prior rights firmly established by
Vitamin World in and to the Vitamin World Marks.

16.  Please charge any additional fees to Deposit Account No. 501,844 and direct

all correspondence in connection with this opposition to the undersigned.




WHEREFORE, refusal of the registration applied for by Application Serial No.
77/783,632 is respectfully submitted to be in order and is hereby requested.

Dated: January 7, 2010
Garden City, New York
Respectfully submitted,

Vitﬁin World, Inc.
By: /4 ﬁ/

Scott B. Fisher

Jaspan Schlesinger LLP

300 Garden City Plaza
Garden City, New York 11530
Tel. (516) 746-8000

Fax (516) 393-8282

Attorneys for Opposer
Vitamin World, Inc.




CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing NOTICE OF OPPOSITION was served
on applicant, EcoNugenics, Inc., identified as the owner of record in the Trademark
Applications and Registrations Retrieval system ("TARR”), by mailing a copy thereof, via
First Class Mail, in a properly addressed, postage prepaid wrapper, addressed to
EcoNugenics, Inc., 2208 Northpoint Parkway, Santa Rosa, California 95407, and on
counsel for applicant, identified in the TARR system, by mailing a copy thereof, via First
Class Mail, in a properly addressed, postage prepaid wrapper, addressed to Brandon D.

Smith, Esq., Scherer Smith & Kenny, LLP, 140 Geary Street, 7" Floor, San Francisco,

/%/,

Scoftt B. Fisher

California 94108, on January 7, 2010.

D884507/F55517
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Typed Drawing

Word Mark PROSTA-METTO

Goods and Services |IC 005 US 006 018 044 048 051 052. G & S: dietary food supplement in liquid, powder, and/or solfid form. FIRST USE:
16800400. FIRST USE IN COMMERCE; 19800400

Mark Drawing Code (1) TYPED DRAWING
Serial Number 75010294

Filing Date Cctober 25, 1995
Current Filing Basis 1A

Original Filing Basis 1A

Published for
Opposition

Registration Nurnber 2021954
Registration Date December 10, 1996

Owner (REGISTRANT) NUTRITION WAREHOQUSE, INC. CORPORATION NEW YORK 106 East Jericho Turnpike Mineola NEW
YORK 11501

September 17, 1996

{LAST LISTED OWNER)] Vitamin World, Inc. CORPORATION DELAWARE 90 ORVILLE DRIVE BOHEMIA NEW YORK

11716
Assignment
Reccf'rded ASSIGNMENT RECORDED
Attorney of Record LEE GROSSKREUZ HECHTEL
Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8{10-YR) 20080928,
Renewal 1ST RENEWAL 20090828

Live/Dead Indicator LIVE
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Typed Drawing

Word Mark PROSTA-GUARD

Goods and Services [C 005. US 006 018 044 046 051 052. G & S: dietary food supplements. FIRST USE: 19900402, FIRST USE IN
COMMERCE: 19900402

Mark Drawing Code (1) TYPED DRAWING
Serial Number 74054421

Filing Date April 30, 1990
Current Filing Basis 1A

Original Filing Basis 1A

Published for
Opposition

Registration Number 1657118
Registration Date September 17, 1991

Owner (REGISTRANT) AMERICAN HEALTH PLUS CORP. CORPORATION NEW JERSEY 15 Dexter Plaza Pearl River
NEW YORK 10965

December 25, 1990

(LAST LISTED OWNER) UNITED VITAMIN MANUFACTURING CORP. CORPORATION Assignee of NEW YORK 90
ORVILLE DR. BOHEMIA NEW YORK 11716

Q:i'g’;’::m ASSIGNMENT RECORDED

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20010930.
Renewal 1ST RENEWAL 20010930

Live/Dead Indicator LIVE
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