Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA323815

Filing date: 12/23/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name La Prairie, Inc.
Granted to Date 01/06/2010
of previous
extension
Address 680 Fifth Avenue
New York, NY 10019
UNITED STATES
Attorney Martin P. Michael
information Sonnenschein Nath & Rosenthal LLP

P. O. Box 061080, Wacker Drive Station - Willis Tower

Chicago, IL 60606-1080

UNITED STATES
ttab@sonnenschein.com,trademarks@sonnenschein.com,rmaitland@sonnensc
hein.com,mmichael@sonnenschein.com Phone:212-768-6700

Applicant Information

Application No 77716871 Publication date 09/08/2009
Opposition Filing 12/23/2009 Opposition 01/06/2010
Date Period Ends

Applicant LAM, TONY

150 HAMAKUA DR. PMB 417
KAILUA, HI 96734
UNITED STATES

Goods/Services Affected by Opposition

Class 003.

All goods and services in the class are opposed, namely: Cosmetic creams for skin care

Grounds for Opposition

Deceptiveness

Trademark Act section 2(a)

False suggestion of a connection

Trademark Act section 2(a)

Dilution

Trademark Act section 43(c)

Other

Likelihood of confusion - Trademark Act section
2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2577801 Application Date 11/09/2000
No.
Registration Date | 06/11/2002 Foreign Priority NONE



http://estta.uspto.gov

Date

Word Mark SKIN CAVIAR
Design Mark
Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 1987/00/00 First Use In Commerce: 1987/00/00
skin care products, namely, gels that firm and tone the skin

U.S. Registration | 2577799 Application Date 11/09/2000

No.

Registration Date | 06/11/2002 Foreign Priority NONE
Date

Word Mark ESSENCE OF SKIN CAVIAR

Design Mark

ESSENCE OF SKIN CAVIAR

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 1989/00/00 First Use In Commerce: 1989/00/00
skin care products, namely, gel that firms and tones the skin in the eye area

U.S. Registration | 2577800 Application Date 11/09/2000

No.

Registration Date | 06/11/2002 Foreign Priority NONE
Date

Word Mark EXTRAIT OF SKIN CAVIAR

Design Mark

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
skin care products, namely, gels that firm and tone the skin

U.S. Registration | 1150741 Application Date 05/17/1978

No.

Registration Date | 04/14/1981 Foreign Priority NONE
Date

Word Mark LA PRAIRIE

Design Mark

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 1977/12/15 First Use In Commerce: 1977/12/15

Topical Cellular Based Cosmetics-Namely, Day Cream, Night Cream, Anti-
Wrinkle Cream, Mask, Beauty Milk, Cellular Body Treatment Cream and Cellular
Neck Treatment Cream




U.S. Registration | 1257311 Application Date 07/06/1982

No.

Registration Date | 11/15/1983 Foreign Priority NONE
Date

Word Mark LA PRAIRIE

Design Mark

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 1981/02/00 First Use In Commerce: 1981/02/00

Topical Cellular Based Cosmetics-Namely, Day Cream, Night Cream, Anti-
Wrinkle Cream, Mask, Beauty Milk, Cellular Body Treatment Cream and Cellular
Neck Treatment Cream

U.S. Registration | 1665540 Application Date 03/02/1990

No.

Registration Date | 11/19/1991 Foreign Priority NONE
Date

Word Mark LA PRAIRIE

Design Mark

Description of NONE

Mark

Goods/Services

Class 042. First use: First Use: 1990/11/00 First Use In Commerce: 1990/11/00
beauty salon services

U.S. Registration | 2089187 Application Date 08/09/1996

No.

Registration Date | 08/19/1997 Foreign Priority NONE
Date

Word Mark LA PRAIRIE

Design Mark

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 1977/12/15 First Use In Commerce: 1977/12/15

skin care treatment products, namely, day cream, night cream, anti-wrinkle
cream, facial masks, body treatment cream, neck cream, skin cream, facial
toner lotion, anti-blemish lotion, eye cleanser, facial cleanser, exfoliator,
moisturizers for the eyes, hands, body and face, and skin lightener; cosmetics,
namely, compact foundation, foundation makeup, cream foundation, loose and
pressed facial powder, blush, eye shadow, mascara, eyebrow pencil, concealer,
eye pencil, lip pencil, lipstick, and lip balm; suncare products, namely, suntan
cream and self-tanning lotions; and fragrance products, namely, perfume, eau




de cologne, eau de toilette, fragranced body moisturizer and fragranced skin
soap

Class 021. First use: First Use: 1990/01/01 First Use In Commerce: 1990/01/01
cosmetic and eyebrow brushes

U.S. Registration | 3697981 Application Date 11/17/2008

No.

Registration Date | 10/20/2009 Foreign Priority NONE
Date

Word Mark LA PRAIRIE

Design Mark

Description of NONE

Mark

Goods/Services

Class 044. First use: First Use: 1990/11/00 First Use In Commerce: 1990/11/00

Beauty spa services, nhamely, providing massage, facial and body treatment
services, cosmetic body care services

U.S. Registration | 1334997 Application Date 07/06/1982

No.

Registration Date | 05/14/1985 Foreign Priority NONE
Date

Word Mark LA PRAIRIE SWITZERLAND

Design Mark

la

Ine

SWITZERLAND

Description of
Mark

NONE

Goods/Services

Class 003. First use: First Use: 1978/01/00 First Use In Commerce: 1978/01/00

Topical Cellular Based Cosmetics-Namely, Day Cream, Night Cream, Anti-
Wrinkle Cream, Mask, Beauty Milk, Cellular Body Treatment Cream and Cellular
Neck Treatment Cream

U.S. Registration
No.

3643174 Application Date 11/25/2008




Registration Date

06/23/2009 Foreign Priority NONE
Date

Word Mark

LA PRAIRIE SWITZERLAND

Design Mark

la prairie

SWITZERLAND

Description of
Mark

The mark consists of stylized lettering of the words "LA PRAIRIE
SWITZERLAND".

Goods/Services

Class 003. First use: First Use: 1977/12/15 First Use In Commerce: 1977/12/15

Skin care treatment products, namely, day cream, night cream, anti-wrinkle
cream, facial masks, body treatment cream, neck cream, skin cream, facial
toner lotion, anti-blemish lotion, eye cleanser, facial cleanser, exfoliator,
moisturizers for the eyes, hands, body and face, and skin lightener; cosmetics,
namely, compact foundation, foundation makeup, cream foundation, loose and
pressed facial powder, blush, eye shadow, mascara, eyebrow pencil, concealer,
eye pencil, lip pencil, lipstick, and lip balm; suncare products, namely, suntan
cream and self-tanning lotions

Class 021. First use: First Use: 1990/01/01 First Use In Commerce: 1990/01/01
Cosmetic and eyebrow brushes

U.S. Registration | 3643181 Application Date 11/25/2008

No.

Registration Date | 06/23/2009 Foreign Priority NONE
Date

Word Mark LA PRAIRIE SWITZERLAND

Design Mark

I AT, A

Description of
Mark

The mark consists of a circle containing a multi-room building with trees and
bushes in the foreground and the words "LA PRAIRIE SWITZERLAND" beneath
the trees and bushes.

Goods/Services

Class 003. First use: First Use: 1977/12/15 First Use In Commerce: 1977/12/15

Skin care treatment products, namely, day cream, night cream, anti-wrinkle
cream, facial masks, body treatment cream, neck cream, skin cream, facial
toner lotion, anti-blemish lotion, eye cleanser, facial cleanser, exfoliator,
moisturizers for the eyes, hands, body and face, and skin lightener; cosmetics,
namely, compact foundation, foundation makeup, cream foundation, loose and
pressed facial powder, blush, eye shadow, mascara, eyebrow pencil, concealer,
eye pencil, lip pencil, lipstick, and lip balm; suncare products, namely, suntan
cream and self-tanning lotions




Class 021. First use: First Use: 1990/01/01 First Use In Commerce: 1990/01/01
Cosmetic and eyebrow brushes
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Martin P. Michael/
Name Martin P. Michael
Date 12/23/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application:

Serial No.: 77-716871

Filing Date:  April 18, 2009
Applicant: Tony Lam
Trademark: L LA CAVIAR USA
Class: International Class 3
Published: September 8, 2009

LA PRAIRIE, INC. ;
Opposer, ;
v. ; Opposition No.
TONY LAM g
Applicant. g
)
NOTICE OF OPPOSITION

La Prairie, Inc. (“Opposer™), a corporation organized and existing under the laws of the
State of New Jersey, located and doing business at 680 Fifth Avenue, New York, New York
10019, believes it will be damaged by registration of the mark described in the above-referenced
application and hereby opposes said application.

As grounds of opposition, Opposer alleges that:

1. By the application herein opposed (the “Opposed Application™), Applicant seeks
to register the mark “L LA CAVIAR USA” (the “Opposed Mark”) for “cosmetics creams for
skin care” in International Class 3 (the “Opposed Products™). The filing date of the Opposed
Application is April 18, 2009. The Opposed Application is based on an intent-to-use the

Opposed Mark in the future, not actual past use of the Opposed Mark.

]



2. Opposer markets and sells cosmetics and skin care products under the marks
SKIN CAVIAR and LA PRAIRIE.

3 Opposer is the owner of the SKIN CAVIAR and LA PRAIRIE trademarks for
cosmetics and skin care products and the goodwill of the business associated therewith.

4. Opposer has continuously and exclusively used (i) the SKIN CAVIAR mark in
commerce in connection with skin care products since at least as early as 1987 and (ii) the LA
PRAIRIE mark in connection with skin care products since as early as 1977.

B Since long prior to the filing date of the Opposed Application, Opposer has used
(i) the LA PRAIRIE marks in commerce in connection with cosmetics and skin care products
and (ii) the SKIN CAVIAR marks in commerce in connection with skin care products..

6. Opposer is the owner of the following valid and subsisting registrations on the

Principal Register of the Patent and Trademark Office for its “SKIN CAVIAR” and “L.A

PRAIRIE” marks:

TRADEMARK REG. NO. REG. DATE GOODS
SKIN CAVIAR 2,577,801 June 11, 2002 skin care products namely, gels that firm and tone the skin
ESSENCE OF 2,577,799 June 11, 2002 skin care products namely, gels that firm and tone the skin
SKIN CAVIAR
EXTRAIT OF 2,577,800 June 11, 2002 skin care products namely, gels that firm and tone the skin
SKIN CAVIAR
TRADEMARK REG. NO. REG. DATE GOODS
LA PRAIRIE 1,150,741 Apr. 14, 1981 topical cellular based cosmetics - namely, day cream, night
cream, anti-wrinkle cream, mask, beauty milk, cellular body
treatment cream and cellular neck treatment cream
LA PRAIRIE 1257311 Nov. 15, 1983 topical cellular based cosmetics - namely, day cream, night
and Design cream, anti-wrinkle cream, mask, beauty milk, cellular body
treatment cream and cellular neck treatment cream
LA PRAIRIE 1,665,540 Nov. 19, 1991] beauty salon services



LA PRAIRIE 2,089,187

LA PRAIRIE 3,697,981

LA PRAIRIE 1,334,997
SWITZERLAND
(Stylized)

LA PRAIRIE 3,643,174
SWITZERLAND
(Stylized)

LA PRAIRIE 3,643,181
SWITZERLAND
and Design

Aug. 19,1997

Oct. 10, 2009

May 14, 1985

June 23, 2009

June 23, 2009

skin care treatment products, namely, day cream, night cream,
anti-wrinkle cream, facial masks, body treatment cream, neck
cream, skin cream, facial toner lotion, anti-blemish lotion, eye
cleanser, facial cleanser, exfoliator, moisturizers for the eyes,
hands, body and face, and skin lightener; cosmetics, namely,
compact foundation, foundation makeup, cream foundation,
loose and pressed facial powder, blush, eye shadow, mascara,
eyebrow pencil, concealer, eye pencil, lip pencil, lipstick, and lip
balm; suncare products namely, suntan cream and self-tanning
lotions; and fragrance products, namely, perfume, eau de
cologne, eau de toilette, fragranced body moisturizer and
fragranced skin soap; cosmetic and eyebrow brushes

Beauty spa services, namely, providing massage, facial and body
treatment services, cosmetic body care services

Topical cellular based cosmetics - namely, day cream, night
cream, anti-wrinkle cream, mask, beauty milk, cellular body
treatment cream and cellular neck treat cream

Skin care treatment products, namely, day cream, night
cream, anti-wrinkle cream, facial masks, body treatment
cream, neck cream, skin cream, facial toner lotion, anti-
blemish lotion, eye cleanser, facial cleanser, exfoliator,
moisturizers for the eyes, hands, body and face, and skin
lightener; cosmetics, namely, compact foundation, foundation
makeup, cream foundation, loose and pressed facial powder,
blush, eye shadow, mascara, eyebrow pencil, concealer, eye
pencil, lip pencil, lipstick, and lip balm; suncare products,
namely, suntan cream and self-tanning lotions

Cosmetic and eyebrow brushes

Skin care treatment products, namely, day cream, night
cream, anti-wrinkle cream, facial masks, body treatment
cream, neck cream, skin cream, facial toner lotion, anti-
blemish lotion, eye cleanser, facial cleanser, exfoliator,
moisturizers for the eyes, hands, body and face, and skin
lightener; cosmetics, namely, compact foundation, foundation
makeup, cream foundation, loose and pressed facial powder,
blush, eye shadow, mascara, eyebrow pencil, concealer, eye
pencil, lip pencil, lipstick, and lip balm; suncare products,
namely, suntan cream and self-tanning lotions

Cosmetic and eyebrow brushes

7. Each of said registrations is prima facie evidence of the validity of the registered

mark and of the registration thereof, of Opposer’s ownership of the registered mark, and of

Opposer’s exclusive right to use the mark in commerce in connection with the goods specified in

the registration. Sections 7 and 33 of the Lanham Act (15 U.S.C. §§ 1057 & 1115). All of the

registrations including the term CAVIAR and all but the three registrations for LA PRAIRIE that

.



issued in 2009 have become incontestable under Section 15 of the Lanham Act, (15 U.S.C. §
1065) and therefore are conclusive evidence of the validity of the registered mark and of the
registration of the mark, of the Opposer’s ownership of the mark, and of Opposer’s exclusive
right to use the registered mark in commerce on or in connection with the goods specified in the
registration.

8. By virtue of the “SKIN CAVIAR” registrations listed above and Opposer’s
extensive and continuous use and promotion of its SKIN CAVIAR marks, CAVIAR has become
distinctive of and closely associated in the public mind with Opposer’s skin care products.

9. As set forth above, Opposer’s SKIN CAVIAR and LA PRAIRIE marks and
registrations have priority over the Opposed Application.

10.  The Opposed Products are identical or closely related to goods in connection with
which the Opposer has used and uses its SKIN CAVIAR and LA PRAIRIE marks and the goods
specified in Opposer’s registrations for such marks.

11.  Opposer’s SKIN CAVIAR and LA PRAIRIE marks are strong and famous
trademarks and have been strong and famous trademarks since long prior to the filing date of the

Opposed Application.

12.  Sales of Opposer’s products bearing the SKIN CAVIAR and LA PRAIRIE marks
in the United States have totaled tens of millions of dollars. Opposer has spent and continues to
spend substantial sums of money in advertising and promoting its products bearing the SKIN

CAVIAR and LA PRAIRIE marks.

13. By reason of Opposer’s extensive, long continued and widely promoted sale,
promotion and advertising of products bearing Opposer’s SKIN CAVIAR and LA PRAIRIE
marks and due to the high quality of such products, valuable goodwill has been established in

Opposer’s SKIN CAVIAR and LA PRAIRIE marks and an enviable reputation has been
sl =



established for products sold under and distinguished by Opposer’s SKIN CAVIAR and LA
PRAIRIE trademarks. Members of both the trade and the public recognize and understand that
products bearing the SKIN CAVIAR or LA PRAIRIE marks are the high quality products of

Opposer.

14. By including material elements of both of Opposer’s famous marks: namely LA
and CAVIAR, the Opposed Mark creates confusion with Opposer’s SKIN CAVIAR and LA
PRAIRIE marks, which confusion is compounded by the fact that Opposer’s products bearing
the SKIN CAVIAR mark also bear the LA PRAIRIE mark in close proximity thereto.

15.  If Applicant were permitted to use or register the Opposed Mark for the Opposed
Products, it would cause damage and injury to Opposer’s business reputation and would injure
and impair Opposer’s rights in its SKIN CAVIAR and LA PRAIRIE marks and registrations
because said use or registration is likely to cause confusion, or to cause mistake or to deceive by
creating the erroneous impression that the Applicant’s products originate with Opposer or from
the same source as Opposer’s products, or that Applicant’s products are authorized, licensed or

endorsed by, or are connected in some way with Opposer or its products.

16.  Applicant’s use and registration of the Opposed Mark would further damage
Opposer because such use and registration dilutes the distinctive quality of Opposer’s famous

SKIN CAVIAR and LA PRAIRIE marks.

T, If Applicant were granted the registration applied for, it would thereby obtain, at
least, the prima facie exclusive right to use the Opposed Mark on the Opposed Products. Such
registration would thus be a source of damage and injury to Opposer and would be inconsistent
with Opposer’s rights in its SKIN CAVIAR and LA PRAIRIE marks and the registrations

therefor.



WHEREFORE, Opposer prays that the opposition be sustained, that application
Serial No. 77-716871 be rejected and that the registration of the Opposed Mark be refused and

denied.

SONNENSCHEIN NATH & ROSENTHAL LLP

Dated: December 23, 2009 By: /s/ /Martin P. Michael/

Martin P. Michael

Rebecca Hughes Parker

P. O. Box 061080

Wacker Drive Station

Willis Tower

Chicago, Illinois 60606-1080
Tel: (212) 768-6700

Fax: (212) 768-6800

E-mail: ttab@sonnenschein.com
Attorneys for Opposer



CERTIFICATE OF SERVICE

I, Martin P. Michael, attorney for Opposer, do hereby certify that a true and
correct copy of the foregoing NOTICE OF OPPOSITION was served upon:
TONY LAM
150 HAMAKUA DR., PMB 417
KAILUA, HI 96734-2825
(Applicant)

via first class mail, postage prepaid, and depositing same with the United States Postal Service

on this 23" day of December, 2009.

/s/ /Martin P. Michael/
Martin P. Michael

Filed with the TTAB via
ESTTA on December 23, 2009



