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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Max Rohr, Inc.

Granted to Date 11/18/2009

of previous

extension

Address 300 Delaware Ave Suite 1267

Wilmington, DE 19801
UNITED STATES

Correspondence Monique L. Ribando
information Attorney of Record

Dewey & LeBoeuf LLP

1301 Avenue of the Americas
New York, NY 10019
UNITED STATES
ptodocket@dl.com

Applicant Information

Application No 77661925 Publication date 07/21/2009
Opposition Filing 11/18/2009 Opposition 11/18/2009
Date Period Ends
International NONE International NONE
Registration No. Registration Date
Applicant CAMINO VIEJO DE SIMANCAS DE CASTILLA Y LEON, S.L.
Avda. Jose Luis Arrese, 10-8
Valladolid, 47014
SPAIN

Goods/Services Affected by Opposition

Class 034.

All goods and services in the class are opposed, namely: Ashtrays for smokers; Cigar and cigarette
boxes; Cigar cases; Cigar cutters; Cigar holders; Cigarette cases; Cigarette filters; Cigarette paper;
Cigarette tubes; Cigarettes; Cigars; Lighters for smokers; Matches; Pocket apparatus for rolling
cigarettes; Smoking pipes; Tobacco; Tobacco tins

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2005803 Application Date 06/27/1995
No.



http://estta.uspto.gov

Mark

Registration Date | 10/08/1996 Foreign Priority 05/25/1995
Date

Word Mark VEGAFINA

Design Mark

Description of NONE

Goods/Services

Class 034. First use:

[ tobacco, ] cigars [, cigarettes; cigarette cases, holders and lighters not of
precious metal and matches |

U.S. Application 77808778 Application Date 08/20/2009

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark VF

Design Mark

Description of
Mark

The mark consists of the letters "VF" surrounded by a circular leaf design, inside
several circles.

Goods/Services Class 034. First use: First Use: 1999/04/01 First Use In Commerce: 1999/04/01
Cigars
Attachments 77808778#TMSN.jpeg ( 1 page )( bytes)

DO03BO01!.pdf ( 4 pages )(17360 bytes )

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

Certificate of Service

record by First Class Mail on this date.

Signature

/Monique L. Ribando/

Name

Monique L. Ribando

Date

11/18/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Max Rohr,Inc. )
) Opposition No.:
Opposer )
)
V. )
)
Camino Viejo de Simancas de Castilla
Y Leon,S.L. )
)
Applicant. )

)

NOTICE OF OPPOSITON

In the matter of U.S. Trademark ApplicatiSerial No. 77/661,925 for registration of the
mark “VEGA TORO VT & Design” (hereinafteeferred to as the 925 Application”) in
International Class 34 by Camnai Viejo de Simancas de Gidla Y Leon, S.L. (hereinafter
referred to as “Applicant”), which applicatiovas published in the Official Gazette on July 21,
2009, Max Rohr, Inc. (hereinafter referred td'ldsx Rohr” or the “Opposer”) believes it will
be damaged by registration of the '9®pplication and hereby opposes same.

As grounds for the opposition, Max Rohr alleges as follows:

COUNT | — LIKELIHOOD OF CONFUSION UNDER 15 U.S.C. 881114 and 1125(a)

1. Opposer and its predecessors have tlse&/ EGAFINA and VF & Design marks

for cigars in the United Statesice at least as early as 1999.

2. As a result of Opposer’s long use adensive sales, Opposer’s VEGAFINA and
VF & Design marks are well known and recognizéthin the tobacco industry and by the
general public as a mark indicating tobacco, cigars, cigarettes; cigarette cases, holders and

lighters originating with Opposer.



3. On October 8, 1996, Opposer obtaine® . Registration No. 2,005,803 (the 803
Registration”) for its mark VEGAFINA in conneoti with “tobacco, cigars, cigarettes; cigarette
cases, holders and lighters not of precious haetch matches” in Inteational Class 34, under
Section 44(e) of the Trademark Act. Opposex lneld a valid and incontestable registration for

more than eight years.

4. In early 1999, Opposer began using the&/Besign mark, which is the subject
of U.S. Application No. 77/808,778, in connectioithacigars sold under the VEGAFINA mark.
Specifically, the VF & Design is used as a swahll cigars sold under the VEGAFINA mark, as

well as in advertising and packaging for Opposer’'s VEGAFINA cigars.

5. On February 3, 2009, Applicant filed the '925 Application for the mark VEGA
TORO VT & Design in connection with “ashtmyjor smokers; cigar and cigarette boxes; cigar
cases; cigar cutters; cigar holders; cigarette cases; cigarette filters; ciggetieigarette
tubes; cigarettes; cigars; lighters for smokers; matches; pocket apparatus for rolling cigarettes;
smoking pipes; tobacco; tobacco tins” in ntaional Class 34, under Section 44(e) of the

Trademark Act.

6. Applicant’s proposed mark VEGA TORO VT & Design, as depicted in its '925
Application is very similar to Opposer’'s VEGANA and VF & Design marks in sight, sound
and meaning, rendering Applicant’s propogeark confusingly similar to Opposer’s
VEGAFINA and VF & Design marks. Whepaken, Applicant’s '925 mark sounds very similar

to Opposer’s mark.

7. The design element of Applicant’s '92%plication is very similar to Opposer’s
design mark depicted in the '778 Application, whinark is used in connection with cigars sold

under Opposer's VEGAFINA mark.



8. The goods intended to be sold by Applicant under the mark VEGA TORO VT &
Design are very closely related and travel in identical channels of trade, namely cigars,

cigarettes, cigarette casdighters, and holders.

9. Applicant’s prospective use and regaion of the mark VEGA TORO VT &
Design in connection with tobacco, cigars, cigasttigarette cases, holders and lighters not of
precious metal and matches in hmi@ional Class 34 is likely toause confusion with Opposer’s

VEGAFINA mark as used by Opposer in connection with cigars.

10.  The design accompanying the '925 Application does not change or affect the
confusing similarity of Applicant's VEGAORO VT & Design mark and Opposer’s
VEGAFINA mark. Rather, the continued use by Ompax the design mark that is the subject
of the "778 Application in corection with Opposer’'s VEGAFINA mark is likely to add to any

likelihood of confusion caused by any uséApiplicant's VEGA TORO VT & Design mark.

11. Opposer believes and alleges that Applisamark, when applied to the goods set
forth in the '925 Application, is likely to caasonfusion or mistake, or to deceive, and will
deceive or mislead the trade and purchasing publieneral into belsng that Applicant’s
VEGA TORO VT & Design cigars, cigarettesdarelated smokers’ artees and products are
manufactured by Opposer, that Applicant is licensed or controlled by Opposer, that Applicant is
a division or subsidiary of, or is in some wa&jated to Opposer, or that Applicant’s goods are

sponsored, licensed, approvadendorsed by Opposer.

12.  Any problems or complaints concerning Applicant’s goods sold under its
proposed VEGA TORO VT & Design mark are likely to reflect adversely upon Opposer and are
likely to seriously injure the reputation andoglwill of the VEGAFINA mark that has been used

by Opposer in connection with its crgdor more than ten (10) years.



COUNT Il — DILUTION UNDER 15 U.S.C. § 1125(c)

13. Opposer repeats and reallegbe allegations set forih paragraphs 1-12 hereof

as if fully set forth herein.

14. Opposer's VEGAFINA mark as usedéommerce is famous among the general

public and the trade.
15. Opposer's VEGAFINA mark is inherently distinctive.

16. By virtue of its filing the subject application, upon information and belief,
Applicant intends to use the mark VEGA TOROD & Design in U.S. commerce in connection
with ashtrays for smokers; cigar and cigaretteglspxigar cases; cigar cutters; cigar holders;
cigarette cases; cigarette filters; cigarette paper; cigarette tubes; cigarg#es;lighters for

smokers; matches; pocket apparatus for rolling cigarettes; smoking pipes; tobacco; tobacco tins.

17.  The date of filing of Applicant’s application is long after the date on which

Opposer’'s VEGAFINA mark became famous.

18. Applicant’s use of the mark VEGA TORO VT & Design in connection with
cigars, cigarettes and related smokers’ articles and pochuldkely to dilute the distinctive

quality of Opposer’'s VEGAFINA mark for cigars.

19. Based on the foregoing, Opposer will be irreparably damaged by registration of
Applicant’s identical infringing and diluting mark VEGA TORO VT & Design on the Principal

Register of the United States Trademark Offaethe goods recited in the ‘925 Application.

WHEREFORE, Opposer prays that said Applicen Serial No. 77/661,925 for the mark
VEGA TORO VT & Design in International Class 34 be refygbkdt no registration be issued

thereon to Applicant, and that this opipios be sustained in favor of Opposer.



