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Yong Oh (Richard) Kim, Interlocutory Attorney: 
 

 On May 25, 2012, the Board held a telephone conference to 

hear argument and rule on applicant’s motion for protective 

order (filed May 21, 2012) and opposer’s cross-motion for 

sanctions (filed May 24, 2012).  Michael J. Pampalone III, 

Esq., appeared on behalf of opposer and Yuval H. Marcus, Esq., 

appeared on behalf of applicant.  The motions are contested. 

These motions stem from a series of events that occurred 

after the Board’s order of May 1, 2012, wherein the parties 

were ordered to produce their respective witnesses for 

depositions to be held no later than May 31, 2012, failing 

which the nonproducing party may be subject to a motion for 

sanctions.  Pursuant to this order, the parties agreed that 

applicant would depose opposer’s witness, i.e., Heather 

Tierney, on May 11, 2012, and that opposer would depose 
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applicant’s witness, i.e., Albert Trummer, on May 22, 2012.  

Applicant deposed Ms. Tierney as scheduled on May 11, 2012. 

On May 21, 2012, applicant’s counsel informed opposer’s 

counsel that Mr. Trummer sustained a head injury on May 18, 

2012, and that the treating doctor prescribed bed rest until 

May 23, 2012.1  In view thereof, applicant’s counsel offered 

for opposer to take Mr. Trummer’s deposition at Mr. Trummer’s 

home or, alternatively, to adjourn the deposition until May 24 

or 25, 2012.  Applicant’s counsel provided opposer’s counsel 

with purported “proof” of the incident and emergency room 

report via email that day.  However, based on his own 

investigation, opposer’s counsel relayed his suspicions that 

applicant was unavailable for the scheduled deposition because 

he was in Germany making a presentation.  Applicant then filed 

a motion for protective order later that evening. 

On May 24, 2012, applicant’s counsel confirmed via email 

that applicant had traveled to Germany on May 20, 2012, to make 

a presentation at a conference and had returned on May 23, 

2012, and would be available for deposition on May 25, 30 and 

31.  Later that day, opposer’s counsel filed its response to 

applicant’s motion for protective order and filed a cross-

motion for sanctions. 

Decision 

                     
1  Alleged proof of said incident and hospitalization was provided to 
opposer’s counsel. 
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The Board turns first to the opposer’s motion for 

sanctions under Trademark Rule 2.120(g)(1).  The remedy of 

sanctions is available to the moving party where the non-moving 

party fails to comply with a Board order relating to the 

discovery sought.  See Trademark Rule 2.120(g)(1).  The Board, 

in its order of May 1, 2012, ordered the parties to produce 

their respective witnesses for depositions to be held no later 

than May 31, 2012.  While applicant did not attend his 

deposition scheduled for May 22, 2012, applicant’s counsel did 

offer to produce applicant for a deposition to be held on or 

prior to the May 31, 2012, deadline.  However, opposer declined 

based on the circumstances and representations made by 

applicant’s counsel concerning applicant’s inability to attend 

the originally scheduled deposition. 

As noted during the hearing, a party is not relieved of 

its discovery obligations, including its duty to cooperate, 

where an adverse party may have wrongfully failed to fulfill 

its own obligations.  See Miss America Pageant v. Petite 

Productions, Inc., 17 USPQ2d 1067 (TTAB 1990), citing Fed. R. 

Civ. P. 26(d) and Giant Food, Inc. v. Standard Terry Mills, 

Inc., 231 USPQ 626 (TTAB 1986).  Thus, while it is 

understandable why opposer has chosen to focus on the alleged 

fraudulent representations of applicant concerning his 

inability to attend the previously scheduled deposition, it 

does not excuse opposer from working with applicant to take the 
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deposition it seeks.  Since applicant has offered alternative 

dates for opposer to take his deposition up to May 31, 2012, 

opposer cannot refuse to cooperate with applicant in taking 

said deposition and then turn around and seek sanctions for 

applicant’s failure to abide by the Board’s order when opposer 

has contributed to the very failure for which it seeks 

sanctions.  Further, since time remains for applicant to 

fulfill his Board ordered discovery obligation, opposer’s 

cross-motion for sanctions is premature and unwarranted at this 

stage of the proceedings. 

Accordingly, opposer’s cross-motion for sanctions is 

DENIED without prejudice.  Opposer is free to renew its motion 

for sanctions should applicant fail to produce himself for a 

deposition by May 31, 2012.  As noted during the hearing, 

applicant will endeavor to accommodate all reasonable requests 

made by opposer in scheduling and ultimately taking the 

deposition of applicant.  As the parties’ counsel have agreed 

to cooperate in good faith to complete this outstanding 

deposition, applicant’s motion for a protective order is MOOT 

and will be given no further consideration. 

Dates remain as set in the Board’s order of May 1, 2012. 

* * * 


