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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Inverness Medical Switzerland GmbH,
Opposer, Opposition No.
91190546
.
Application S.N.
Neal, Lincoln, 77/575515
Applicant.

OPPOSER’S MOTION FOR LEAVE TO AMEND NOTICE OF OPPOSITION

Pursuant to Fed. R. Civ. P. 15(a) and TBMP § 507, Opposer Inverness Medical
Switzerland GmbH hereby moves the Board for leave to amend its Notice of Opposition to add a
mere descriptiveness claim under Trademark Act Section 2(a), and a claim that Applicant lacks a
bona fide intent to use the BALANCE mark in commerce under Trademark Act Section 1(b).

Although a responsive pleading has been served by Applicant, the discovery conference
has not occurred, and no discovery has been taken by either party. Justice will be served by
entry of the proposed First Amended Notice of Opposition (filed with this motion), and entry

thereof will not be prejudicial to Applicant’s rights.
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WHEREFORE, Opposer respectfully requests that the Board grant this motion for leave

to amend its Notice of Opposition.
Respectfully submitted,

Inverness Medical Switzerland
GmbH

ﬁﬁua ? éis

Foley Hoag LLP

155 Seaport Boulevard

Boston, MA 02210
Dated: July 29, 2009 (617) 832-1000
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of Opposer’s Motion for Leave to Amend Notice of
Opposition was served upon Applicant Neal, Lincoln at 220 Battlefield Rd., Cookeville, TN
38506 by First Class Mail this date of July 29, 2009.
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Jostua S Yalis
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Inverness Medical Switzerland GmbH,
Opposer, Opposition No.
91190546
v. -
Application S.N.
Neal, Lincoln, 77/575515
Applicant.

FIRST AMENDED NOTICE OF OPPOSITION

Inverness Medical Switzerland GmbH, (hereinafter “Opposer”), a Swiss limited liability
company with offices at Bahnhofstrasse 28, Zug, Switzerland CH-6300, believes that it will be
damaged by registration of the mark BALANCE, wﬁich mark is the subject of Application Serial
No. 77/575515, owned by Neal, Lincoln (hereinafter “Applicant”). The application was

published for Opposition in the Official Gazette of February 10, 2009.
The grounds for this opposition are as follows:

1. Applicant seeks to register the mark BALANCE for “Personal deodorants” in

International Class 003.

2. The opposed Application was filed on September 22, 2008 based upon an alleged

intent to use the mark in commerce.

3. Opposer is the owner of United States Trademark Application Serial No.
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79/045267 for the mark BALANCE ACTIV for “Pharmaceutical preparations and sanitary
preparations, namely, vaginal gel for the maintenance of vaginal pH and for deodorant purposes”
in International Class 005, which was filed on October 5, 2007. This application is based on

International Registration No. 0941060, with a Section 67 priority claim of July 3, 2007.

4, Printouts from the USPTO TARR, TESS, and Assignment databases for

Opposer’s Application Serial No. 79/045267 are attached to this Notice of Opposition.

5. Opposer has promoted and advertised the BALANCE ACTIV mark in connection

with the goods specified in Paragraph 3, supra.

6. The mark that Applicant seeks to register, BALANCE, is confusingly similar to

Opposer’s BALANCE ACTIV mark.

7. The goods set forth in Applicant’s Application Serial No. 77/575515 are similar

and/or related to the goods specified in Opposer’s Application Serial No. 79/045267.

8. Applicant’s use of the mark BALANCE for the goods identified in Application
Serial No. 77/575515 is likely to cause confusion, nﬁistake or deception as to the source of
Applicant’s goods, all to Opposer’s damage. Furthermore, customers or potential customers are
likely to believe that Applicant’s goods are sponsored or approved by or aftiliated with Opposer
when that is not the case. Any dissatisfaction with Applicant’s goods will reflect upon and

damage the goodwill and reputation embodied in Opposer’s BALANCE ACTIV mark.
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0. The mark that Applicant seeks to register, BALANCE, is merely descriptive of

the goods specified in Application Serial No. 77/575515, namely, “Personal deodorants.”

10.  On information and belief, Applicant lacks bona fide, good faith intent to use the

BALANCE mark in commerce.

11.  If Applicant is granted the registration herein opposed, it would thereby obtain a
prima facie exclusive right to use of the mark BALANCE, which would be a further source of

damage to Opposer.

WHEREFORE, Opposer believes that it will be damaged by registration of said mark and
prays that this Opposition be sustained, that Application Serial No. 77/575515 be rejected, and

that the mark applied for therein be refused registration.

Respectfully submitted,

Inverness Medical Switzerland GmbH

CJ_o’shua §.érvis

Foley Hoag LLP

155 Seaport Boulevard

Boston, MA 02210 .
Dated: July 29, 2009 (617) 832-1000
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the First Amended Notice of Opposition and
corresponding USPTO TARR, TESS, and Assignment database printouts were served upon
Applicant Neal, Lincoln at 220 Battlefield Rd., Cookeville, TN 38506 by First Class Mail this
date of July 29, 2009.
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(4) STANDARD CHARACTER MARK
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Latest Status Info
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2009-07-29 12:51:17 ET

Serial Number: 79045267 Assignment Information Trademark Document Retrieval

Registration Number: (NOT AVAILABLE)

Mark

BALANCE AC

(words only): BALANCE ACTIV

Standard Character claim: Yes

Current Status: An opposition is now pending at the Trademark Trial and Appeal Board.

Date of Status: 2009-01-02

Filing Date: 2007-10-05

Transformed into a National Application: No
Registration Date: (DATE NOT AVAILABLE)
Register: Principal

Law Office Assigned: LAW OFFICE 101

Attorney Assigned:
MAKHDOOM SAIMA

Current Location: 650 -Publication And Issue Section

Date In Location: 2008-07-28

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=79045267

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Inverness Medical Switzertand GmbH

Address:

Inverness Medical Switzerland GmbH
Bahnhofstrasse 28 CH-6300 Zug

Switzerland

Legal Entity Type: GmbH

State or Country Where Organized: Switzerland
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Latest Status Info http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=79045267

GOODS AND/OR SERVICES

International Class: 005

Class Status: Active

Pharmaceutical preparations and sanitary preparations, namely, vaginal gel for the maintenance of vaginal pH and
for deodorant purposes

Basis: 66(a)

First Use Date: (DATE NOT AVAILABLE)

First Use in Commerce Date: (DATE NOT AVAILABLE)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

MADRID PROTOCOL INFORMATION

International Registration Number: 0941060

International Registration Date: 2007-10-05

Priority Claimed: Yes

Date of Section 67 Priority Claim: 2007-07-03

International Registration Status: Request For Extension Of Protection Processed
Date of International Registration Status: 2007-11-15

International Registration Renewal Date: 2017-10-05

Notification of Designation Date: 2007-11-15

Date of Automatic Protection: 2009-05-15 .

Date International Registration Cancelled: (DATE NOT AVAILABLE) .
First Refusal: Yes

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval"
shown near the top of this page.

2009-02-05 - Refusal Processed By IB

2009-01-12 - Attorney Revoked And/Or Appointed
2009-01-12 - TEAS Revoke/Appoint Attorney Received
2009-01-02 - Opposition instituted for Proceeding
2009-01-01 - Opposition Notice (Ib Refusal) Sent To IB
2009-01-01 - Opposition Notice (Ib Refusal) Created
2008-10-01 - Extension Of Time To Oppose Received
2008-09-02 - Pliblished for opposition

2008-08-13 - Notice of publication

2008-07-28 - Law Office Publication Review Completed
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Latest Status Info http://tarr.uspto.gov/servlet/tarr7regser=serial&entry=79045267

2008-07-28 - Assigned To LIE

2008-07-26 - Approved for Pub - Principal Register (Initial exam)
2008-07-25 - Attorney Review Completed

2008-07-21 - Limitation Of Goods/Services From 1B Entered
2008-07-03 - Limitation Of Goods Received From IB

2008-06-12 - TEAS Change Of Correspondence Received
2008-06-12 - Teas/Email Correspondence Entered

2008-06-12 - Communication received from applicant
2008-06-12 - TEAS Response to Office Action Received
2008-06-12 - Limitation Of Goods/Services From IB Entered
2008-06-05 - Limitation Of Goods Received From 1B

2008-02-28 - Refusal Processed By 1B

2008-01-22 - Non-Final Action Mailed - Refusal Sent To IB
2008-01-22 - Refusal Processed By MPU

2008-01-19 - Non-Final Action (Ib Refusal) Prepared For Review
2008-01-18 - Non-Final Action Written

2008-01-14 - Assigned To Examiner

2007-11-16 - New Application Entered In Tram

2007-11-15 - Sn Assigned For Sect 66a Appl From IB

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record
Charles E. Weinstein, Esq.

Correspondent

Joshua S. Jarvis

Foley Hoag LLP

155 Seaport Bivd.

Boston, MA 02210

Phone Number: 617-832-1238
Fax Number: 617-832-7000

Domestic Representative
Charles E. Weinstein, Esq.
Phone Number: 617-832-1238
Fax Number: 617-832-7000
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Inverness Medical Switzerland GmbH,
Opposer, Opposition No.
91190546
v.
Application S.N.
Neal, Lincoln, 77/575515
Applicant.

OPPOSER’S MOTION FOR LEAVE TQO AMEND NOTICE OF OPPOSITION

Pursuant to Fed. R. Civ. P. 15(a) and TBMP § 507, Opposer Inverness Medical
Switzerland GmbH hereby moves the Board for leave to amend its Notice of Opposition to add a
mere descriptiveness claim under Trademark Act Section 2(a), and a claim that Applicant lacks a
bona fide intent to use the BALANCE mark in commerce under Trademark Act Section 1(b).

Although a responsive pleading has been served by Applicant, the discovery conference
has not occurred, and no discovery has been taken by either party. Justice will be served by
entry of the proposed First Amended Notice of Opposition (filed with this motion), and entry

thereof will not be prejudicial to Applicant’s rights.
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WHEREFORE, Opposer respectfully requests that the Board grant this motion for leave

to amend its Notice of Opposition.

Dated: July 29, 2009

B3638809.1

Respectfully submitted,

Inverness Medical Switzerland
GmbH

Joshua S. Jarvis

Foley Hoag LLP

155 Seaport Boulevard
Boston, MA 02210
(617) 832-1000




CERTIFICATE OF SERVICE

I hereby certify that a true copy of Opposer’s Motion for Leave to Amend Notice of
Opposition was served upon Applicant’s counsel of record:

Ronald E. Andermann

Cardinal Law Group

1603 Orrington Ave., 20th Floor
Evanston, IL 60201

by First Class Mail this date of June 16, 2009.

Joshua S. Jarvis
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