Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA285993

Filing date: 05/27/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Vega Trading Co., Inc.
Granted to Date 05/27/2009
of previous
extension
Address 71 West 23rd Street
New York, NY 10010
UNITED STATES
Attorney Ashley B. Roberts
information Kramer Levin Naftalis & Frankel LLP

1177 Avenue of the Americas

New York, NY 10036

UNITED STATES

KLtrademark@kramerlevin.com Phone:212-715-9468

Applicant Information

Application No 79054641 Publication date 01/27/2009
Opposition Filing 05/27/2009 Opposition 05/27/2009
Date Period Ends

International 0966504 International 04/25/2008
Registration No. Registration Date

Applicant

H-W-K Besitzgesellschaft mbH & Co. KG
Postfach 25 83539 Pfaffing

GERMANY

Goods/Services Affected by Opposition

Class 029.

All goods and services in the class are opposed, namely: Cheese

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 3085118 Application Date 04/25/2005

No.

Registration Date | 04/25/2006 Foreign Priority NONE
Date

Word Mark

CONSUL



http://estta.uspto.gov

Design Mark

Description of NONE

CONSUL

Goods/Services Class 029. First use: First Use: 1950/00/00 First Use In Commerce: 1950/00/00
Canned fish; canned seafood; canned fruits; canned vegetables; pickles

U.S. Registration | 2040047 Application Date 11/01/1995

No.

Registration Date | 02/25/1997 Foreign Priority NONE

Date

Word Mark CONSUL

Design Mark

Description of NONE

Mark

Goods/Services Class 030. First use: First Use: 1995/02/00 First Use In Commerce: 1995/02/00
spices

Attachments 78616300#TMSN.jpeg ( 1 page )( bytes)

CONSUL.PDF ( 4 pages )(114635 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Ashley B. Roberts/
Name Ashley B. Roberts
Date 05/27/2009




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 79/054,641

Mark : CONSUL

International Class : 29

Applicant : H-W-K Besitzgesellschaft mbH & Co. KG
Filed : April 25, 2008

Published : January 27, 2009

-=- --=- - - X
Vega Trading Co., Inc. ‘
Opposer,
V. Opposition No.
H-W-K Besitzgesellschaft mbH & Co. KG

Applicant.

NOTICE OF OPPOSITION

Vega Trading Co., Inc. a corporation organized under the laws of the State of

New York, located and doing business at 71 West 23" Street, New York, New York 10010
(hereinafier “Opposer”) believes that it would be damaged by a grant of a registration to H-W-K
Besitzgesellschaft mbH & Co. KG located at Postfach 25, 83539 Pfaffing, Germany (hereinafier
“Applicant”™), Applicant for Application Serial No. 79/054,641 for the mark CONSUL filed in
International Class 29 on April 25, 2008 and published for opposition on January 27, 2009
(hereinafter the “Application™), and hereby opposes said Application. A request for extension of
time to oppose the Application has been filed by Opposer and granted by the Board, providing

Opposer until May 27, 2009 to file this Notice of Opposition.
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The grounds for opposition are:

1. Opposer is the owner of Federal Registration No. 3,085,118 for the mark
CONSUL issued April 25, 2006 for canned fish; canned seafood,; canned fruits; canned
vegetables; pickles in International Class 29. This Registration claims a date of first use at least
as early as 1950 and a date of first use in commerce at least as early as 1950. A copy of this
registration is submitted herewith.

2. Opposer is the owner of Federal Registration No. 2,040,047 for the mark
CONSUL issued February 25, 1997 for spices in International Class 30. This Registration
claims a date of first use at least as early as February 1995 and a date of first use in commerce at
least as early as February 1995. A copy of this registration is submitted herewith.

3. Opposer’s CONSUL mark has been in continuous use on a variety of food
products for more than fifty (30} years.

4. As a result of its long term use and the high quality of Opposer’s products,
consumers have come to recognize Opposer as the source of CONSUL food products, and
Opposer’s CONSUL mark has acquired enormous value and good will.

5. The Application seeks registration of the mark CONSUL for cheese in

International Class 29,

6. The term CONSUL covered by the Application is identical to Opposer’s
CONSUL mark.
7. There is a strong likelihood that consumers viewing the mark CONSUL in

respect of cheese are likely to believe that such goods derive from the same source as the goods
sold under Opposer’s CONSUL mark, or are affiliated, connected, associated, sponsored,

approved or authorized by Opposer, whereby registration of the CONSUL mark to Applicant
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would seriously damage Opposer in that it would be likely to cause confusion, deception or
mistake among consumers and dilute the distinctiveness of Opposer’s CONSUL mark.

WHEREFORE, Opposer prays that this opposition be sustained and that
Application Serial No. 79/054,641 for the mark CONSUL be refused registration.

This Notice is being filed electronically with the TTAB, and is being served on
Applicant, through its attorney of record, at the correspondence address of record with the PTO.
Proof of Service is attached hereto. Fees in the amount of $300 (8300 per each class covered by
the application) are authorized to cover the requisite filing fee. Please charge any additional fees
and/or credit any overpayments to Deposit Account No. 50-0540.

Please direct all communications regarding this Opposition proceeding to
Opposer’s counsel at the address shown below.

KRAMER LEVIN NAFTALIS & FRANKEL LLP
Attorneys for Opposer
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Date: -5 /&7 iﬁ”i By: &23/5”‘% Dy, jed @WQ&
' Erica D. Klein, qu.
Ashley B. Roberts, Esq.
1177 Avenue of the Americas
New York, New York 10036
(212) 715-9205 (telephone)
(212) 715-8000 (fax)
KL Trademark{@kramerlevin.com
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CERTIFICATE OF SERVICE

1 hereby certify that on May 27, 2009, I caused one true and correct copy of the foregoing
NOTICE OF OPPOSITION to be served by first class mail upon Applicant H-W-K
Besitzgesellschaft mbH & Co. KG by causing a true and correct copy thereof to be deposited in
the United States mail, postage prepaid, addressed to Applicant’s attorney of record, at the

correspondence address of record with the PTO as follows:

Kurt L. Grossman, Esq.

Wood, Herron & Evans, L.L.P.
2700 Carew Tower

Cincinnati, OH 45202
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Ashley B/Roberts, Esq
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