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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

QUANTUM CORPORATION, Opposition No. 91190262

Opposer,
VERIMATRIX, INC.,
Applicant.

In the Matter of Trademark Application
Serial No. 77/603,346

Filed: October 29,2008

by Verimatrix, Inc.

for the mark QUANTUMID

)
)
)
)
)
)
)
)
)
)
)
)
)
in Class 9 )
)

CONSENT MOTION TO REOPEN OPPOSITION
(UNDER RULE 60)

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
PO Box 1451

Alexandria, VA 22313-1451

Dear Sirs:

Opposer Quantum Corporation (“Opposer”) filed Opposition No. 91190262 against
Applicant Verimatrix, Inc.’s (“Applicant”) trademark application for QUANTUMID, Serial No.
77/603,346, on May 18, 2009 (“Applicant’s Application™).

Opposer and Applicant reached a agreement of co-existence (“Trademark Agreement™)
that was executed by Applicant on July 27, 2009 and by Opposer on September 25, 2009.
Attached as “Exhibit 1” is attorney for Opposer’s letter to Applicant’s counsel dated October 13,
2009 forwarding a fully executed Trademark Agreement in the opposition matter to Applicant’s

counsel.
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On September 8, 2009, the Trademark Trial and Appeal Board (“TTAB”) sent a Notice
of Default to Applicant because an answer had not been filed (see “Exhibit 2””). Applicant did
not file an answer because of the executed Trademark Agreement of July 27, 2009. There was
confusion with regard to the timing of the dismissal of this opposition, which was inadvertent,
which resulted in action by the Board to Order that Applicant’s application be withdrawn.
Applicant’s counsel and Opposer’s counsel jointly herein, request that the opposition be
reopened and the trademark application for QUANTUMID, Serial No. 77/603,346, be revived.
Applicant’s counsel authorizes that any government filing fee for this Motion and/or
revival of the application be deducted from Procopio Cory Hargreaves & Savitch LLP’s Deposit
Account No: 502075 5217.
Respectfully submitted,
Procopio Cory Hargreaves & Savitch LLP

et
By:

Kathleen A. Pasulka

Attorneys for Applicant, Verimatrix, Inc.
530 B Street, Suite 2100

San Diego, CA 92101

Telephone:  (619) 525-3827
Facsimile: (619) 235-0398

Attorney Docket: 111792-2

Baker & Hostetler LLP

By: W —

Mark H. Tidman

Attorneys for Opposer, Quantum Corporation
Washington Square, Suite 1100

1050 Connecticut Avenue, N.W.
Washington, DC 20036-5304
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EXHIBIT 1



TRADEMARK AGREEMENT

This Agreement is hereby entered by and between Quantum Corporation (*“Quantum™), a
company organized under the laws of the State of Delaware with a business address at 1650
Technology Drive, Suite 700, San Jose, CA 95110, and Verimatrix, Inc. (“Verimatrix”), a
corporation organized under the laws of California, with & business address at 6825 Flanders
Drive, San Diego, CA 92121;

WHEREAS, Quantum is the owner of multiple names and marks containing the word
“QUANTUM,” which matks have been registered with the U.S. Patent and Trademark Office
and worldwide, and used extensively in connection with computer hardware, data storage and
replication media devices and systems, software for use in connection with data storage
replication devices and systems, and goods and services related thereto; and

WHEREAS, Verimatrix has filed Application No. 77/603,346 to register the trademark
“QUANTUMID” in connection with “computer software for authentication of users on a
computer network (the “Verimatrix Goods™);

WHEREAS, Quantum and Verimatrix wish to memorialize their agreement to co-exist in
the marketplace and worldwide regarding their respective uses of “QUANTUM™;

Accordingly, IT IS HEREBY AGREED by and between the parties as follows:

L. Verimatrix recognizes and acknowledges Quantum’s ownership of, and rights in,
the mark QUANTUM as wsed in connection with computer hardware data storage and
replication media, devices and systems, software for use in connection with data storage and
replication devices and systems, and goods and services related thereto, namely, the following:
computers, computer hardware; computer peripherals; computer media; computer software;
computer CD ROMs; computer floppy disks, computer memory devices; digital data storage
devices and systems, hard disk drives; solid state disk drives; miniature fixed disk drives;
magnetic tape drives; data transfer products for tape drives; magnetic tapes; computer storage
disks; magnetic tape cartridges; magnetic tape libraries; magneto-optical data storage devices;
autoloaders; robotic loading/uploading devices; recording heads, in International Class 9; printed
materials, journals, operating manuals, user guides, pamphlets and brochures about, for use with,
and directed o computers; computer hardware; computer peripherals; computer media; computer
software; computer CD ROMs; computer floppy disks; computer memory devices; digital data
storage devices and systems; hard disk drives; solid state disk drives; miniature fixed disk drives;
magnetic tape drives; data transfer products for tape drives; magnetic tapes; computer storage
disks; magnetic tape cartridges; magnetic tape libraries; magneto-optical data storage devices;
autoloaders; robotic loading/uploading devices; recording heads, in International Class 16;
installation, maintenance and repair of computers; computer hardware; computer peripherals;
computer software; computer media; computer memory devices; digital data storage devices and
systems; hard disk drives; solid state disk drives; miniature fixed disk drives; magnetic tape
drives; data transfer products for tape drives; magnetic tapes; computer storage disks; magnetic
tape cartridges; magnetic tape libraries; magneto-optical data storage devices; autoloaders;
robotic loading/uploading devices; recording heads, in Interpational Class 37, custom
manufacture of computers; computer hardware; computer peripherals; computer software;



computer media; computer memory devices; digital data storage devices and systems; hard disk
drives; solid state disk drives; miniature fixed disk drives; magnetic tape drives; data transfer
products for tape drives; magnetic tapes; computer storage disks; magnetic tape cartridges;
magnetic tape libraries; magneto-optical data storage devices; autoloaders; robotic
loading/uploading devices; recording heads, in International Class 40; computer services,
namely, development fo the order and specification of others of computers; computer hardware;
computer peripherals; computer sofivware; computer media; computer memory devices; digital
data storage devices and systems; hard disk drives; solid state disk drives; miniature fixed disk
drives; magnetic tape drives; data transfer products for tape drives; magnetic tapes; computer
storage disks; magnetic tape cartridges; magnetic tape libraries; magneto-optical data storage
devices; autoloaders; robotic loading/uploading devices; recording heads; troubleshooting of
computer hardware; computer peripherels; computer software; computer media; computer
memory devices; digital data storage devices and systems; hard disk drives; solid state disk
drives; miniature fixed disk drives; magnetic tape drives; data transfer products for tape drives;
magnetic tapes; computer storage disks; magnetic tape cartridges; magnetic tape libraries;
magneto-optical data storage devices; autoloaders; robotic loading/uploading devices; recording
heads; providing a web site via a global computer network featuring information in the fields of
selection, use, and operation of computer hardware; computer peripherals; computer software;

. computer media; computer memory devices; digital data storage devices and systems; hard disk

drives; solid state disk drives; miniature fixed disk drives; magnetic tape drives; daia transfer
products for tape drives; magnetic tapes; computer storage disks; magnetic tape cartridges;
magnetic tape libraries; magneto-optical data storage devices; autoloaders; robotic
Ioading/uploading devices; recording heads, in International Class 42” (the “Quantum Goods and
Services”), and Verimatrix agrees never to challenge Quantum’s ownership and rights in the
mark QUANTUM in connection with the aforementioned goods and services.

2. Verimatrix shall strictly limit its use and or registration of the mark
QUANTUMID in Class 9 to The Verimatrix Goods.

3. Verimatrix shall refrain from using or secking to register anywhere in the wotld,
any mark other than QUANTUMID encompassing the term “QUANTUM” or any term
confusingly similar.

4, So long as Verimatrix is in compliance with this Agreement, Quantum will refrain
from challenging Verimatrix’s use or validity of such mark.

5. The Parties agree to cooperate and to take such reasonable steps as may be
mutually agreeable for the purpose of avoiding likelihood of confusion. Should the parties
become aware of any actual confusion among the purchasing public as a result of the use of their
respective marks, they shall cooperate and take reasonable measures to prevent further
confusion.

6. This Agreement represents the full and complete agreement reached by the parties
with respect to the subject matter herein. This Agreement shall be construed as if the parties have
Jointly prepared it and any uncertainty or ambiguity shall not be interpreted against any one
party.




7. Each Party shall, without further consideration, execute any and all additional
documents and take such further action as maybe requested to effect the terms of this Agreement.

IN WITNESS WHEREOF, the parties have executed and have acknowledged the
Agreement on the dates given below.

QUANTUM CORPORATION
By: /L
Date: Ql?_b’ Cﬁ Is:  § Up; C{MMJ-( G_‘Jvu.k,.l'

VERIMATRIX, INC.

e 121 |8 _( M
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EXHIBIT 2



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.0O. Box 1451

Alexandria, VA 22313-1451

MT
Mailed: October 23, 2009
Opposition No. 91190262
Quantum Corporation
V.

Verimatrix, Inc.

On September 8, 2009, the Board sent a notice of default to
applicant because n¢ answer had been filed.

The reccord shows no response thereto.

Accerdingly, judgment by default is hereby entered against
applicant, the opposition is sustained, and registration to
applicant is refused. See Fed. R. Civ. P. 55, and Trademark Rule

2.106(a) .

By the Trademark Trial
and Appeal Board



CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of the foregoing
CONSENT MOTION TO REOPEN OPPOSITION is being mailed on December 22, 2009, first-

class, postage prepaid, to attorneys for Opposer, Quantum Corporation, as follows:

Mark H. Tidman

Baker & Hostetler LLP
Washington Square, Suite 1100
1050 Connecticut Avenue, N.W.
Washjngton DC 20036-5304

Dated: December 22, 2009 B a4 / ﬁﬂ{’

Geena L. Jackson
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