Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA364617

Filing date: 08/23/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91190175

Party Plaintiff
100 Blacks in Law Enforcement Who Care, Inc.; and 100 Blacks Who Care, Inc.

Correspondence Noel Leader

Address 100 Blacks in Law Enforcement Who Care
593 Venderbilt Avenue Suite 133
Brooklyn, NY 11238

UNITED STATES
nleader@100blacksinlawenforcement.org

Submission Brief on Metrits for Plaintiff

Filer's Name Noel Leader

Filer's e-mail m7a7a7t@aol.com

Signature /Noel Leader/

Date 08/23/2010

Attachments 100_Blacks_Trademark Brief.pdf ( 8 pages )(154378 bytes )

Opposers Exhibit A.PDF ( 2 pages )(111012 bytes )
Opposers Exhibit B & C.PDF ( 3 pages )(4062021 bytes )
Opposers Exhibit D.PDF ( 3 pages )(203096 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In the matter of Application Number 77626835 @XE HUNDRED BLACKS IN LAW
ENFORCEMENT WHO CARE Published on April 14, 2009

100 BLACKS IN LAW ENFORCEMENT
WHO CARE, INC. AND 100 BLACKS WHO
CARE, INC., Opposition No. 91190175

Opposers,
V.
MARQUEZ CLAXTON AND 100 BLACKS

IN LAW ENCORCEMENT WHO CARE, an
unincorporated association,

Applicant.

Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3514
BOX TTAB/ FEE

OPPOSERS’ 30-DAY TRIAL BRIEF ON MERITS AND LAW

1. Opposers 100 Blacks in Law EnforcementdoM®are ("hereafter referred to as
Opposers or 100 BILEWC"), by pro se, submits tbllowing brief upon the merits and law in
support of 100 BILEWC 30-Day Trial in oppositionAgplicants’ move for trademark entitled,
“100 Blacks in Law Enforcement Who Care.”

2. Upon the attached affidavits of dld_eader, Vernon Wells, Joel Ottley and ClIiff
Hollingsworth, all being founders of Opposéi®0 BILEWC,” sworn to on June 23, 2009, and

the attached exhibits, and upon all proceedings in this case to date, the Opposers 100 BLACKS



IN LAW ENFORCEMENT WHDO CARE now moves theINITED STATES TRADEMARK
TRIAL AND APPEAL BOARD , for an Order pursuant to FedeRules of Civil Procedure,

granting relief to the Opposers in dissing Applicant’'s apptiation for trademark.

STATEMENT OF FACTS

3. On November 17, 2008, Opposers 100 BILEWC, by and through founding
member Noel Leader, received Opposers’ gediNYS Service Mark (#520721), granting 100
BILEWC exclusive rights to the name “100a8ks in Law Enforcement Who Care.” In fact,
Applicant Marquez Claxton had full knowleglgof Opposers receiving and possessing the
attached certified New York State Servidark under our domain name “100 Blacks in Law
Enforcement Who Care,5ee [Exhibit A] Since the creation obur organization (100
BILEWC), we continue to be in constantgsession of all organitianal property includingbut
not limited tg the name 100 BILEWC, phone number (718) 455-9059, post office box 593
Vanderbilt Avenue, web-address 100blacksiwénforcement.org, and checking accolSte
Exhibit B]. To date Applicants has not set forth any opposition or contested our certified service
mark via the rules and regulation of the isshiéfW YORK STATE DEPARTMENT OF
STATE CERTIFICATE OF SERVICE MARK REGISTRATION as a matter of law.

4, By animusintentions,the Applicants has knowingly and erroneously filed for
Opposers’ legally owned seéce mark, by and through tRéNITED STATES PATENT AND
TRADEMARK OFFICE , falsely claiming and using our identical domain name "100 Blacks in
Law Enforcement Who Care,” within our NeWork State jurisdiction of use. If the
Applicants are granted thisattemark, it will not only infring@n Opposers rights granted by the

Special Deputy Secretary of New York State, buwill also be tle cause of great public



confusion as to who legally reggents and is fiduciary resporisilfor the Mark 100 BILEWC.
It is for the reasons herein thaé request the Applicants’ ap@ioon be immediately denied as a

matter of law

CONTROVERSY BETWEEN PARTIES

5. On or about December of &) Applicant MARQUEZ CLAXTON presented a
trademark application before the Board o€ tbinited States Patent and Trademark Office
[hereafter USPTO]in Opposers’ name 100 BILEWC, Ispite of the fact that Applicant
MARQUEZ CLAXTON was sent seval certified notices informing him that “his unlawful use
and infringement of our service mark isvimlation of our rights under the Lanham Act, 15
U.S.C. 1114 et. seq[See Exhibit D].

6. Although Applicant Marquez Claxtondco-defendants have not obtained a federal
or state trademark or service mark, they cuardito fraudulently repsent themselves as a
trademark organizatiosee[TM] attached to the endf their organization nami&xhibit C] and
certified letter sent to Oppesby Applicant (Exhibit D).

7. These facts along with the Applicafresudulent claim of be&ig the original owners
of our mark 100 Blacks in Law Enforcement W&are in spite of having a [new] phone number
(718) 374-5228, [new] PO d 315 Flatbush Avenye [new] Web Address
100blacksinlawenforcement.com and [new] checkaegount; all of whichwas created at the

earliest in December 20Q8ee Exhibit C], clearly reveals Applicants animus attempt to “form a

new group” and “usurp Opposoriginal organization.”



LEGAL DISCUSSION

8. Opposers’ claim for causé action and remedy is the dradl’s declaration of service
mark infringement, unfair competition and deev mark dilution. Opposers alleges that the
Applicantsde factoviolated the Lanham Act, 15 UG. § 1125(a), New Y&k Business Law §
360-I, and common law unfair competition byngsthe registered mark 100 BLACKS IN LAW
ENFORCEMENT WHO CARE, domain nam&lOOBlacks.com,” and keywords “1007,
“BLACKS”, “WHOQO” and “CARE.” Opposers seek relief from Aljpants use of service mark
name since January of 2009. In reviewing ougfbthe Board must “accept as true the factual
allegations of the complaint, and draw all inferences in favor of the pleader.” Mills v. Polar
Molecular Corp., 12 F.3d 1170, 1174 (2d Cir. 1998jing IUE AFL-CIO Pension Fund v.
Herrmann, 9 F.3d 1049, 1052 (2d Cir. 1993).

9. However, “legal conclusions, dedusts or opinions couched as factual
allegations are not given a presumption of truthfulness.” L'Europeenne de Banque v. La
Republica de Venezuela, 700 F. Supp. 114, 122 (S.D.N.Y. 1988). The opposition may only be
dismissed when “it appears beyond doubt thatapposers can prove no set of facts in support
of his claim which would entitle him to relief.” Conley v. Gibs@5 U.S. 41, 45-46 (1956);
see also Berheim v. Litt, 79 F.3d 318, 321 (2d Cir. 1996). Review must be limited to the
complaint and documents attached or incapet by reference thereto. Kramer v. Time
Warner, Inc., 937 F.2d 767, 773 (2d.(1i991). In this context, éhSecond Circuit has held that
a complaint is deemed to “include documentst tiie plaintiffs posssed service mark upon

which they relied in bringing thsuit.” Rothman v. Grega220 F.3d 81, 88 (2d Cir. 2000).



Burden of Proof

10. The United States District Court heldWilliam Mullen v. Frederick R. Parris,
No. 86 Civ. 1283 (WR}hat applicable standard of prdoi service mark infringement is: (1)
movant establish continuous uskservice mark; (2) movant waowner of service mark; (3)
non-movant infringed on owners registered sErvnark; (4) non-movant’'s use of service mark
violated New York antidilution statute; and n-movant made falsend fraudulent statements
in trademark application so asrequire cancellation of mark.

11. Here, the Opposers meet each and every prong to warrant their brief to be granted
as a matter of law. The Opposers agree thabeee the burden of prong each of the claims
asserted in this action. Opposers understandtfteatfraud claim mushbe proven by clear and
convincing evidence. Séerient Express Trading Co. v. Fedéed Dep't Stores, Inc., 842 F.2d
650, 653 (2d Cir. 1988); Ushodaya Enter., Ltd. v. V.R.S. Intl, Inc., 63 F. Supp. 2d 329, 335
(S.D.N.Y. 1999) Opposers argue that these defemsast be proven by ehr and convincing
evidence, while defendants argue that a preponderaiithe evidence standas applicable.

12. In a handful of cases, the Court of Appdas explained that a higher standard of
proof is applicable to a defense of abandonm&ete Saratoga Vichy Spring Co. v. Lehman, 625
F.2d 1037, 1044 (2d Cir. 1980) (“[A]Jabandonment, ligia forfeiture of a property interest,
should be strictly proved, and the statutory tadsuch proof should be narrowly construed.”)
(citation omitted); Warner Bros. Inc. \Gay Toys, Inc., 724 F.2d 327, 334 (2d Cir. 1983)
(requiring a “high burden of proofto show abandonment of a trademark).

13. A number of district courts have intetgekthese cases as holding that a clear and
convincing standard is applicable to the defeof abandonment. See McKay v. Mad Murphy’s,

Inc., 899 F. Supp. 872, 878 n.5 (D. Conn. 1995)(expigitiat, with respect to an abandonment



defense, the preponderance of the evidence stafidaite minority view ofthe Circuits and is
not followed in the Second Circuit”); Eh YachLC v. Egg Harbor, LIC, 84 F. Supp. 2d 556,
564-65 (D.N.J. 2000) (explaining that a majoritycolurts have held that abandonment must be
proven by clear and convincireyidence). See also Generaf&i Co. v. G.D.M. Inc., 988 F.
Supp. 647, 658 (S.D.N.Y. 1997) (RWS) (abandonmmeust be “strictly proved”); Frankel v.
Central Moving & Storage Co., No. 95WCi6330, 1997 WL 672003, at *3 (S.D.N.Y. Oct. 29,
1997) (BN) (abandonment is “a forfeiture which mhststrictly proven”); Warner-Lambert Co.
v. Schick U.S.A., Inc., 935 F. Supp. 130, 143 @@nn. 1996) (party asserting abandonment has
a “high burden of proof”). Here no such cdaiof abandonment exigir is claimed by the
defendants.

14. In contrast, no decision within thedcdnd Circuit requiresstrict proof’” or a
“higher standard” for proving genericness. Deamisi from other circuitexpressly hold that a
preponderance of the evidence standard is egige to a genericness defense. See Glover v.
Ampak, Inc., 74 F.3d 57, 59 (4th Cir. 1996) @umption of validity can be overcome with
showing by a preponderance of the evidenet¢ dhmark has become generic); Anti-Monopoly,
Inc. v. General Mills Fun Group, Inc., 684 F.2d. 1316, 1319 (9th Cir. 1982) (same).

15. Upon the aforementioned, informatiardaelief, Opposers now moves this Board
for an Order granting relief imleclaratory judgmenand denying Applicas application for
trademark in the above entitled action.

16. In connection with this motion, annexed are the following documents:
Exhibit A: Opposers New York State @icate of Service Mark Registration
Exhibit B: OpposersiVebsite Homepage

Exhibit C: Applicants’ Website Homepage



Exhibit D: Opposers Noticend Proof of Mailing to Applicant Marquez Claxton regarding
Opposers’ Service Mark

WHEREFORE, Opposers 100 BCKS IN LAW ENFORCEMENT WHO CARE
respectfully requests thttis Board grant OpposgrTrial brief and deny Applicant’s application

for trademark.

Dated: August 23, 2010

Respectfully submitted,

Digitally signed by Noel Leader
N Oel Lead e DN: cn=Noel Leader, 0, ou,
// email=m7a7a7t@aol.com, c=U!

Date: 2010.08.22 11:22:23 -04'( /

Noel Leader, Opposers

100 Blacks in Law Enforcement Who Care
593 Vanderbilt Avenue, Suite 133
Brooklyn, New York 11238

Tel: (718) 455-9059

Cell: (917) 335-2784

To: Conor F. Donnelly, Esq.
Admitted in New York and to the USPTO
Attorney for Applicant
Intellectual Propert Patents, Trademarks & Copyrights
41 Prospect Park SW, Apt. 4E
Brooklyn, New York 11215-5930
Tel: (917) 370-1255



CERTIFICATE OF SERVICE

I, ERIC JOSEY, I hereby certify that | servadrue and complete copy of the foregoing
OPPOSERS 30-DAY TRIAL BRIEF ON MERITS ADILAW and exhibits in support of brief,
has been served Conor F. Donnelly, attorfeeyApplicants MARQJEZ CLAXTON AND 100
BLACKS IN LAW ENCORCEMENT WHO CAREwM, an unincorporated association, all
Applicants parties by mailing said copy on thé! 23y of AUGUST, 2010, via First Class Malil,
postage prepaid, DeliveConfirmation #£EO 979 134 195 US, addressed to:

Attorney for All Applicants:

Conor F. Donnelly
41 Prospect Park, Suite 4E
Brooklyn, New York 11215

Digitally signed by Eric Josey

.
DN: cn=Eric Josey, o, ou,
email=esmooth2@aol.com, c=US

Date: 2010.08.22 11:19:52 -04'00'

/byl Eric Josey

[for/ Noel Leader, Opposers

100 Blacks In Law Enforcement Who
593 Vanderbilt Avenue, Suite 133
Brooklyn, New York 11238



EXHIBIT .A . .
New York State Department of State

Certificate of Service Mark Registration

1 Daniel E. Shapiro, Special Deputy Secretary of State, do certify that the Service Mark described below and depicted
on the attached copy has heen duly registered in this Department parsiant (o Article 24 of the General Business Law.,
This registration will remain in Jforce for TEN years from the bate of Regisiration.

Registration Number: S29721 Registration Date; 11777708
Applicarie: NOEL LEADER

760 MADISON ST,

BROOKLYN NY 711221

State of Incorporation or
Lartnership Organization:

Cluss Numbers: 42

Date First Used in NYS: 17177995 Date Fiest Used Anywhere: 17171995

Service Mark Description:

100 BLACKS IN LAW ENFORCEMENT #HO CARE

Description of Services: Used 1o identify an organization which advocates civil and human rights on behall of
crtizens of NYS. Also serves as a conduit Jor additional services such as education
seminars, and variety of other informational public services.

WITNESS my itand and the seal of the State of New York I
the City of Albany on this:

Tuesday, November 25, 2008

Qﬁﬁ%&’

Special Depuiy Secrerary of Siare

by:

LXOS-696 (Rev. 3/01)

L vd SECE~-P¥LYS Bl THU fewe] wvum syoeld 001 A1+ 50 30 g
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EXHIBIT A

NYS Departinent of State

Division of Corporations

Entity Information

Selected Entity Name: 100 BLACKS IN LAW ENFORCEMENT WHO CARE, INC.

Selected Entity Status Information
Current Entity Name: 100 BLACKS IN LAW ENFORCEMENT WHO CARE, INC.
Initial DOS Filing Date: FEBRUARY 02, 2009

County: KINGS
Jurisdiction: NEW YORK
Entity Type: DOMESTIC BUSINESS CORPORATION

Current Entity Status: ACTIVE

Selected Entity Address Information

DOS Process (Address to which DOS will mail process if accepted on behalf of the entity)

100 BLACKS IN LAW ENFORCEMENT WHO CARE, INC.
593 VANDERBILT AVENUE #133
BROOKLYN, NEW YORK, 11238

Registered Agent

NONE

NOTE: New York State does not issue organizational identification numbers.
Search Results New Search

Division of Corporations, State Records and UCC Home Page NYS Department of State Home Page

http://appsext8.dos.state.ny.us/corp_public/C ORPSEARCH.ENTITY INFORMATION?p ... 5/8/2009
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