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IN THE
UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of
Trademark Application Serial No. 77/320,652 for SANTHERA PHARMACEUTICALS
(and Design)

Ares Trading S.A.,
Opposer,

VS.

Opposition No. 91189932

Santhera Pharmaceuticals Holding AG,
Applicant.
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ANSWER TO NOTICE OF OPPOSITION

Applicant, Santhera Pharmaceuticals Holding AG, by and through its attorneys,
denies that Opposer, Ares Trading S.A., is and /or will be damaged by the registration
of the mark SANTHERA PHARMACEUTICALS (and Design) as set forth in U.S.
Trademark Application Serial No. 77/320,652, and hereby answers the Notice of
Opposition, and admits, denies and alleges as follows:

1. Applicant lacks sufficient information to admit or deny the factual
allegations contained in Paragraph 1. To the extent that an answer to any of these
allegations is required, Applicant denies each and every allegation contained in
Paragraph 1.

2. Applicant lacks sufficient information to admit or deny the factual

allegations contained in Paragraph 2. Applicant notes that Application Serial No.
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78 /718388 for SANZESA is filed under Section 1(b) of the Lanham Act claiming an
intention to use SANZESA, and does not claim a first use in commerce date. Other
allegations contained in Paragraph 2 are conclusions of law to which no answer is
required. To the extent that an answer to any of these allegations is required, Applicant
denies each and every allegation contained in Paragraph 2.

3. Applicant admits that Application Serial No. 78/718388 was filed under
Section 1(b) of the Lanham Act claiming an intention to use SANZESA, that Application
Serial No. 78/718388 received a filing date of September 22, 2005, and that the goods
currently listed on the United States Patent and Trademark Office Trademark Electronic
Search System database for Application Serial No. 78/718388 are “pharmaceutical
preparations for the prevention and treatment of diseases and disorders of the nervous
system.” Other allegations contained in Paragraph 3 are conclusions of law to which no
answer is required. To the extent that an answer to any of these allegations is required,
Applicant denies the allegations contained in Paragraph 3.

4. Applicant lacks sufficient information to admit or deny the factual
allegations contained in Paragraph 4. Any records of the United States Patent and
Trademark Office made evidence herein are to be as determined in conjunction with the
rules of practice before the Trademark Trial and Appeal Board. Other allegations
contained in Paragraph 4 are conclusions of law to which no answer is required. To the
extent that an answer to any of these allegations is required, Applicant denies the

allegations contained in Paragraph 4.
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5. Applicant admits that it is a specialty pharmaceutical company focusing
on the discovery, development and marketing of products for the treatment of
neuromuscular diseases.

6. Applicant admits that on November 2, 2007 it filed an application to register
the trademark SANTHERA PHARMACEUTICALS (and Design), Application Serial No.
77/320,652, and that such application covers “pharmaceutical preparations for the
prevention and treatment of disorders of the nervous system, the immune system, the
cardio-vascular and metabolic system including diabetes, the respiratory system,
musculoskeletal and inflammatory disorders, or for use in dermatology, oncology,
hematology, ophthalmology, in transplantation; pharmaceutical preparations for the
treatment of bone, endocrinological, circulatory, hormonal and rheumatic disorders;
pharmaceutical preparations for use in gastro-enterology, for the prevention and treatment
of ocular disorders; anti-infectives, anti-bacterials, antivirals, antibiotics, anti-fungals,
vaccines; pharmaceutical preparations for diagnostic purposes, namely, diagnostic
preparations for medical purposes; pharmaceutical preparations for the treatment of
central nervous system-related conditions, neurological and muscular diseases, neuro-
muscular diseases, muscular dystrophies, ataxias, amyotrophia, atrophy, ophthalmological
diseases, muscle wasting, cardiomyopathies, optic nerve degradation, neurological
indications, memory loss, Lou Gehrig's disease, Parkinson's disease, Huntington's disease,
spinal muscular atrophies, polyneurophaties, fibromyalgia, mononeuropathies,
neuromuscular junction disorders, myotonia and myopathies; reagents for medical use;

biological preparations for medical purposes; diagnostic agents, preparations and
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substances for medical purposes”, in International Class 5; “scientific, optical, weighing,
measuring, signaling, monitoring, inspection, apparatus and instruments, namely,
computer hardware and software, for use with medical patient monitoring equipment, for
measuring, receiving, processing, transmitting and displaying data; scientific, optical,
weighing, measuring, signaling, monitoring, inspection, apparatus and instruments,
namely, computers, gamma cameras, collimators, aperture plates and computer software,
all sold together as a unit for use in measuring the physical and mental condition of
individuals affected by ataxia, muscular dystrophies, Lou Gehrig's disease, Parkinson's
disease, Huntington's disease, spinal muscular atrophies, polyneurophaties, fibromyalgia,
mononeuropathies, neuromuscular junction disorders, myotonia and myopathies;
scientific, optical, weighing, measuring, signaling, monitoring, inspection, apparatus and
instruments, namely, plates, glass slides or chips having multi-well arrays that can be used
in chemical analysis, biological analysis or pattefning for scientific, laboratory or medical
research use”, in International Class 9; “surgical and medical apparatus and instruments
for use in general surgery”, in International Class 10; “printed informational cards in the
field of pharmaceuticals; printed publications, namely, newsletters, case studies, and white
papers in the fields of pharmaceuticals, central nervous system-related conditions,
ophthalmological diseases, and neuromuscular diseases”, in International Class 16;
“pharmaceutical research and development services; chemical analysis for the
pharmaceutical industry; scientific research and development; scientific research, namely,
conducting clinical trials; providing scientific research information in the field of

pharmaceuticals and clinical trials”, in International Class 42; and “hygienic and beauty
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care for human beings or animals, namely, providing health, medical and pharmaceutical
information, consultancy and advisory services”, in International Class 44. Applicant
admits that Application Serial No. 77/320,652 is based on Section 1(b) of the Lanham Act,
and notes that such application claims ownership of U.S. Registration No. 3066149 for the
SANTHERA mark for “research and development services in the field of science and
technology for industrial clients,” in International Class 42. Applicant’s U.S. Registration
No. 3066149 for the SANTHERA mark has a priority date of August 2, 2004 and filing date
of September 1, 2004, both of which are prior to the September 22, 2005 filing date assigned

to Application Serial No. 78/718388, the “intent-to-use” application upon which Opposer

bases this Opposition.
7. Applicant denies each and every allegation contained in Paragraph 7.
8. Applicant denies each and every allegation contained in Paragraph 8.

AFFIRMATIVE DEFENSES
FIRST AFFIRMATIVE DEFENSE
The Notice of Opposition fails to state a claim upon which relief can be granted.
SECOND AFFIRMATIVE DEFENSE
The Opposer’s claims are barred, in whole or in part, by Opposer’s lack of rights
in the SANZESA mark in question in this matter.
THIRD AFFIRMATIVE DEFENSE
Applicant has rights in the SANTHERA mark, through ownership of U.S.
Registration No. 3066149, that are prior to any rights Opposer might have in SANZESA
and/or in Application Serial No. 78/718388.
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FOURTH AFFIRMATIVE DEFENSE
The Opposer’s claims are barred, in whole or in part, by the lack of sufficient
secondary meaning in the Opposer’s mark in question in this matter.
FIFTH AFFIRMATIVE DEFENSE
The Opposer’s claims are barred, in whole or in part, by the abandonment of the
mark in question in this matter.
SIXTH AFFIRMATIVE DEFENSE
Applicant reserves the right to assert any and all other affirmative defenses of
which it becomes aware during the pendency of this matter.
WHEREFORE, Applicant prays that Opposer's Notice of Opposition be dismissed
and that judgment be entered in favor of Applicant, Santhera Pharmaceuticals Holding

AG.

Dated: June > 2009 By: \\Wﬂ \\TA({\\’U )

ly M. Abel, Esq.
Linda G. Henry, Esq.
FENWICK & WEST LLP
Silicon Valley Center
801 California Street
Mountain View, California 94041
Tel: (650) 988-8500

Attorneys for Applicant
Santhera Pharmaceuticals Holding AG
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PROQOF OF SERVICE BY MAIL

I declare that:

I am employed in the County of Santa Clara, California.

I am over the age of eighteen years and not a party to the within cause;

my business address is Fenwick & West LLP, Silicon Valley Center, 801 California
Street, Mountain View, CA 94041. On the date set forth below, I served the within
ANSWER TO NOTICE OF OPPOSITION on the interested parties in this action by
placing a true copy thereof enclosed in a sealed envelope with postage thereon fully
prepaid, and causing it to be placed for first class delivery by the U.S. Postal Service,

which envelope was addressed as follows:

Robert B.G. Horowitz, Esq.
Baker & Hostetler LLP

45 Rockefeller Plaza

New York, NY 10111

I declare under penalty of perjury that the foregoing is true and correct,

and that this declaration was executed at Mountain View, California, this ﬂ/‘day of

>

Nanette Barranti

June, 2009.
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