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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Applicant:  Black Diamond Equipment, Ltd.
Serial No.: 78609001
Filing Date:  April 14, 2005

Mark: BLACK DIAMOND
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Published: November 18, 2008

Black Diamond Equipment, Ltd., Opposer
\
Black Diamond Sportswear, Inc. Applicant

Opposition No. PPy OZE

AMENDED NOTICE OF OPPOSITION

Opposer: Black Diamond Sportswear, Inc.

a Vermont corporation

358 Gallison Hill Road

Montpelier, VT 05602-8253
The above-identified Opposer believes that it will be damaged by registration of the mark
shown in the above-identified application, and hereby opposes the same.

The grounds for the opposition are as follows:

1, This is an opposition by Black Diamond Sportswear, Inc. (“Black
Diamond Sportswear™), an outdoor clothing and skiwear company founded in Vermont
more than twenty (20) years ago which makes and sells a full range of outdoor clothing
products including fleece and micro fiber clothing sold in major national retail chains,

better department stores, specialty retailers, outdoor outfitters, and ski resorts throughout

the country, to stop the Applicant’s attempt to register the trademark “BLACK



DIAMOND? for clothing, which is confusingly similar to Black Diamond Sportswear’s
common law and federally registered mark BLACK DIAMOND and design.

2. Black Diamond Sportswear has been using the BLACK DIAMOND mark
in connection with its clothing since at least 1986.

3. Black Diamond Sportswear’s success is due in part to the great emphasis it
places on quality and its focus in making clothing for higher performance outdoor
athletes such as skiers. Over 95% of Black Diamond Sportswear’s products are sold
under the BLACK DIAMOND trademark. Over the years, the trademark has come to
represent quality, style and high performance to customers,

4, Black Diamond Sportswear is the owner of the Federal Registration of the
trademark BLACK DIAMOND for skiwear in International Class 25, Registration No.
1,576,481 issued on January 9, 1990 and has used that trademark continuously in
commerce ever since. That registration has become incontestable. A true and accurate
copy of that registration is attached hereto as Exhibit 1.

5. On April 14, 2005, Applicant filed the instant application to register the
trademark BLACK DIAMOND. As published, following amendment by the examiner,
the application requests registration for (among others) the following class of goods
and/or services:

International Class 025

Clothing in the nature of sportswear, namely, shirts, sweatshirts, t-shirts, vests, pullovers,
jackets, pants, shorts, socks, stockings, gloves, gaiters, hats, mittens, shoes, boots

6. This category of goods/and or services claimed, namely “IC025 Clothing
in the nature of sportswear, namely, shirts, sweatshirts, t-shirts, vests, pullovers, jackets,

pants, shorts, socks, stockings, gloves, gaiters, hats, mittens, shoes, boots™ is so similar to



the goods offered by Black Diamond Sportswear and covered by Black Diamond
Sportswear’s Registration as to be likely to cause confusion, deception and mistake about
whether any such goods and/or or services are provided or sponsored by Black Diamond
Sportswear or others affiliated with Black Diamond Sportswear.

7. In 1991, Black Diamond Equipment filed an application in the USPTO to
register the mark BLACK DIAMOND for clothing and ski equipment, but the application
was rejected because the examiner found that the requested use on those products would
create a likelihood of confusion with Black Diamond Sportswear’s skiwear.

8. Black Diamond Sportswear’s rights in the BLACK DIAMOND mark
predate the applicant’s rights in the BLACK DIAMOND mark in the class and goods
and/or services referenced in paragraphs 5 and 6 above.

9. Application’s registration and/or use of BLACK DIAMOND in the class
and goods and/or services noted above will dilute and otherwise interfere with Black
Diamond Sportswear’s use of BLACK DIAMOND mark and will harm Black Diamond
Sportswear.

The filing fee of $300.00 for this Notice of Opposition is filed herewith.

Respectfully submitted,

Dated: December 18, 2008 ;éA/g ae/\ .

Jamés G. Goggin”

Attorney for the Opposer
One Portland Square
Portland, ME 04112-0586
(207) 774-4000




Certificate of Service

I hereby certify that I deposited a true and complete copy of the foregoing
Amended Notice of Opposition has been served on Applicant on December 18, 2008 by
mailing a true and complete copy via First Class Mail, Postage Prepaid, Return Receipt
Requested to:

Peter Kunin, Esq.

Downs Rachlin Martin PLLC
P.0O. Box 190

Burlington, VT 05402 -0190

James G. Goggin
1307174_1.D0C
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Cheek Status

(TARR containy cuvvent status, corvespondence address and aftorngy of record for thiy
mark, Use the "Back" button of the Internet Browser to return ro TESS)

__BLACKYDIAMOND

Word Mark BLACK DIAMOND

Goods and -IC 025.US 039, G & S: SKI WEAR. FIRST USE: 19861101, FIRST USE IN
Services COMMERCE; 19861101

‘é‘o“;:‘ Drawlng 3y HESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Design Search '

Code 260721

Serial Number 73789629

Filing Date March 27, 1989

Published for

Opposition QOctober 17, 1989

Registration

Number | 1576481

Registration Date January 9, 1990

Owner (REGISTRANT) GREEN MOUNTAIN WOOLENS, INC. CORPORATION
, VERMONT BOX 428 RD 2 WAITSFIELD VERMONT 05676

(LAST LISTED OWNER) Biack Diamend Sportswear, Inc. CORPORATION
BY ASSIGNMENT VERMONT 169 Sterling Hill Road Barre VERMONT 05641

Assignment ASSIGNMENT RECORDED
Recorded
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Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).

Renewal 1ST RENEWAL 20000225
ve d

};lidk!:]:tf:' LIVE

Wttt Mtace? nonta conrthinfohnvrfial AHadne Reatataei g 7 1 a/1a/2007



