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By the Board:

This case now comes before the Board for consideration
of applicant’s motion (filed concurrently with its answer on
October 16, 2008) to strike the allegations set forth in
Paragraph Nos. 11-13 of opposer’s notice of opposition for
failure to plead a proper claim of fraud.®' Opposer has
filed a responsive brief in opposition thereto.

Applicant contends that opposer failed to plead its
fraud claim with sufficient particularity with respect to

opposer’s allegations that applicant has not used its

' While applicant’s motion is captioned as a motion to dismiss

Paragraph Nos. 11-13 of the notice of opposition, it is construed
as a motion to strike pursuant to Fed. R. Civ. P. 12(f).
Applicant has not challenged the pleading of opposer’s Section
2(d) claim.



applied-for ZEPHYR-GRAF-X mark in connection with some of
the goods listed in its application (namely “jackets and
shirts”). Specifically, applicant argued that opposer’s
allegation of fraud is unfounded. Applicant submits that
the claim is premature because during discovery, opposer
will learn that applicant has indeed used its mark in
connection with those items. Applicant further disputes
opposer’s allegations set forth in Paragraph Nos. 12-13 that
the specimens submitted by applicant during ex parte
examination fail to show proper evidence of trademark use.

For the reasons set forth below, applicant’s motion is
denied.

The Board may order stricken from a pleading an
impermissible or insufficient claim (or portion thereof).
See Fed. R. Civ. P. 12(f). Motions to strike are not
favored, and matter will not be stricken unless it clearly
has no bearing on the issues in the case. The primary
purpose of pleadings, under the Federal Rules of Civil
Procedure, 1is to give notice of the claims or defenses
asserted. Thus, the Board, in its discretion, may decline
to strike even objectionable pleadings if their inclusion
will not prejudice the adverse party, or if they will
provide fuller notice of the basis for a claim. See TBMP

§ 506.01 (2d. ed. rev. 2004) and authorities cited therein.



During ex parte examination, fraud occurs when an
applicant knowingly makes false, material representations of
fact in connection with an application to register. See
c.f. Torres v. Cantine Torresella S.r.1., 808 F.2d 46, 1
USPQ2d 1483 (Fed. Cir. 1986); Standard Knitting, Ltd. v.
Toyota Jidosha Kabushiki Kaisha, 77 USPQ2d 1917 (TTAB 2006) ;
Medinol Ltd. v. Neuro Vasx Inc., 67 USPQ2d 1205 (TTAB 2003).
Pursuant to Trademark Rule 2.116(a), the sufficiency of
opposer's pleading of its fraud claim in this case also is
governed by Fed. R. Civ. P. 9(b), which provides as follows:

(b) Fraud, Mistake, Condition of the Mind. In all

averments of fraud or mistake, the circumstances

constituting fraud or mistake shall be stated with
particularity. Malice, intent, knowledge, and

other condition of mind of a person may be averred

generally.

(emphasis added). As Rule 9(b) makes clear, intent or
scienter need only be averred generally.

We find that the notice of opposition is sufficiently
detailed to meet the requirement for “particularity” to
properly allege a claim of fraud. Opposer alleges that
applicant committed fraud by filing an application on
September 26, 2008, with an asserted date of first use
anywhere of November 25, 1992 and in commerce of April 30,
1993. Notice of Opposition, Paragraph No. 11. Opposer

further alleges that applicant knew that the goods “jackets

and shirts” had not been sold in U.S. commerce in connection



with applicant’s applied-for mark. See id. Lastly, the
notice of opposition alleges that the specimens submitted
during ex parte examination show use of applicant’s mark
solely as a trade name, therefore further perpetuating any
purported fraud upon the Office. Notice of Opposition,
Paragraph Nos. 12-13. These allegations are sufficiently
detailed to provide notice to applicant of its alleged
fraudulent conduct during ex parte examination as well its
intent to induce the Office to approve its application for
publication. Whether the allegations are true, and whether
the specimens submitted during ex parte examination are
sufficient to prove use in commerce are factual matters to
be determined at trial or upon summary Jjudgment.

In view of the foregoing, applicant’s motion to strike
is denied.

Proceedings herein are resumed. Dates are reset as

follows:



Deadline for Discovery

Conference 2/28/09
Discovery Opens 2/28/09
Initial Disclosures Due 3/30/09
Expert Disclosures Due 7/28/09
Discovery Closes 8/27/09
Plaintiff's Pretrial

Disclosures 10/11/09
Plaintiff's 30-day Trial Period

Ends 11/25/09
Defendant's Pretrial

Disclosures 12/10/09
Defendant's 30-day Trial Period

Ends 1/24/10
Plaintiff's Rebuttal

Disclosures 2/8/10
Plaintiff's 15-day Rebuttal

Period Ends 3/10/10

In each instance, a transcript of testimony together
with copies of documentary exhibits, must be served on the
adverse party within thirty days after completion of the
taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b).

An oral hearing will be set only upon request filed as

provided by Trademark Rule 2.129.



NEWS FROM THE TTAB:

The USPTO published a notice of final rulemaking in the
Federal Register on August 1, 2007, at 72 F.R. 42242. By
this notice, various rules governing Trademark Trial and
Appeal Board inter partes proceedings are amended. Certain
amendments have an effective date of August 31, 2007, while
most have an effective date of November 1, 2007. For
further information, the parties are referred to a reprint
of the final rule and a chart summarizing the affected
rules, their changes, and effective dates, both viewable on
the USPTO website via these web addresses:
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242.pdf
http://lwww.uspto.gov/web/offices/com/sol/notices/72fr42242 FinalRuleChart.pdf

By one rule change effective August 31, 2007, the Board's
standard protective order is made applicable to all TTAB
inter partes cases, whether already pending or commenced on
or after that date. However, as explained in the final rule
and chart, this change will not affect any case in which any
protective order has already been approved or imposed by the
Board. Further, as explained in the final rule, parties are
free to agree to a substitute protective order or to
supplement or amend the standard order even after August 31,
2007, subject to Board approval. The standard protective
order can be viewed using the following web address:
http://www.uspto.gov/web/offices/dcom/ttab/tbmp/stndagmnt.htm




