|
|
|
|(
|
|
|
|

TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
THE GUARDIAN LIFE INSURANCE : Opposition No.
COMPANY OF AMERICA,
U.S. Service Mark Application
Opposer, Serial No.:  77/190,812
Filed: May 25, 2007
Mark: GUARDIAN NETWORKS
V. Int. Classes: 9,42
Published:  April 29, 2008
GUARDIAN NETWORKS, LLC
Applicant. :
X
NOTICE OF OPPOSITION

THE GUARDIAN LIFE INSURANCE COMPANY OF AMERICA, a New York

corporation, having a principal place of business at 7 Hanover Square, New York, New York

10004 ("Opposer"), believes that it will be damaged by the registration of U.S. Trademark

Application Serial No. 77/190,812 for the mark GUARDIAN NETWORKS in International

Classes 9 and 42, and hereby opposes same.

As grounds for o%)osition, it is alleged that:
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WHEREFORE, Opposer prays that this Opposition be sustained and that U.S. Service

Mark Application Serial No. 77/190,812 be refused registration.

The Commissioner is hereby authorized to charge the filing fee of $600.00 pursuant to 37

C.F.R. § 2.6(a)(17) and any additional fees which may be required, or credit any overpayment, to
Deposit Account No. 501-814, Order No. 84417.1.

Dated: New York, New York %—f/ﬂ/’l/é\/ y (0¥

August 27, 2008 Virginia,R. Richard, Esq.

Sanjana Chopra, Esq.
Katherine M. Todd, Esq.
WINSTON & STRAWN LLP
200 Park Avenue

New York, New York 10166
(212) 294-6700

Attorneys for Opposer

THE GUARDIAN LIFE INSURANCE
COMPANY OF AMERICA
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COUNT I - LIKELIHOOD OF CONFUSION UNDER 15 U.S.C. §§ 1114 and 1125(a)

1. Opposer is the owner of the following registrations in the United States Patent and
Trademark Office:
MARK REG. NO. REG. RECITATION OF SERVICES
DATE
THE GUARDIAN CASH 1,614,210 | 9/18/90 Investment advisory and mutual fund services
MANAGEMENT TRUST namely, managing funds, stocks and bonds and
other investments for institutions and the general
public, in Class 36
GUARDIAN INVESTOR 1,634,339 | 2/5/91 Investment advisory and mutual fund services
SERVICES namely, managing funds, stocks and bonds and
other investments for institutions and the general
public, in Class 36
GUARDIAN 1,637,817 | 3/12/91 Annuity and annuity administration services, in
Class 36
GUARDIAN 1,637,818 | 3/12/91 Insurance services, namely group health
insurance underwriting services, in Class 36
GUARDIAN 1,638,623 | 3/19/91 Financial investment services in the field of
money market funds, trust funds, United States
government trust funds and stock funds, in Class
36
GUARDIAN 1,641,534 | 4/16/91 Insurance services, namely individual life
insurance underwriting services, in Class 36
GUARDIAN 1,641,537 | 4/16/91 Insurance services, namely group dental
insurance underwriting services, in Class 36
GUARDIAN 1,642,279 | 4/23/91 Insurance services, namely group life insurance
underwriting services, in Class 36
THE GUARDIAN 1,651,016 | 7/16/91 Underwriting and administering an annuity
INVESTOR insurance plan, in Class 36
THE GUARDIAN 1,662,742 | 10/29/91 | Financial investment services in the field of
money market mutual funds, United States
government securities funds, and stock funds, in
Class 36
GUARDIAN 1,851,689 | 8/30/94 Reinsurance underwriting services, in Class 36
GUARDIAN 1,853,811 | 9/13/94 Insurance underwriting services in the field of
disability insurance, in Class 36
THE GUARDIAN 1,857,906 | 10/11/94 | Insurance underwriting services in the field of
disability insurance, in Class 36
THE GUARDIAN 1,865,962 | 12/6/94 Reinsurance underwriting services, in Class 36
GUARDIAN 1,902,991 | 7/4/95 Insurance underwriting services in the field of
INSURANCE AND life, health, disability and dental insurance and
ANNUITY COMPANY annuities, in Class 36




MARK REG. NO. REG. RECITATION OF SERVICES
DATE

THE GUARDIAN 2,092,025 | 8/26/97 Insurance underwriting services, namely, single

TRADITION premium deferred annuities, in Class 36

THE GUARDIAN 2,098,336 | 9/16/97 Insurance underwriting services, namely,

ADVANTAGE annuities, in Class 36

THE GUARDIAN 2,138,840 | 2/24/98 Pension and pension fund management services,
in Class 36

THE GUARDIAN 2,199,336 | 10/27/98 | Administration of employee benefits, namely,

FLEXPLAN administration of cafeteria plans as described in
Section 125 of the Internal Revenue Code, in
Class 36

THE GUARDIAN 2,250,212 | 6/1/99 Underwriting and administering annuity

INVESTOR insurance plans, in Class 36

RETIREMENT ASSET

MANAGER

GUARDIAN 2,256,387 | 6/29/99 Real estate services, namely, real estate
development, real estate management, real estate
investment and commercial and residential
mortgage lending services, in Class 36

THE GUARDIAN LIFE 2,268,145 | 8/10/99 Group and individual life, disability, accident,

INSURANCE COMPANY health and dental insurance underwriting

OF AMERICA services; pension planning services; pension and
pension fund management; annuity and annuity
administration services; financial services,
namely, management of money market funds,
trust funds, United States government trust funds
and stock funds; providing information to others
in the field of insurance; managing funds, stocks
and bonds and other investments for institutions
and the general public; administration of
cafeteria plans as described in Section 125 of the
Internal Revenue Code; real estate services,
namely, real estate development, real estate
management, real estate investment and
commercial and residential mortgage lending
services; reinsurance underwriting services; joint
venture investment services in managed care
organizations, in Class 36

GUARDIAN TRUST 2,375,847 | 8/8/00 Trust services and investment management
services, in Class 36

GUARDIAN TRUST 2,381,786 | 8/29/00 Trust services and investment management

COMPANY, FSB services, in Class 36

GUARDIAN & Design 2,643,197 | 10/29/02 | Group and individual life, disability, accident,

health and dental insurance underwriting
services; pension planning services; pension and
pension fund management; annuity underwriting
and annuity administration services; financial




MARK REG.NO. | REG. RECITATION OF SERVICES
DATE
services; namely, management of money market
funds, trust funds, United States government
trust funds and stock funds; providing
information to others in the field of insurance;
managing funds, stocks and bonds and other
investments for institutions and the general
public; financial administration of cafeteria plans
as described in Section 125 of the Internal
Revenue Code; real estate services, namely, real
estate management, real estate investment and
commercial and residential mortgage lending
services; reinsurance underwriting services; joint
venture investment services for managed care
organizations, in Class 36
GUARDIAN TRUST 2,743,585 | 7/29/03 Newsletter in the field of wealth management,
WEALTH accumulation and preservation, in Class 16
MANAGEMENT
INSIGHTS
THE GUARDIAN 3,014,085 | 11/8/05 Pension planning services; pension and pension
MAXIMIZER fund management, in Class 36
GUARDIAN 3,060,932 | 2/21/06 Electronic processing of insurance claims and
SURECLAIM payment data, in Class 36
GUARDIAN INVESTOR | 3,145,609 | 9/19/06 Investment advisory and mutual fund services,
SERVICES LLC

namely, managing funds, stocks and bonds and
other investments for institutions and the general

public, in Class 36

The foregoing registrations are valid, subsisting, uncancelled and unrevoked. Opposer's U.S.

Registrations Nos. 1,614,210, 1,634,339, 1,637,817, 1,637,818, 1,638,623, 1,641,534, 1,641,537,

1,642,279, 1,651,016, 1,662,742, 1,851,689, 1,853,811, 1,857,906, 1,865,962, 1,902,991,

2,092,025, 2,098,336, 2,138,840, 2,250,212, 2,268,145, 2,375,847 and 2,381,786 are

incontestable pursuant to 15 U.S.C. § 1065.

2.

Opposer intends to rely on the above registrations in this proceeding and,

accordingly, will order certified copies of the registrations showing both the current status of and

current title to the registrations, pursuant to the provisions of 37 C.F.R. § 2.122(d)(2).



3. Opposer is one of the oldest and largest mutual insurance companies in the United

States.

4. Opposer has been engaged in the business of selling a wide variety of insurance

products and financial services under its GUARDIAN® names and marks throughout the United

States since at least as early as 1918.

5. Opposer has marketed and sold insurance and related financial services in

interstate commerce in the United States under the service mark GUARDIAN® and the trade
name THE GUARDIAN LIFE INSURANCE COMPANY OF AMERICA® (hereinafter, the

"GUARDIAN® names and marks") since at least as early as 1918.

6. Opposer commenced use of its GUARDIAN® names and marks at least as early

as 1918, nearly ninety (90) years prior to the May 25, 2007 date of filing of the subject

Application Serial No. 77/190,812 for the mark GUARDIAN NETWORKS filed by Applicant

Guardian Networks, LLC ("Applicant").

7. Opposer's wide range of insurance and financial services include, without

limitation, life insurance, group life and health insurance, disability insurance, dental insurance,
vision insurance, asset management services, annuities, 401(k) plans, mutual funds, pension
plans, employee benefit plan implementation and management services, trust company services,
financial planning, financial portfolio management services, business, retirement and college

funding, executive benefit and estate planning services and investment advisory services, as well



as software and related technology services used to manage and report customers' personal and

business assets, including without limitation, stocks, bonds, real estate, mutual funds, savings

and checking accounts and life insurance assets.

8.

Opposer owns and operates related financial service companies under the
GUARDIAN® mark, including The Guardian Insurance & Annuity Company, Inc., Guardian

Investor Services Corporation, Guardian Asset Management Corporation and Guardian Trust

Company, F.S.B.

9. Opposer offers computer software for financial and investment analysis, financial

portfolio planning and management, financial analysis, risk assessment and retirement planning

analysis and management for individual customers, financial planners and investment advisors

under the mark GUARDIAN®,

10. Opposer offers on-line computer software for financial portfolio management,

financial valuation and financial record organization for individual clients, insurance agents and

insurance agency personnel under the mark GUARDIAN®.

11.  Opposer offers its insurance products and financial services through a distribution

network of more than 120 general agents nationwide.

12.  Since 1918, Opposer has sold billions of dollars worth of insurance and financial

services under the GUARDIAN® names and marks.




13. Since 1918, Opposer has spent millions of dollars advertising and promoting its

insurance products and financial services under the GUARDIAN® names and marks.
14.

From 1980 to date, Opposer has spent in excess of $100 million in connection

with the advertising and promotion of its insurance and financial services under the

GUARDIAN® names and marks.

15.  As aresult of Opposer's extensive advertising and sale of insurance and financial

services under the GUARDIAN® names and marks, Opposer's GUARDIAN® names and marks
are well-known and recognized within the insurance and financial industries, as well as by the

general public, as marks indicating high quality insurance and financial services originating with

Opposer.

16. On May 25, 2007, Applicant filed U.S. Trademark Application Serial No.

77/190,812 for the mark GUARDIAN NEWORKS for "software, namely, asset surveillance and

management software" in Class 9 and "technology consultation and research in the field of asset

surveillance and management" in Class 42.

17.  Applicant's application for the mark GUARDIAN NETWORKS is for a mark
which encompasses Opposer's famous GUARDIAN® name and mark in its entirety, rendering

Applicant's mark confusingly similar to Opposer's GUARDIAN® names and marks.

18.  In the subject application, Applicant disclaims the term "NETWORKS".



19.  The mark GUARDIAN is the dominant portion of the subject mark GUARDIAN
NETWORKS.

20.  The "asset surveillance and management" se rvices intended to be offered by

Applicant under the mark GUARDIAN NETWORKS are a type of financial service.

21.  Applicant's prospective and current use and registration of the mark GUARDIAN
NETWORKS in connection with the financial services identified in U.S. Application Serial No.
77/190,812 in Classes 9 and 42 is likely to cause confusion with Opposer’s GUARDIAN®

names and marks, as it falsely implies to the trade and the public that Applicant offers

GUARDIAN insurance and/or financial services.

22.  Upon information and belief, Applicant is using or imminently intends to use the
mark GUARDIAN NETWORKS in connection with the sale of financial services. In
Applicant's specimen of use for Class 42, which consists of a website screen shot, Applicant
claims to offer a "system of software and services that enables customers to extract more

information, life, and value from their distributed assets,” demonstrating the overlapping, if not

identical, nature of the parties' respective services. See Exhibit 1 attached hereto. Opposer is

one of the largest providers of insurance and financial services to individuals in the United

States.

23.  Opposer believes and alleges that Applicant's use of the mark in connection with

the goods and services set forth in Application Serial No. 77/190,812 is likely to cause confusion



or mistake, or to deceive, and will deceive and mislead the trade and purchasing public into
believing that Applicant is licensed or controlled by Opposer, or that Applicant is a division or a
subsidiary of, or in some way related to Opposer, or that Applicant's services are sponsored,

licensed, approved or endorsed by Opposer, or that Applicant offers GUARDIAN insurance

and/or financial services.

24.  Any problems or complaints concerning Applicant's services offered under the

applied-for mark GUARDIAN NETWORKS are likely to reflect adversely upon Opposer and

are likely to seriously injure the reputation and goodwill of the famous GUARDIAN® names

and marks as used by Opposer in connection with its insurance and financial services for nearly

ninety (90) years.

25.  Applicant's prospective and current use of a mark which encompasses Opposer's

GUARDIAN® names and marks for insurance and/or financial services is likely to dilute the

distinctive quality of Opposer's GUARDIAN® names and marks.

26. By reason of the foregoing facts, Opposer will be irreparably damaged by

registration of Applicant's confusingly similar and diluting mark GUARDIAN NETWORKS on

the Principal Register of the United States Patent & Trademark Office for the services recited in

U.S. Application Serial No. 77/190,812.



COUNT II - DILUTION UNDER 15 U.S.C. § 1125(¢c)

27.

as if fully set forth herein.

28.

industries are famous among the general public and members of the insurance and financial

industries. The Trademark Trial and Appeal Board in The Guardian Life Insurance Company of

America v. David P. England, 2002 T.T.A.B. LEXIS 625 (T.T.A.B. Sept. 26, 2002) (judgment in
favor of Opposer; registration for POCKET GUARDIAN for medical identification cards
refused) found that Opposer's GUARDIAN® family of marks in the insurance field enjoys

"considerable renown" and are "entitled to a very broad scope of protection in the field of

insurance."

29. Opposer's GUARDIAN® names and marks are inherently and commercially

distinctive.

30. Upon information and belief, Applicant is using the mark GUARDIAN

NETWORKS in commerce in connection with technology consultation and research in the field
of asset surveillance and management and by virtue of filing the subject application, intends to

expand its use of the mark GUARDIAN NETWORKS in commerce to computer software,

namely, asset surveillance and management software.

31.  The May 25, 2007 date of filing of the subject intent-to-use application for

GUARDIAN NETWORKS in connection with the goods identified in Class 9 is decades after

Guardian's GUARDIAN® names and marks became famous.
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Opposer repeats and realleges the allegations set forth in paragraphs 1-28 hereof

Opposer's GUARDIAN® names and marks as used in the insurance and financial




32. The claimed September 16, 2006 date of first use of the mark GUARDIAN
NETWORKS in connection with the services recited in Class 42 is nearly ninety (90) years after

Opposer's GUARDIAN® names and marks became famous.

33.  Applicant's use of the mark GUARDIAN NETWORKS in connection with
"technology consultation and research in the field of asset surveillance and management" and
prospective use of the mark GUARDIAN NETWORKS in connection with "software, namely,
asset surveillance and management software" is likely to dilute the distinctive quality of

Opposer's GUARDIAN® names and marks for insurance and financial services.

34. Registration of Applicant’s mark would be inconsistent with Opposer’s prior
rights in its GUARDIAN® names and marks established under common law, as well as
inconsistent with Opposer’s statutory grant of exclusivity of use of its GUARDIAN® names and
marks, and would destroy Opposer’s investment and goodwill in its GUARDIAN® names and

marks.

35. By reason of the foregoing facts, Opposer will be irreparably damaged by
registration of Applicant's identical, confusingly similar and diluting mark GUARDIAN
NETWORKS on the Principal Register of the United States Patent & Trademark Office for the

services recited in U.S. Application Serial No. 77/190,812.
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Comprehensive asset management

solutions that unleash the power

of M2M technologies

‘Sman Services. ) g
The Power of R2M Apginationy Experience & Lenderaiip Comprehensivg Sututions

Solutions Overview

Guardrar ¢ Remota Agset Mansgement solubion is an g<pansive system of seftware and servicss that cncbles
asrtomars te edract more information, e, and vaiue from ther distnbuted assets, we combine a patented

hitecture with 12ading Machine to Machine (M2M) tachnologies, appinations developmant and 2 sute of fully
managed ser es to del. er the most comprehensive business selution avalable,

My er salution cemponents mdude:

Hetwork Cparations Center (NOC)

Tha NOC 15 a1 egsenhial part of the Gusrdian Networks Soluton, It s the arthitectural foundation of our abilty to
provide cuctomars with a busingss toel, rather than 3 populanon of netwarkad widgats. 8y leveraging the computing
horgeposat 2nd sostem. sids vier availeble in cur NOC, we are sble to chare mformation sezmlessly between
haadauartars, feld forces, and remate devices, The HCC also olays an imoartant rele in diagnostic quabty and
anhzncement wnibe amuitanesusty reducing the computing power required of freld devices, all contnbuting to
lowenng toval svatem costs.

Metision Support Tools

Guardsan acomphehes the tmels detivery of busness atieal irformation to users via & sutte of decrsion suppart tesls
ranging from the seou2 web portal to emaill and $M$ techniguas. The user interfaca faatures a map-based
manayament and control portal, from wich users can aceess asset information and design reports to meet thew
sprufic business needs.

viork Order Manzgamaent

Guardan’s selution srovides customers with tha abity to creste. track, and optimize vork activities based on
montorad agsat health statuses. By supporting manual or 3ystam genarated work erdar processcs, Suardian greatly
eniances our customer's sbity to manage maintenante across thew entire enterpise. no matter hove disprrsed of
riimercus their assets.

Field Forco Operations & Management

Guardian's sokit.on ntiudss the ability ko enabls tio-wvay infermation exchanges with distnibuted field forces. This
gives vur customers the abilty to conduck vatuable mventory, audt, and mantenance activibes on ther distrbuted
3ssets in 3 w3y that immadrately makes the relevant information available to the rest of the enterprise.

Protessional Services

The enterprise wide asset visibilty and control that Guardian provides caninduce huge change managament 155046

Wit the arganizations we work aath. Thig 18 why Guardian Networks offers a full suite of professonal services which

nclude mpterantation planming and management. strategic consulting, project justificatien, business case and RO1
‘318 support, perfarmance benchmarking, post mplementation optimization 2nd change management tonsuiting

Managed Services
GUATIAN S Manag:d SArvaas give our custamer's comprehensive functionatity, reduced implamentaticn time, and

stomers to fotus on runmng thair businesses. The managed services nciude rebust data hustng ~heh protecds

wer gata o loss and corruption, Additionally, the hosted services can integrate with customer legacy systems
enabling nuatiple touch and entry points for valuable asset data

WRey, Bl




CERTIFICATE OF SERVICE

I hereby certify that on August 27, 2008, a true and correct copy of the foregoing Notice
of Opposition was duly served on counsel for Applicant, by first class mail, to the address below:

Robert J. Frohwein

Smith, Frohwein, Tempel, Greenlee Blaha LL.C
2 Ravinia Drive

Suite 700
Atlanta, GA 30346-2105

A/é/w,zm~4//;f/wm

Sanjana hopra
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