GVFE - OBLON

%
AUG 2 5 2008 &

SPIVAK

7005 2008 & &

{Rapmut

ATTORNEYS AT Law
August 25, 2008

JEFFREY H. KAUFMAN
(703)412-6404
JKAUFMAN@OBLON.COM
Honorable Commissioner for Trademarks Direct Fax: (703)236-2687
P.O. Box 1451

Alexandria, VA 22313-1451

Re:  Sugartown Worldwide, Inc.
Matter: SUGARTOWN WORLDWIDE, INC. v. POSTON PRICE, LLC
Opposition No.:
Class(es): 25
Atty Dkt. No.: 323556US33

Dear Commissioner:
We enclose the following for filing in the U.S. Patent and Trademark Office:
™ Notice of Opposition to Serial No. 77/246,899

Also enclosed is the credit card payment form for the required filing fee in the amount of
$300.00.

The Commissioner is hereby authorized to charge any additional fees which may be
required, or credit any overpayment, to Account No. 50-2014.

Please note: All electronic correspondence relating to this matter should be sent to
tmdocket@oblon.com.

Respectfully submitted,

OBLON, SPIVAK, MCCLELLAND,
MAIER & NEUSTADT, P.C.
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Attorney Docket No.: 323556US33 BOX TTAB FEE

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
SUGARTOWN WORLDWIDE, INC., )
)
Opposer, )
)
V. ) Opposition No.
) Appln. Serial No. 77/246,899
POSTON PRICE, LLC, ) Mark: PP & PALM TREE DESIGN
)
Applicant. )
)
The Trademark Trial and Appeal Board
| P.O. Box 1451
Alexandria, VA 22313-1451
08/27/2008 SWILSONL 00000029 77246853
o 036402 300.00 07 NOTICE OF OPPOSITION

SUGARTOWN WORLDWIDE, INC., a corporation duly organized and existing under
the laws of the State of Pennsylvania, located and doing business at 800 Third Avenue, King of
Prussia, Pennsylvania 19406 (hereinafter "Opposer"), believing that it will be damaged by
registration, hereby opposes Application Serial No. 77/246,899, filed August 3, 2007, under the
Trademark Act of 1946, in the name of Poston Price, LLC, published for opposition in the
Official Gazette of February 26, 2008, for the mark PP & PALM TREE DESIGN.

The grounds of Opposition are as follows:

1. Opposer, SUGARTOWN WORLDWIDE, INC,, is a corporation duly organized
and existing under the laws of the State of Pennsylvania, having its principal offices at 800 Third

Avenue, King of Prussia, Pennsylvania 19406.
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. 2. Since prior to Applicant’s filing date and Applicant's claimed date of first use,
Opposer engaged and is now engaged in the manufacture, distribution, sale, advertising, and
promotion in interstate commerce of clothing.

3. Since prior to Applicant’s filing date and Applicant's claimed date of first use,

Opposer used, and is now using Opposer’s marks:

in connection with clothing distributed and sold by Opposer in commerce. Opposer has common
law trademark rights to these two Palm Tree Design marks.

4. Additionally, Opposer is the owner of, and will rely herein, upon the following
federal trademark registration:

Mark Status and Goods/Services

Registration No. 3,469,834

Filed July 16, 2004

Registered July 15, 2008

Clothing, namely, pants, slacks, shirts, belts, jackets, sKirts, shorts,
dresses, sweaters, blouses, swimwear, children's wear, namely, dresses,
sweaters, blouses, shirts, skirts, jeans, pants, slacks, and shorts.

Printed information from the TARR and Assignment electronic databases of the USPTO
showing the current status and title of the registration is attached as Exhibit 1.

5. Since its initial use of the aforementioned Palm Tree Design marks, Opposer has
used, advertised, promoted, and offered Opposer’s goods and/or services bearing the marks to
the public through channels of trade in commerce, with the result that members of the relevant
consuming public have come to know and recognize Opposer’s Palm Tree Design marks and
associate same with Opposer and/or goods and/or services offered by Opposer. Opposer has

established goodwill in connection with the sales of products and/or services under its marks.




. 6. Upon information and belief, on August 3, 2007, Applicant filed an application
for registration of the alleged PP & PALM TREE DESIGN trademark for “pants.” Said
application was assigned Serial No. 77/246,899, and was published for Opposition in the Official
Gazette of February 26, 2008.

7. Applicant’s PP & PALM TREE DESIGN mark is a simulation and colorable
imitation of, and so resembles Opposer’s Palm Tree Design marks as to be likely, when applied
to the proposed goods and/or services of Applicant, to cause confusion or mistake or to deceive
the relevant consuming public resulting in damage and detriment to Opposer and its reputation,
in violation of Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d).

8. Upon information and belief, Opposer and Applicant are both engaged in the sale
and promotion of their respective goods and/or services through the same channels of trade and
to the same general class of consumers.

9. Opposer, upon information and belief, avers that members of the relevant
consuming public are likely to be confused, mistaken, or deceived as to the origin and
sponsorship of Applicant’s goods and/or services marketed under Applicant’s alleged PP &
PALM TREE DESIGN mark and misled into believing that such goods and/or services are
produced by, emanate from, or are in some way associated with Opposer, to the damage and
detriment of Opposer and its reputation.

10. Opposer, upon information and belief, avers that it will be damaged by the
continued use and registration by Applicant of the alleged PP & PALM TREE DESIGN mark, as
set forth in Applicant’s Trademark Application Serial No. 77/246,899, in that the mark is
confusingly similar to Opposer's Palm Tree Design marks and common law rights and is used in
connection with goods and/or services identical and/or related to the goods and/or services
offered by Opposer.

WHEREFORE, Opposer, SUGARTOWN WORLDWIDE, INC,, believes and avers that

it is being and will continue to be damaged by registration of the PP & PALM TREE DESIGN
-3.



mark as aforesaid, and requests that said Application Serial No. 77/246,899 be rejected, that no
registration be issued thereon to Applicant, and that this Opposition be sustained in favor of
Opposer.

Opposer has appointed JEFFREY H. KAUFMAN, a member of the law firm of OBLON,
SPIVAK, McCLELLAND, MAIER & NEUSTADT, P.C., a member of the Bar of the
Commonwealth of Virginia, to prosecute this opposition proceeding and to transact all business
in and before the United States Patent and Trademark Office in connection herewith. Please
address all correspondence to:

Jeffrey H. Kaufman
OBLON, SPIVAK, McCLELLAND, MAIER & NEUSTADT,P.C.
1940 Duke Street
Alexandria, Virginia 22314
We enclose our credit card payment form for the required filing fee for this Opposition.

The Commissioner is hereby authorized to charge any additional fees which may be required, or

credit any overpayment, to Deposit Account No. 50-2014.

Respectfully submitted,

SUGARTOWN WORLDWIDE, INC.

By: 7%« /4/ 'é/"/r“’—\

/ Jeffrey . Kaufman{/
Kyoko Imai
OBLON, SPIVAK, MCCLELLAND,
MAIER & NEUSTADT, P.C.
1940 Duke Street
Alexandria, Virginia 22314
(703) 413-3000
fax (703) 413-2220
e-mail: tmdocket@oblon.com
Counsel for Opposer

Dated: August 25, 2008
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the foregoing NOTICE OF OPPOSITION was
served on Counsel for Applicant as identified by the records of the U.S. Patent and Trademark
Office this 25th day of August, 2008, by sending same, via First Class mail, postage prepaid, to:

JOCELYN G. BOLLING

PO BOX 2039
MOUNT PLEASANT, SC 29465-2039
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Latest Status Info 1

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2008-08-25 14:44:05 ET

Serial Number: 78980357 Assignment Information Trademark Document Retrieval

Registration Number: 3469834

l
|
Mark \|‘

(words only): L

Standard Character claim: No

Current Status: Registered.

Date of Status: 2008-07-15

Filing Date: 2004-07-16

Transformed into a National Application: No
Registration Date: 2008-07-15

Register: Principal

Law Office Assigned: LAW OFFICE 114

If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark Assistance
Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 650 -Publication And Issue Section

Date In Location: 2008-06-12

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Sugartown Worldwide, Inc.

Address:

Sugartown Worldwide, Inc.

800 Third Avenue

King of Prussia, PA 194061412

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Pennsylvania
Phone Number: 703-413-3000

Fax Number: 703-413-2220

GOODS AND/OR SERVICES

httpl:/tarr.uspto.gov/tarr ?regser=registration&entry=3469834-+&acti... 8/25/2008 2:44 PM



Latest Status‘Info 2

International Class: 025

Class Status: Active

Clothing, namely, pants, slacks, shirts, belts, jackets, skirts, shorts, dresses, sweaters, blouses, swimwear, children's wear, namely, x
dresses, sweaters, blouses, shirts, skirts, jeans, pants, slacks, and shorts

Basis: 1(a)

First Use Date: 2008-05-00

First Use in Commerce Date: 2008-05-00

ADDITIONAL INFORMATION

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s):
05.01.03 - Palm trees
27.03.04 - Plants forming letters or numerals

Prior Registration Number(s):
1926195
2805133

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval" shown near the top
of this page.

2008-07-15 - Registered - Principal Register

2008-06-12 - Law Office Registration Review Completed
2008-06-12 - Assigned To LIE

2008-06-12 - Allowed for Registration - Principal Register (SOU accepted)
2008-06-12 - Notice Of Design Search Code Mailed
2008-06-11 - Statement of use processing complete
2008-06-05 - Amendment to Use filed

2008-06-11 - Divisional processing completed
2008-06-05 - Divisional request received

2008-06-11 - Extension 5 granted

2008-06-05 - Extension S filed

2008-06-05 - PAPER RECEIVED

2008-01-10 - Extension 4 granted
2007-12-06 - Extension 4 filed

2007-12-06 - PAPER RECEIVED

h I://tarr.uspto.gov/tarr‘?regser=registration&entry=3469834+&acti... 8/25/2008 2:44 PM
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Latest Status Info 3

2007-08-29 - Extension 3 granted

2007-06-06 - Extension 3 filed

2007-06-06 - PAPER RECEIVED \

2007-01-30 - Extension 2 granted i

2006-12-06 - Extension 2 filed $Il
|

2006-12-06 - TEAS Extension Received "

2006-07-01 - Extension 1 granted |

2006-06-06 - Extension 1 filed

2006-06-06 - PAPER RECEIVED

2005-12-06 - Notice of allowance - mailed

2005-09-13 - Published for opposition

2005-08-24 - Notice of publication

2005-07-27 - Law Office Publication Review Completed

2005-07-27 - Assigned To LIE

2005-07-22 - Assigned To LIE

2005-07-19 - Approved for Pub - Principal Register (Initial exam)

2005-07-01 - Examiner's Amendment Entered

2005-06-30 - EXAMINERS AMENDMENT E-MAILED

2005-06-30 - Examiners Amendment -Written

2005-06-22 - Amendment From Applicant Entered

2005-06-09 - Communication received from applicant

2005-06-09 - PAPER RECEIVED

2004-12-20 - Combined Examiner's Amendment/Priority Action Entered

2004-12-20 - Examiner's Amendment And/Or Priority Action E-Mailed

2004-12-20 - Examiners Amendment And/Or Priority Action - Completed

2004-12-10 - Assigned To Examiner

2004-08-03 - Applicant amendment prior to exam entered
2004-08-03 - PAPER RECEIVED

2004-07-23 - New Application Entered In Tram

ATTORNEY/CORRESPONDENT INFORMATION

Attorney of Record

http ‘//tarr.uspto.gov/tarr?regser=registration&entry=3469834+&acti... 8/25/2008 2:44 PM
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Latest StatusInfo

.

Jeffrey H. Kaufman

Correspondent \
JEFFREY H KAUFMAN '.
OBLON, SPIVAK, MCCLELLAND, MAIER, & NE '.
1940 DUKE ST '|
ALEXANDRIA, VA 22314-3451 '
Phone Number: 703-413-3000

Fax Number: 703-413-2220

httpy//tarr.uspto.gov/tarr?regser=registration&entry=3469834+&acti... 8/25/2008 2:44 PM
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USPTO Assignments on the Web

' r ] _United States Patent and Trademark Office

Home Site Index Search Guides Contacts eBusiness eBiz alerts News Help

Assignments on the Web

rademark Query

No assignment has been recorded at the USPTO

For Serial Number: 77246899
If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.0.1
Web interface last modified: April 20, 2007 v.2.0.1

| HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT

http:(/assignments.uspto. gov/assignments/q?db=tm&sno=77246899

8/25/2008 2:43 PM




