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v. 
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RICHARD COSTANTINE 
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(against application Serial No.  
77402411) 
 

Opposition No. 91187378 
(against application Serial No. 
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ORIGINAL MARYLAND FRIED CHICKEN, 
LLC 
 

v. 
 

THERESA COSTANTINE, AS PERSONAL 
REPRESENTATIVE FOR THE ESTATE OF 
RICHARD COSTANTINE 

 
Cheryl Butler, Attorney, Trademark Trial and Appeal Board: 

News from the TTAB:  The third edition of the TBMP, 
dated 2011, was recently posted on the TTAB's home 
page.  The parties are directed to this invaluable 
resource, which reflects significant changes and 
updates to the second edition (dated 2004). 

 
 In accordance with the Board's order dated February 8, 2011, 

the discovery period was last set to close on March 30, 2011.  

Applicant, on March 15, 2011, filed a motion for entry of a 
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protective order against her deposition.  Opposers, on March 30, 

2011, filed a response thereto.  Both parties note that opposers 

noticed a discovery deposition of applicant for March 21, 2011. 

 In support of applicant's motion, applicant's attorney 

indicates that applicant, Theresa Costantine, is 82 years old, 

suffers from high blood pressure and congenital heart failure, 

and cannot sit for any long period of time because she suffers 

from severe neck and back pain.  As a consequence, the stress 

from the deposition would be detrimental to Mrs. Costantine's 

health.  Applicant notes that, as to opposer Original Maryland 

Fried Chicken ("OMFC"), this case involves a family dispute as 

well as the legacy of applicant's deceased husband; that OMFC 

previously deposed Mrs. Costantine in a state court case; that 

many of her responses in that deposition indicated that she is 

not knowledgeable about many historical matters; and that she 

broke down during the questioning and was unable to answer 

numerous questions.  Applicant's attorney argues that the 

affidavit submitted by Mrs. Costantine in connection with the 

earlier pending summary judgment motion in this consolidated 

proceeding merely identified exhibits, the veracity of which may 

be confirmed by other means; that Mrs. Costantine's health has 

been declining since the death of her husband in 2008; and that 

opposers would not agree to the less burdensome means of 

discovery suggested by applicant's attorney - a deposition upon 

written questions. 
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 In response, opposers argue that, because these consolidated 

proceedings have been stayed for much of their pendency in view 

of the nature of the previous motions filed, opposers have not 

had an opportunity to depose applicant; that, even if OMFC was 

able to depose applicant in state court proceeding, CFM has never 

had such an opportunity; that applicant's statements in her 

deposition differ somewhat that her statements in her declaration 

(in connection with the earlier summary judgment motion); and 

that opposers should be allowed to question Mrs. Costantine on 

matters relevant to this case.  Opposers point out that Mrs. 

Costantine is the applicant and there is no one else (e.g., a 

corporate officer) to question on the matters that may be within 

her knowledge such as the historical aspects of the marks at 

issue.  Opposers also indicate that Tony Costantine, in his 

recent deposition, often stated that Theresa Costantine would 

have to be asked certain questions.  Specifically, those topics 

were:  the accounting and profits made at the Leesburg 

restaurant, the form of business under which the Leesburg 

restaurant operates, the exact time when applicant began 

operating the restaurants under the marks, and applicant's 

ownership interest in the original Maryland Fried Chicken store 

and in Maryland Fried Chicken, Inc.  Opposer's contend that Mrs. 

Costantine's conditions are not life-threatening; that they have 

offered to make accommodations for her comfort; and that there is 

no mental infirmity as Mrs. Costantine remains active in the 
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business.  Opposers contend that applicant did not make a good 

faith effort to resolve the dispute because depositions upon 

written questions are not a substitute for an in-person 

deposition; and because applicant's attorney indicated that Mrs. 

Costantine simply did not want to be deposed.  Opposers cross 

move to compel the deposition and, alternatively, ask that, if 

the motion for protective order be granted, applicant be 

precluded from offering her testimony at trial by any means. 

 As a preliminary matter, it is apparent that there was no 

good faith effort to resolve the dispute.  Nonetheless, in order 

to get this case back on track, because applicant is an 

individual, and because of applicant's expressed infirmities, the 

Board considers applicant's motion. 

 There are certain situations (involving annoyance, 

embarrassment, oppression, or undue burden or expense) in which a 

party may properly respond to a request for discovery by filing a 

motion for a protective order that the discovery not be had, or 

be had only on specified terms and conditions.  See Trademark 

Rule 2.120(f); and TBMP § 526 (3d ed. 2011).  Here, a protective 

order is sought against the discovery deposition of Mrs. 

Costantine on the basis of undue burden.  Unfortunately, Mrs. 

Costantine is an individual applicant representing the estate of 

Richard Costantine.  In such capacity, she is the only person 

available, as noted by the answers of Tony Costantine in his 
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deposition, to be questioned, at least with respect to certain 

topics. 

 The Board reviewed the transcript of the deposition of Mrs. 

Costantine from the state court action.  While the Board is 

sympathetic that the subject matter was difficult for Mrs. 

Costantine, particularly because of the apparent family dispute 

and the then-recent passing of her husband, there is no 

indication the OMFC's attorney at the time acted improperly or 

aggressively toward Mrs. Costantine in any way.  Rather, the 

transcript reflects that the attorney was respectful of Mrs. 

Costantine and mindful of how difficult the deposition was for 

her.  The Board notes, too, that the statements made by Mrs. 

Costantine in the deposition taken for the state court proceeding 

and the statements made in her affidavit on the earlier summary 

judgment motion in this case differ somewhat.  Opposers should be 

allowed to question her on these differences as well. 

 Opposers have offered to make accommodations for Mrs. 

Costantine to minimize her discomfort during a discovery 

deposition, including taking the deposition at her home and 

having frequent breaks.  Applicant has not indicated why these 

accommodations should not be sufficient. 

 In view thereof, applicant's motion for a protective order 

is denied and opposer's cross motion to compel the discovery 

deposition of Theresa Costantine is granted. 
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 The Board is aware that the experience of a deposition is 

stressful to many people.  The parties' attorneys are to take 

steps to reduce the stress and discomfort as much as possible.  

CFM has not had an opportunity to depose Mrs. Costantine before, 

and OMFC is represented by a different attorney.  CFM and OMFC 

have been coordinating as opposers.  For efficiency of time, OMFC 

and CFM are to ascertain which questions they have in common and 

designate one attorney to ask those questions.1  Richard 

Costantine, Jr. was not present at the deposition taken for the 

state court proceeding and need not be present for the deposition 

in this proceeding.  The parties' attorney should confer and 

consider whether to stipulate that the discovery deposition of 

Mrs. Costantine may be entered into evidence during applicant's 

assigned testimony period as Mrs. Costantine's testimonial 

deposition.  See Trademark Rule 2.120(j)(2); and TBMP § 704.09 

(3d ed. 2011).  Mrs. Costantine would then know she would not be 

called again for a deposition at trial.2 

                     
1 They may also designate one attorney to ask all the questions during the 
deposition. 
 
2 As the Board informed applicant before, Mrs. Costantine's deposition taken 
in connection with the state court action is not available to be introduced as 
evidence because it is not, in fact, trial testimony from another proceeding.  
Instead, it was a discovery deposition.  See Trademark Rule 2.122(f); and TBMP 
§ 704.13 (3d ed. 2011). 
  As to the affidavit submitted in this consolidated opposition in connection 
with the earlier summary judgment motion, it was of record only for 
consideration of such motion.  To be considered at final hearing, the evidence 
must be properly introduced into evidence during the assigned trial period for 
applicant, if applicant intends to rely on it.  See Levi Strauss & Co. v. R. 
Josephs Sportswear, Inc., 28 USPQ2d 1464, 1465 fn.2 (TTAB 1993); Pet, Inc. v. 
Bassetti, 219 USPQ 911 (TTAB 1983); and American Meat Institute v. Horace W. 
Longacre, Inc., 211 USPQ 712 (TTAB 1981). 
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 Mindful of Mrs. Costantine's stated infirmities, the Board 

suggests that, in addition to frequent breaks, the parties 

consider having a medical professional in attendance to monitor 

Mrs. Costantine's overall condition, including her blood 

pressure, and adjourn the deposition until another day should 

Mrs. Costantine experiences undue stress that is adversely 

affecting her health.  Applicant's attorney is to inform 

opposers' attorney where the deposition is to take place (for 

Mrs. Costantine's comfort, e.g., her home or her attorney's 

office). 

 The parties' attorneys should now start considering other 

efficiencies they may agree upon in order to streamline the 

introduction of evidence.  For example, the parties may stipulate 

to the authenticity of any produced documents.  See TBMP § 705 

(3d ed. 2011).  Even where parties are not pursuing accelerated 

case resolution ("ACR"), they may nonetheless stipulate to 

evidence to achieve savings of time and expense for all 

concerned.  In this case, stipulations regarding the evidence may 

also reduce the future role of Mrs. Costantine in this 

consolidated opposition. 

 Proceedings are resumed.  Other than the deposition of Mrs. 

Costantine, neither party has informed the Board that further 

discovery is needed.  Accordingly, the discovery period is closed 
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(except for the deposition of Mrs. Costantine) and dates are 

reset as follows:3 

Deposition of applicant to take place by:
(unless otherwise agreed to by the 
parties) 

8/1/2011 

Plaintiff's Pretrial Disclosures 9/16/2011 
Plaintiff's 30-day Trial Period Ends 10/29/2011 
Defendant's Pretrial Disclosures 11/13/2011 
Defendant's 30-day Trial Period Ends 12/28/2011 
Plaintiff's Rebuttal Disclosures 1/12/2012 
Plaintiff's 15-day Rebuttal Period Ends 2/11/2012 

 

 In each instance, a copy of the transcript of testimony 

together with copies of documentary exhibits, must be served on 

the adverse party within thirty days after completion of the 

taking of testimony.  Trademark Rule 2.l25. 

 Briefs shall be filed in accordance with Trademark Rules 

2.l28(a) and (b).  An oral hearing will be set only upon request 

filed as provided by Trademark Rule 2.l29. 

*** 

                     
3 If the parties have not yet served expert disclosures, or feel expert 
disclosures that have been served are to be supplemented, they are allowed 
until June 15, 2011 to do so.  Of course, if neither party intends to utilize 
an expert, no expert disclosure is required. 


