Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA406568

Filing date: 05/02/2011

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91185117

Party Plaintiff
In. Pro. Di - Inghirami Produzione Distribuzione S.p.A.

Correspondence CATHY E. SHORE-SIROTIN

Address LACKENBACH SIEGEL LLP

ONE CHASE ROAD, LACKENBACH SIEGEL BUILDING
SCARSDALE, NY 10583

UNITED STATES

CShore@LSLLP.com

Submission Motion to Suspend for Settlement Discussions

Filer's Name Cathy E. Shore-Sirotin

Filer's e-mail cshore@LSLLP.com, nsaraco@LSLLP.com, tmefs@LSLLP.com
Signature /cathy e. shore-sirotin/

Date 05/02/2011

Attachments Motion to Suspend.pdf ( 4 pages )(207067 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No.: 77/067,406

Mark: CAMELBAK
International Class: 25 (IC 9 not opposed)
Applicant: CamelBak Products, LLC
Date of Publication: January 22, 2008
X
IN.PRO.DI - INGHIRAMI PRODUZIONE :
DISTRIBUZIONE S.P.A.,
Opposer,
V. :  Opposition No. 91185117
CAMELBAK PRODUCTS, LLC,
Applicant. :
X

CONSENTED MOTION TO SUSPEND THE PROCEEDINGS AND
TO EXTEND DISCOVERY AND TESTIMONY DEADLINES

In. Pro. Di. — Inghirami Produzione Distribuzione S.p.A. (“Opposer™), an entity
organized and existing under the laws of Italy, with its principal place of business in Milan, Italy,
hereby moves to extend and suspend these proceedings for a period of thirty (30) days, pursuant
to 37 C.F.R. §2.117(c) for good cause, with the consent of Applicant CamelBak Products, LLC
(“Applicant”). Applicant’s consent was provided by telephone on April 28, 2011, by Applicant’s
counsel to Opposer’s counsel.

Notably, the parties have continued to make progress toward settlement since the last
suspension request, but again the negotiations have not proceeded as quickly as the parties had
previously anticipated. This is at least in part due to the complexities caused by the proposed
multi-jurisdictional settlement — covering both registration and use in both the United States and

the European Community.
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Since the last suspension request, counsel for the parties have continued their
negotiations. The parties are in full agreement regarding the terms covering the United States,
including both this opposition proceeding and use of the mark in the United States, and the
agreement is finalized in this respect.

However, the parties are still attempting to resolve contemporaneously the dispute in the
European Community, including a Community Trademark opposition involving the same
CAMELBAK trademark, for which one major issue remains. In this regard, the parties have
exchanged additional drafts of a written term sheet covering the potential resolution of the CTM
opposition and use of the mark in the EC. Thus, progress has been made here too.!

As previously advised, both parties have served discovery requests and the discovery
period has now closed. Thus, should the amicable resolution of this matter not materialize, the
parties are in a position to move forward with the opposition. It is for this reason that Opposer
(with Applicant’s consent) requests suspension of proceedings and an extension of the testimony
period deadlines for thirty (30) days.

In sum, the purpose of this suspension and extension request is to allow the parties ample
time to finalize the terms of and execute a settlement agreement covering both the U.S. and the
EC. Assuming that the agreement is executed, by its terms it will eliminate the need to continue
this opposition proceeding.

On the other hand, without such a suspension and extension of the current deadlines,
rather than spending their time finalizing the terms of a settlement agreement covering the EC
too, the parties instead will be responding to the outstanding discovery requests and Opposer will

be preparing for its trial period, as its Pretrial Disclosures currently are due May 23, 2011.

' The CTM opposition proceeding has been suspended for one year. Consequently, these negotiations have lagged
behind those for the U.S.
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Thus, the parties respectfully request that the Board suspend proceedings for thirty (30)

days and reset the discovery and testimony schedule thereafter as follows:

Discovery Period Closes Closed

Plaintiff’s Pretrial Disclosures June 22, 2011
Plaintiff’s 30 Day Trial Period Ends August 6, 2011
Defendant’s Pretrial Disclosures August 21, 2011
Defendant’s 30 Day Trial Period Ends October 5, 2011
Plaintiff’s Rebuttal Disclosures October 20, 2011
Plaintiff’s 15 Day Rebuttal Period November 19, 2011

For the reasons set forth above, Opposer respectfully submits that good cause for this
suspension and extension request has been demonstrated, that this proceeding be suspended and
that the discovery and testimony periods be thereafter extended and reset, as requested.

Dated: May 2, 2011 Respectfully submitted,

LACKENBACH SIEGEL LLP
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Cathy E. Shore-Sirotin

Attorneys for Opposer

Lackenbach Siegel Building

One Chase Road

Scarsdale, New York 10583

(914) 723-4300

(914) 723-4301 fax

cshore@.SLLP.com




CERTIFICATE OF SERVICE

I hereby certify that a true and accurate copy of the enclosed Opposer’s Consented
Motion to Suspend the Proceedings was served on Applicant, this day, by Email and U.S. 1%
Class Mail, addressed to Counsel for Applicant, as follows:

David S. D’ Ascenzo, Esq.
D’ Ascenzio Intellectual Property Law, P.C.
522 S.W. 5th Avenue, Suite 925
Portland, OR 97204

Dated: Scarsdale, New Y-ork y )
May 2, 2011 s
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Nicole Saraco




