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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of: Full Speed Ahead, Inc.
Serial No.: 77/334,161
Filed: November 20, 2007
Trademark: K FORCE
Int’1 Class: 012
Published: April 29, 2008
SRAM CORPORATION, )

Opposer, ;
V. ; Opposition No.:
FULL SPEED AHEAD, INC,, ;

Applicant. ;

NOTICE OF OPPOSITION

SRAM Corporation (“Opposer” or “SRAM”), an Illinois corporation having its principal
place of business at 1333 North Kingsbury, Chicago, Illinois, believes that it will be damaged by
registration of the mark shown in Application Serial No. 77/334,161, filed November 20, 2007,
in International Class 012. Accordingly, Opposer hereby opposes the registration of that mark
and requests that registration be refused.

As grounds for opposition, Opposer asserts as follows:
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SRAM’s Bicycle Components Business

1. SRAM and its affiliated companies have been selling bicycle components for over
one hundred years — since at least 1895.

2. The bicycle components sold by SRAM, either in its own name or through
subsidiaries, include: SRAM twistshifiers, cassettes, and chains; Truvativ cranks, brackets,
handlebars, and stems; Avid brakes; RockShox forks and rear shocks; and Fichtel & Sachs hubs,
cranks, derailleurs, shifters, brakes, cassettes, chains, handlebars, stems, bottom brackets, brake
levers, brake cables, and head sets.

3. SRAM has invested a great deal of time and money in promoting its business and
the professional quality of its goods, and is continuing to spend substantial amounts of time and
money in the promotion of the same.

4. SRAM owns numerous trademarks for its vast offering of bicycle components.
SRAM’s well-known trade name and housemark “SRAM” is a registered trademark, Reg. No.
2,056,661. SRAM began using the SRAM housemark in January of 1988, and the mark was
registered on April 29, 1997. SRAM additionally owns trademark rights based upon federal
registrations and the common law for numerous marks related to bicycle parts and goods,
including but not limited to POWERLOCK (Registration No. 3,277,874) and SRAM RIVAL
(Registration No. 3,238,333). SRAM has also applied for federal registration of the mark
SRAM FORCE (Serial No. 78/589,700) for use on bicycle parts.

Applicant Full Speed Ahead Inc.’s Application

5. On or about November 20, 2007, Applicant Full Speed Ahead, Inc. (“FSA” or

“Applicant”) filed this intent-to-use application, Serial No. 77/334,161 (“the ‘161 application”).



6. The ‘161 application seeks registration of the mark K FORCE in International
Class 012 for “bicycle parts and accessories, namely, crank sets and bottom brackets, handlebars,
handlebar stems, seatposts, derailleur gears, change-speed gears and cassette gears, brakes,
wheels, hubs for wheels, spokes for wheels and rims for wheels, saddles, chainrings, and chains”,
as evidenced by the publication of said mark in the April 29, 2008 issue of the Official Gazette.

7. FSA is also the claimed owner of Registration No. 3,198,864. That registration,
which issued on January 16, 2007, is for the exact same mark — K FORCE, in the same

International Class 012, on overlapping and virtually identical claimed goods:

Original Subsequent

K FORCE K FORCE
“Actual Use” “Intent to Use”

Application/Registration Application

(Reg. No. 3,198,864)

(the ‘161 application)

Bicycles and parts

Bicycle parts and accessories

Front forks n/a
Bicycle cranks Cranks
Bicycle rims Rims for wheels
Seatpost Seatposts
Handlebar Handlebars
Bottom brackets Bottom brackets
Chainrings Chainrings
Headset bearings n/a
Bicycle hubs Hubs for wheels
Bicycle spokes Spokes for wheels
Brake device for bicycles Brakes
Bicycle chain Chains

Handlebar stem

Handlebar stems

Bicycle gears

Derailleur gears, change-speed
gears and cassette gears




Fraud on the USPTO

8. The registration for the original K FORCE mark (Registration No. 3,198,864)
resulted from the March 21, 2006 application of Tien Hsin Industries Co., Ltd., which was
assigned Serial No. 78/842,759 (“the ‘759 application”).

9. That registration was obtained by fraud because knowingly false representations

were made in its sworn application regarding actual use of the goods. See Medinol L.td v. Neuro

Vasx, Inc., 67 USPQ2d 1205, 1209 (TTAB 2003).

10. Sworn testimony has established that at least seven of the goods that were listed
as being in actual use at the time of the ‘759 application were not being used in conjunction with
the K FORCE mark at that time, and in some instances have never been used with the K FORCE

mark:

Original
K FORCE
“Actual Use” Sworn Testimony
Application/Registration

Not In Use at Time of “Actual
Use” Application/Declaration
Not In Use at Time of “Actual
Use” Application/Declaration
Never used with K FORCE

Brake device for bicycles

Bicycle chain

Front forks - | NotIn Use at Time of “Actual
Use” Application/Declaration
Chainrings > Never used with K FORCE
Headset bearings > Never used with K FORCE
Bicycle hubs - | Not In Use at Time of “Actual
Use” Application/Declaration
Bicycle spokes -> Never used with K FORCE
9
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Bicycle gears




See also Brief on Behalf of Applicant SRAM Corporation, filed in Opposition No. 91171889, at
pp. 35-40, attached hereto as Exhibit 1.

11.  The goods were falsely listed as in “actual use” for the purpose of obtaining rights
to which neither Tien Hsin Industries Co., Ltd., nor FSA, were entitled.

12.  Based on these circumstances, and the damage SRAM has and continues to suffer
due to the fraudulently procured registration, SRAM has filed its Petition for Cancellation of
Registration No. 3,198,864, Tracking No. ESTTA217940.

FSA’s Attempts to Continue the Fraud

13.  Eleven months after the original K FORCE registration (Registration
No.3,198,864) was issued, FSA filed the current ‘161 application pursuant to Section 1(b) of the
Lanham Act.

14.  The ‘161 application seeks registration of the identical K FORCE mark that is
already registered as Registration No. 3,198,864.

15.  The ‘161 application lists virtually identical goods as listed in Registration No.
3,198,864, in the same International Class 012.

16.  As demonstrated below, five of the goods that were fraudulently listed in the
original application as “in use” (even though it was known that they were not in use at that time)

are now listed in the “intent-to-use” application, albeit under slightly altered labels:



Original Subsequent

K FORCE K FORCE
“Actual Use” “Intent to Use”
Application/Registration Application
Cancellation Required
(Reg. No. 3,198,864) (the ‘161 application)

Bicycle hubs > FRAUD: Not in use -> Hubs for wheels

Bicycle spokes > FRAUD: Never sold as -> Spokes for wheels
K FORCE

Brake device for bicycles 2> FRAUD: Notin Use - Brakes

Bicycle chain -> FRAUD: Not in Use -> Chains

Bicycle gears > FRAUD: Never sold -> Derailleur gears, change-
as K FORCE speed gears and cassette gears

17.  Contrary to the interests of justice, equitable principles, and applicable precedent,
the current ‘161 application was filed in an apparent attempt to save the fraudulently obtained
rights from cancellation and otherwise continue the fraud.

Use of “FORCE” in the Bicvcle Industry

18. Both the K FORCE registration, Registration No. 3,198,864, and the current
‘161 application, incorporate the term “FORCE”, which is an extremely common term in the
bicycle industry.

19.  The USPTO lists at least nine live trademarks containing the word “FORCE” for

goods and services related to the bicycle industry.




20.  There additionally are over 40 directly competitive products related to bicycles
and bicycle parts that incorporate the term “FORCE”.

21. FSA is not entitled to exclusive use of the word “FORCE”, which is a weak,
diluted term in the bicycle industry, as there is widespread third-party use.

The Application Should be Rejected

22.  Fraud occurs when a trademark applicant makes material representations of fact

in its declaration which it knows or should know to be false or misleading. Medinol Ltd v.

Neuro Vasx, Inc., 67 USPQ2d 1205, 1209 (TTAB 2003).

23.  The original K FORCE registration (Registration No. 3,198,864) was fraudulently
procured because Hsiu-Chih Wang, the Declarant in support of the application, knew that the
K FORCE mark was not in actual use at the time of the application.

24.  Upon a finding of fraud, a registrant may not simply amend its registration.
Rather, the entire mark is cancelled. Id.

25.  Additionally, a fraudulently obtained registration may not be used for any purpose

before the TTAB or otherwise under the doctrine of unclean hands. Duffy-Mott Co., Inc. v.

Cumberland Packing Co., 424 F. 2d 1095, 1098-99 (CCPA 1970).

26.  The instant ‘161 application is for the identical K FORCE mark, on the same
goods, in the same International Class, as the K FORCE Registration that was previously
obtained by fraud and that FSA currently purports to own and references in its application.

27.  The instant ‘161 application should be rejected in its entirety because the
circumstances at the time of FSA’s filing demonstrate that FSA seeks registration not because it
has an innocent, bona fide intent to use the K FORCE mark on the listed bicycle components in

the future, but because it anticipates cancellation of the fraudulently obtained Registration No.



3,198,864 and seeks, through procedural machinations, to avoid cancellation of the rights it
claims to own and that in the interests of justice it is not entitled to maintain.

28.  FSA does not have the right to register a mark for the purpose of continuing a
previous fraud on the USPTO.

29.  Additionally, FSA’s K FORCE mark is one of a crowd of “FORCE” marks in the
bicycle industry.

30.  FSA does not have any exclusive rights to the word “FORCE”.

31.  FSA’s conduct since issuance of Registration No. 3,198,864 for the very same
mark indicates that FSA is attempting to improperly obtain exclusive rights in the weak and
descriptive term “FORCE”.

32.  The K FORCE mark that is the subject of the ‘161 application is therefore
descriptive and is not entitled to registration.

33. SRAM will be damaged by the registration sought by FSA because, inter alia,
SRAM and FSA are competitors, and any such registration would impair SRAM’s ability to
market and compete in the bicycle industry due to the manner in which FSA has improperly
sought to extend whatever rights it may enjoy, to include the exclusive right to use the word
“FORCE” in the bicycle field.

PRAYER FOR RELIEF

WHEREFORE, Opposer SRAM Corporation believes that it would be damaged by said
registration and prays that said Application Serial No. 77/334,161 be rejected, that no registration
be issued thereon to Applicant, and that this Opposition be sustained in favor of Opposer SRAM

Corporation.



Respectfully submitted,

LEWIS, RICE & FINGERSH, L.C.

By /%a/é/%/

Richard B. Walsh, Tr/
Michael J. Hickey

500 North Broadway, Suite 2000
St. Louis, Missouri 63102
Telephone: (314) 444-7600
Facsimile: (314) 241-6056

Milan Milosevic

SRAM Corporation

1333 N. Kingsbury St., F1. 4
Chicago, IL 60622-7339
Telephone: (312) 664-8800 x. 1361
Facsimile: (312) 664-8826

Attorneys for SRAM Corporation



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of this NOTICE OF OPPOSITION has
been served on counsel for Applicant Full Speed Ahead, Inc., by first class mail, postage prepaid,

on this 27th day of June 2008 to:

Morton J. Rosenberg

Rosenberg, Klein & Lee

3458 Ellicott Center Drive, Suite 101
Ellicott City, MD 21043

James R. Uhlir

Christensen O’Connor Johnson Kindness PLLC
1420 Fifth Avenue, Suite 2800

Seattle, WA 98101-2347

jublir@cojk.com

Robert J. Adolph

Todd M. Lander

The Adolph Law Group, PLLC
701 Fifth Avenue, Suite 7100
Seattle, WA 98104
rjadolph@adolphlaw.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FULL SPEED AHEAD, INC,, No. 91171889

Serial No. 78589700

Opposer, Mark: SRAM FORCE
V.
BRIEF ON BEHALF OF
SRAM CORPORATION, APPLICANT SRAM CORPORATION

N’ N’ N N’ N N’ N N

Applicant.
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I. INTRODUCTION

Applicant SRAM Corporation (“Applicant” or “SRAM”) has applied for federal registration of its
mark “SRAM FORCE” relating to bicycle parts (International Class 12) and clothing (International Class
25) (Serial No. 78/589,700, filed March 17, 2005). Opposer Full Speed Ahead, Inc. (“Opposer” or
“FSA”) asserts that registration should be refused on grounds that the mark “SRAM FORCE” would
likely cause confusion with FSA’s mark “K FORCE.” Opposer FSA’s assertions have no merit and are
based on misrepresentations of fact and law.

Opposer does not have the exclusive rights to use the mark “FORCE” in the bicycle industry,
even though it falsely represents to this Board that it is the owner of such a mark. Compare Opposer’s
Brief, p. 1 (“Opposer FSA is the owner . . . of recently published Application Serial No. 77/334,161, also
for FORCE.”) with Application Serial No. 77/334,161 (FSA’s application for mark “K FORCE”). The
truth is that Opposer FSA could not obtain exclusive rights to the mark “FORCE” because of its
descriptive nature and its weakness due to widespread use of the term by multiple third-parties in the
bicycle field. They registered the mark K FORCE instead. Nevertheless, through this Opposition and its
false statements to the Board, FSA is attempting to obtain such exclusivity and to prohibit SRAM from
using the term “FORCE?” as part of its applied for mark “SRAM FORCE.” The Board should dismiss this
Opposition and reject FSA’s unfair and unfounded attempt to broaden its limited trademark rights.

As pleaded in its Notice of Opposition, FSA’s claim is based on its application for the mark
“K FORCE” (Serial No. 78/842,759, filed March 21, 2006). Notably, Opposer FSA has not pled or
amended its Notice to rely on any issued registration or to state that its usage in commerce in the United
States preceded SRAM’s filing date. Moreover, FSA’s ultimate issued registration for “K FORCE” (Reg.
No. 3,198,864) was obtained by fraud (because it misrepresented the goods using the mark), meaning that
FSA comes with unclean hands as it attempts to assert its fraudulently obtained rights to block SRAM’s
registration. Opposer FSA’s misconduct is the subject of a pending cancellation action in view of

evidence discovered in this Opposition proceeding. (Tracking No. ESTTA217940).



Even assuming for the sake of argument that FSA could overcome these fatal procedural and
evidentiary deficiencies, the crux of FSA’s argument that there is a likelihood of confusion between its
mark “K FORCE” and SRAM’s mark “SRAM FORCE” is fundamentally flawed. Contrary to FSA’s
false statements to this Board that it is the owner of the mark “FORCE,” see, e.g., Opposer’s Brief, p. 1,
FSA is only the purported owner of “K FORCE,” which is considerably different in sound, appearance
and connotation from SRAM’s mark “SRAM FORCE.” The common element between the marks,
“FORCE,” is a descriptive and weak term frequently used in product identification within the bicycle
industry, such that no party could obtain exclusive rights to it. Additionally, the channels of trade through
which the goods at issue travel involve highly sophisticated purchasers, who readily distinguish between
marks and who will not be confused by incorporation of the weak “FORCE” term in the two marks.
Indeed, FSA has produced no evidence even of a single instance of confusion by anyone in the bicycle
field between the two marks. Last but not least, SRAM has effectively precluded the possibility of any
confusion between the two marks by incorporating SRAM’s strong housemark and trade name “SRAM”
into its “SRAM FORCE” mark. Nothing could be a better identifier to sophisticated purchasers of the
source of goods bearing the “SRAM FORCE” mark than SRAM’s own name. To claim that confusion
will arise from SRAM’s registration of the mark “SRAM FORCE” borders on the absurd.

The Board should therefore dismiss this Opposition.

ii. THE RECORD

The evidence of record for Applicant SRAM consists of:

1. Testimony of SRAM’s Milan Milosevic taken January 31, 2008 (“Milosevic
Dep.”).
2. Testimony of SRAM’s Ronald Ritzler taken January 31 and February 1, 2008

(“Rutzler Dep.”).

3. Testimony of independent bicycle dealer John Olin taken January 31, 2008
(“Olin Dep.”).
4, Exhibits 22-86 and 93-99.



The evidence of record for Opposer consists of:'
1. Testimony of FSA’s John Matthew Van Enkevort taken November 26, 2007

(“Van Enkevort Dep.”).

2. Testimony of FSA’s Eric Hjertberg taken November 27, 2007 (“Hjertberg
Dep.”).
3. Exhibits 1-21, 87-92, and 100-119.

1. STATEMENT OF THE ISSUES

1. Whether Opposer FSA has failed to meet its burden to show a likelihood of confusion
between the marks “SRAM FORCE” and “K FORCE”.

2. Whether dismissal of this Opposition is appropriate based solely on the doctrine of
unclean hands in view of the fact that Opposer FSA committed fraud in filing its trademark application
for “K FORCE,” upon which application FSA relies for its Opposition.

3. Whether as evidentiary and procedural matters Opposer FSA has satisfied its burden to
show priority and standing to maintain this Opposition.

IV. RECITATION OF FACTS

A. Nature Of SRAM’s Business.

Bicycle components are, in general, the parts attached to a bicycle frame that make the bicycle
(1) move forward by human leg force applied to pedals (drive train), (2) stop by hand force applied to
levers (brake system), and (3) otherwise function properly in terms of handling and operation (handlebar,
saddle, etc.). SRAM is a full range supplier of bicycle components and parts to the bicycle industry and is
the second largest supplier of bicycle components in the United States. Ritzler Dep., p. 5. SRAM and its
related companies have been producing and selling bicycle components in the United States and the world
since before the year 1900. Milosevic Dep., p. 12. SRAM has considerable sales in the bicycle industry,

with its total revenue for 2007 being approximately $350 million. Ritzler Dep., p. 13.

! Applicant’s Response To Opposer’s Objections And Applicant’s Statement Of Objections are
submitted herewith.



Prior to the introduction of the SRAM FORCE branded products, SRAM manufactured,
distributed, and sold multiple parts for road bicycles in the United States and around the world. Ritzler
Dep., pp. 20-24, Ex. 95-98; Milosevic Dep., pp. 86-88, Ex. 22, 86. SRAM and its companies have been
selling bicycle components for road bicycles since at least 1895, Milosevic Dep., pp. 86-87, Ex. 86.
SRAM has a long history of successful products geared towards road bicycles that far exceeds that of
Opposer. Milosevic Dep., pp. 86-87, Ex. 86; Ritzler Dep., pp. 20-24, Ex. 95-98. For example, SRAM’s
twistshifter has been a popular, successful product for road bicycles beginning in the late 1980s. Ritzler
Dep., pp. 20-23, Ex. 95-98.

Moreover, SRAM has sold, either in its own name or though subsidiaries, many different bicycle
components geared towards road bicycles. These products include, but are not limited to: SRAM
twistshifters, cassettes, and chains; Truvativ cranks, brackets, handlebars, and stems; Avid brakes; and
Fichtel & Sachs hubs, cranks, derailleurs, shifters, brakes, cassettes, chains, handlebars, stems, bottom
brackets, brake levers, brake cables, and head sets. See Ritzler Dep., pp. 20-24, Ex. 95-98; Milosevic
Dep., pp. 86-88, Ex. 22, 86. In short, Opposer FSA’s assertions at page 9 of their Brief that SRAM had
only limited and unsuccessful “forays into the road component industry” prior to the sale of the
SRAM FORCE products is a blatant falsehood.

SRAM owns numerous trademarks for its vast offering of bicycle components. SRAM’s well-
known trade name and housemark “SRAM?” is a registered trademark, Reg. No. 2,056,661. Milosevic
Dep., Ex. 35. SRAM began using the SRAM housemark in January of 1988, and the mark was registered
on April 29, 1997. Milosevic Dep., pp. 13-14, Ex. 35. The SRAM FORCE application at issue here
incorporates all of the goods listed on the SRAM housemark registration. Milosevic Dep., Ex. 35. The
SRAM housemark is used on almost every single product produced by SRAM. Milosevic Dep., p. 14.

Other relevant marks that SRAM owns include SRAM RED and SRAM RIVAL. Ritzler Dep.,
pp. 53-55; Milosevic Dep., pp. 15-18, Ex. 36-37. The SRAM RIVAL mark was published to the
Principal Register on June 20, 2006 (Reg. No. 3,323,833) and the SRAM RED mark is currently pending

(Ser. No. 77/261,910). Milosevic Dep., pp. 15-17, Ex. 36-37. Both SRAM RED and SRAM RIVAL are



in use on the same type of goods as SRAM FORCE and K FORCE. Ritzler Dep., pp. 53-54; Milosevic
Dep., p. 18, Ex. 38.

SRAM spends large sums of money promoting its trademarks. In 2007 alone SRAM spent
approximately $9 million dollars advertising and marketing its products. Ritzler Dep., p. 13. Of that §9
million, $6 million was directed toward communication. Ritzler Dep., p. 9. With almost no exceptions,
all of the marketing expenditures involved the use of the SRAM housemark and trade name in some
fashion. Ritzler Dep., p. 9.

As part of its business, SRAM has pursued an aggressive marketing campaign for products
bearing its SRAM housemark. See Ritzler Dep., pp. 56-59. Examples of SRAM’s advertising and
marketing include: regular ads in the leading consumer magazine for the bicycle industry; promotion at
80 to 100 racing events per year; and distribution of consumer catalogs listing its products. Milosevic
Dep., p. 18, Ex. 38; Ritzler Dep., pp. 56-59. Products bearing the SRAM FORCE mark can also be found
on the publicly accessible SRAM website, www.sram.com. Milosevic Dep., p. 19, Ex. 39. The SRAM
website is one of the top 1,000 websites globally. Ritzler Dep., pp. 63-64.

B. The SRAM FORCE Application.

The SRAM FORCE application was filed with the United States Patent and Trademark Office
(“USPTO”™) on March 17, 2005. Milosevic Dep., pp. 5-6, Ex. 33. The goods listed on the
SRAM FORCE application are “bicycle parts, namely, gear shifting mechanisms, shifter grip covers,
handlebar grips, derailleurs, brakes, brake levers, cranks, bottom brackets for frames, handlebars, stems,
hubs, chains, cassette sprockets, control cables for use with gear shifting and brakes, control cable sealing
mechanisms, control cable housing, seat posts, pedals, wheelsets, rims, headsets and quick release levers”
in International Class 12 and “clothing, namely, t-shirts, sweatshirts, socks, jackets, aprons, hats, jerseys
and short pants” in International Class 25. Milosevic Dep., pp. 6-7, Ex. 33. The Examining Attorney
determined that the SRAM FORCE mark was not likely to cause confusion with any pending or
registered mark and the mark was published for opposition on June 13, 2006. See Milosevic Dep.,

pp. 5-6, Ex. 33.



C. Development Of The SRAM FORCE Mark.

SRAM initially considered using the word “FORCE” alone for the goods listed in the
SRAM FORCE application. Milosevic Dep., p. 7. In order to determine the availability of “FORCE” for
bicycle components, SRAM conducted a trademark search in Class 12 for bicycle-related goods and
services in February of 2005. Milosevic Dep., p. 7-10, Ex. 34. This search uncovered over 20 uses of the
word “FORCE” in the USPTO for bicycle related goods. Milosevic Dep., pp. 7-10, Ex. 34. The results
included: DELTA FORCE; CYCLE FORCE; MOUNTAIN FORCE; TITANIUM FORCE; AIR FORCE,;
WORLD FORCE; MAGNUM FORCE; V FORCE; FORCE FORWARD; FULL FORCE; MAX
FORCE; MOUNTAIN FORCE,; Z-FORCE; TURBO FORCE; LIGHT FORCE; STRIKE FORCE;
ATTACK FORCE; FORCE CONNECTION; MEGA FORCE; THE FORCE I; and THE TASK FORCE.
Milosevic Dep., pp. 8-10, Ex. 34,

Notably, the search did not uncover any pending or registered marks by Opposer for K FORCE.
Milosevic Dep., Ex. 34. SRAM also performed a similar search approximately 6 months later. Milosevic
Dep., pp. 21-22, Ex. 40. These results were similar to the results of the first search. Milosevic Dep.,
pp- 21-22, Ex. 40.

These search results were reviewed by SRAM’s in-house director of intellectual property, Milan
Milosevic. Milosevic Dep., pp. 10-11. In light of the widespread use of “FORCE” in the bicycle industry
and the coexistence of many marks using “FORCE” as part of the overall mark, SRAM added its
housemark and trade name “SRAM” to “FORCE” to create the trademark “SRAM FORCE.” Milosevic
Dep., pp. 10-11.

At no time did Opposer’s K FORCE mark impact SRAM’s decision to adopt SRAM FORCE as
its mark. Ritzler Dep., pp. 50-52. Opposer’s unfounded accusation at p.11 of its Brief that SRAM
somehow tried to trade off of whatever goodwill Opposer has in its K FORCE mark is false and
completely without basis and support in the record. On the contrary, SRAM would have no motivation or

inclination to do so as SRAM did not view Opposer as a legitimate or direct competitor for its road group



offerings, in view of the fact that FSA admittedly had not even come out with a complete road “gruppo”
at the time of the application for the mark “SRAM FORCE.” Ritzler Dep., p. 51; Opposer’s Brief, p. 7.

D. The Relevant Goods.

The goods listed for Class 12 in the SRAM FORCE application are: bicycle parts, namely, gear
shifting mechanisms, shifter grip covers, handlebar grips, derailleurs, brakes, brake levers, cranks, bottom
brackets for frames, handlebars, stems, hubs, chains, cassette sprockets, control cables for use with gear
shifting and brakes, control cable sealing mechanisms, control cable housing, seat posts, pedals,
wheelsets, rims, headsets and quick release levers. Milosevic Dep., Ex. 33. These products are part of
what is known in the bicycle industry as a “gruppo.” Ritzler Dep., pp. 15-16, 60, Ex. 38. The gruppos
are the bicycle components that drive the bicycle. Ritzler Dep., p. 77. The goods listed for Class 25 in
the SRAM FORCE application are: clothing, namely, t-shirts, sweatshirts, socks, jackets, aprons, hats,
jerseys and short pants.

FSA claims to offer the following bicycle components under the K FORCE mark: cranksets,
bottom brackets, handlebars, stems, seatposts, and saddles. Opposer’s Brief, p. 7. FSA states that these
K FORCE products are offered for road bikes and mountain bikes. Opposer’s Brief, p. 7. FSA has not
asserted or shown that its K FORCE mark appears on any clothing products.

In the marketplace, the SRAM FORCE and K FORCE bicycle goods are expensive components,
with bicycles equipped with those products selling anywhere between $2,700 to as high as $10,000.
Ritzler Dep., p. 60; Hjertberg Dep., pp. 70-71. Consumers also must spend significant money in order to
purchase an entire gruppo. For example, in order to buy the entire SRAM FORCE gruppo, i.e., the
shifters, control units, derailleurs, brakes, crankset, bottom bracket and cassette, a purchaser would have

to spend approximately $1,500. Ritzler Dep., pp. 60-61.

> A “gruppo” is the common industry name equivalent to a groupset as defined by Opposer.



E. The Relevant Class Of Purchasers.

The relevant class of purchasers for the bicycle components marketed under the SRAM FORCE
and K FORCE marks can be divided into four groups: (1) the original equipment manufacturer (“OEM”)
product manager; (2) the aftermarket distributor; (3) the specialty bicycle dealer; and (4) the bicycle
enthusiast. Ritzler Dep., pp. 55-56. All of these purchasers are very sophisticated, knowledgeable
consumers of the relevant bicycle components. Ritzler Dep., pp. 28-29, 31, 33, 56.

OEM product managers are professional purchasers and consumers of bicycle components and
are typically serious biking enthusiasts or current or former racers. Ritzler Dep., pp. 28, 30-31, 55. OEM
product managers purchase bicycle components for use on a bicycle brand that will be sold as a
completed bicycle. Ritzler Dep., pp. 30-31. The OEM product managers in turn sell the completed
bicycle and its associated components, such as the SRAM FORCE or K FORCE products, to the
independent bicycle dealers. Ritzler Dep., pp. 30-31. In view of their sophistication, OEM product
managers do not confuse SRAM’s products with the products of other companies. Ritzler Dep., p. 31.
More specifically, Opposer FSA admits that such OEM product managers have not been confused
between products sold by SRAM and FSA, such as goods bearing the SRAM FORCE and K FORCE
marks. Van Enkevort Dep., p. 150 (“Q: [Y] ou would agree with me that the product managers that spec
the type of products that you sell at the OEM level are not going to confuse FSA products with SRAM
products? A: Ithink that’s probably fair to say.”)

Bicycle component manufacturers such as SRAM and Opposer also sell their components to
distributors in the aftermarket. Ritzler Dep., pp. 28-29, 31-33, 55-56. These aftermarket distributors are
also professional consumers and purchasers of bicycle components. Ritzler Dep., pp. 28-29, 31-33 55-56.
The aftermarket distributors purchase the bicycle components directly from the component manufacturers
such as SRAM and Opposer and then sell them to the bicycle dealer in a packaged form. Ritzler Dep., pp.
31-32. The aftermarket distributors act as an outlet for bicycle dealers. Ritzler Dep., pp. 31-32. The
aftermarket distributors typically maintain inventories of the components. Ritzler Dep., pp. 31-32.

Aftermarket distributors are also highly sophisticated and knowledgeable professional purchasers of



bicycle components and thus do not confuse SRAM’s products with those sold by other companies.
Ritzler Dep., pp. 28, 33, 55-56. In particular, these “very savvy” purchasers do not confuse products
made by FSA with SRAM’s products. Ritzler Dep., pp. 33-34.

The third type of customer is the bicycle dealer. Ritzler Dep., p. 56. These customers typically
offer completed bicycles for sale with the components as well as offer the individual bicycle components
for sale. Olin Dep., p. 3-7; Ritzler Dep., p. 56. These consumers are also highly sophisticated and
knowledgeable professional purchasers of bicycle components. Ritzler Dep., pp. 55-56; Olin Dep., 14-15,
17-18. Such customers are not likely to be confused by the SRAM FORCE and K FORCE marks. Olin
Dep., pp. 16-18. Opposer FSA has not produced any evidence of actual confusion at this, or any other,
Ievel of the bicycle market.

The fourth portion of the market for these types of bicycle components is the retail customer.
Ritzler Dep., p. 56. John Olin, the owner of two independent bicycle dealerships who has been in the
bicycle industry for over 19 years, testified that, based on his experience dealing with retail customers:

My customers who come in to purchase this level of product tend to come in with many

opinions from their friends, as well as a lot of research that they've done on their own on

the Internet.

The consumer has become far more knowledgeable in the last four years than they have
in the previous years of my business.

So they are a very informed consumer at this price point.
Olin Dep., p. 12; see also Olin Dep., p. 12 (“Q: Would you consider those customers to be furious
enthusiasts? A: Yes.”); Olin Dep., p. 23 (“Q: Would you describe your customers who purchase
[SRAM FORCE and K FORCE] products as sophisticated? A: Very.”). Consumers of the K FORCE
and SRAM FORCE products come into specialty bicycle shops, such as Mr. Olin’s shop, pick out the
bicycle frame and then choose the bicycle components, such as the SRAM FORCE or K FORCE products
to complete the bicycle. Olin Dep., p. 11. These consumers typically spend between $1,500 and $2,000
for a bicycle and some can spend up to $10,000. Olin Dep., p. 8. Even the entry level bicycles are

expensive at $250 to $300. Olin Dep., p. 8. These are very sophisticated, knowledgeable retail



consumers for the SRAM FORCE and K FORCE product lines. Olin Dep., pp. 12, 23-24; Ritzler Dep.,
pp. 56-57. Opposer FSA has not produced evidence of even a single instance of actual or purported
confusion among these avid cyclists.

SRAM also offers a large amount of training for its consumers. For example, SRAM sends its
dealers to “SRAM Technical University” for three-day sessions to educate them on its products. Ritzler
Dep., p. 61. SRAM also offers training to dealers at tradeshows and distributes thousands of educational
DVDs regarding its products as well. Ritzler Dep., pp. 61-62. SRAM further offers training to its
consumers through its website, which is in the top 1,000 of websites globally. Ritzler Dep., pp. 63-64.

F. Third-Party Use Of “FORCE” In The Bicycle Industry.

The use of the word “FORCE” alone is a weak, diluted term in the bicycle industry as there is
widespread third-party use. The USPTO lists at least nine live trademarks containing the word “FORCE”
for goods and services related to the bicycle industry. Milosevic Dep., Ex. 66, 68-69, 70-74, 76. The

nine federal trademark registrations are summarized below:

Citation Mark Goods and Services Reg. No.
Milosevic Dep., WRENCH FORCE Full line gf hand tools for .the repair of bicycles and 2720913
Ex. 66 other recreational land vehicles
Milosevic Dep., WRENCH FORCE Full 11T1e gf hand tools for jche repair of bicycles and 2131747
Ex. 66 other recreational land vehicles
Milosevic Dep., | THE . : ' .

Ex. 68 TASK FORCE Bicycles and bicycle structural parts 1179024
Bicycle frames, bicycle shocks, bicycle forks,
Milosevic De bicycle necks, handlebars, seat posts, bicycle stems,
Ex 6L9 ) P> | WORLD FORCE handlebar ends, motorcycle levers, bicycle levers | 2189881
' and perches, handlebar pads, motorcycle clutches,
and pit boards.
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Citation

Mark

Goods and Services

Reg. No.

Milosevic Dep.,
Ex. 71

CYCLE FORCE

Bicycle components, namely, inner tubes, tires,
mirrors, training wheels, water bottle cages, saddles,
pumps, patch kits, consisting primarily of tire
patches, kick stands and seat covers; bicycle tire
inflator sealers; metal bicycle locks and metal cable
wire for use with bicycle locks; bicycle repair kits,
comprised primarily of installment hand tools,
namely, wrenches, levers, screw drivers, socket
wrenches, abrasives, patches and adhesives; bicycle
components, namely, bicycle lights

2992851

Milosevic Dep.,
Ex. 72

PROFORCE

Aircraft tires, automobile tires, motorcycle tires,
bicycle tires, inner tubes for tires, wheels for tires,
wheel rims for tires, adhesive rubber patches for
repairing tires, non-skid devices for tires, steering
wheels for automobiles, and steering wheel covers
for automobiles

2970800

Milosevic Dep.,
Ex. 73

POWER
RANGERS TIME
FORCE

Bicycle helmets; sunglasses; pre-recorded CD
ROMS containing software programs featuring
games, graphics and interactive programs, for the
entertainment and education of children; video and
computer game programs and  cartridges;
prerecorded audio and video tapes and cassettes
featuring music and dialogue in the nature of dramas
for the education and entertainment of children

2784945

Milosevic Dep.,
Ex. 74

POWER
RANGERS: WILD
FORCE

Bicycle helmets; pre-recorded CD ROMS,
containing software programs featuring games,
graphics and interactive programs, for the
entertainment and education of children; video and
computer game programs, cartridges, prerecorded
audio and video tapes and cassettes featuring music
and dialogue in the nature of dramas for the
entertainment of children

2738951

Milosevic Dep.,
Ex. 76

FORCE FLOW

Bicycle and motorcycle helmets

1318998

The record is replete with evidence of actual use of products in the bicycle industry using the

term “FORCE” alone.

components that use the term “FORCE” alone. The 44 marks are summarized below:
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Citation Mark Goods and Services
Milosevic Dep., Ex. 41 EITCHEY ROAD FORCE- Road bicycle tires
Milosevic Dep., Ex. 41 RITCHEY ROAD FORCE | Road bicycle stems
Milosevic Dep., Ex. 42 CROSS FORCE Road bicycle
Milosevic Dep., Ex. 43 FORCE 5 XP Bicycles
Milosevic Dep., Ex. 44 WORLD FORCE Handlebars
Milosevic Dep., Ex. 45 FORCE MX-4 Pedals
g;;c’zﬁgvlzipﬁi’i éf(_ - DELTA FORCE Road handlebars
Milosevic Dep., Ex. 47 IMMORTAL FORCE Bicycles
bl | rorcew
Milosevic Dep., Ex. 49 RANS FORCE 5 Bicycles
Milosevic Dep., Ex. 50 CYCLE FORCE Bicycle saddles
Van Enkevort Dep., Ex. 28 AFROFORCE Road handlebar clip-ons
Van Enkevort Dep., Ex. 30 MEGAFORCE 254 Stems
Van Enkevort Dep., Ex. 30 MEGAFORCE 260 Stems
Van Enkevort Dep., Ex. 30; 31 SUPERFORCE Stems
Van Enkevort Dep., Ex. 31 FORCE 119 Road bicycle stems
Van Enkevort Dep., Ex. 31 FORCE 139 Road bicycle stems

Van Enkevort Dep., Ex.

31

FORCE 139 MTB

Road bicycle stems

Van Enkevort Dep., Ex. 31 SUPERFORCE 31.8 Road bicycle stems
Milosevic Dep., Ex. 51 CYCLE FORCE Bicycle lights
Milosevic Dep., Ex. 52 MOUNTAIN FORCE Bicycles

Milosevic Dep., Ex. 53 AIR FORCE ONE Bicycles

Milosevic Dep., Ex. 54 MOUNTAIN FORCE Pedals

ﬁﬁgz:ﬁ gzg: gi 2451 GRAND PRIX FORCE Road bicycle tires
Milosevic Dep., Ex. 56 GP FORCE Road bicycle tires
Milosevic Dep., Ex. 57 MYSTIC FORCE Bicycles

Milosevic Dep., Ex. 58 FORCE 1 Mountain bicycle

12




Citation Mark Goods and Services
Milosevic Dep., Ex. 58 FORCE 2 Mountain bicycle
Milosevic Dep., Ex. 59 CYCLE FORCE Bicycle foot pumps
Milosevic Dep., Ex. 60 WORLD FORCE Bicycle helmets
Milosevic Dep., Ex. 61 AIR FORCE Bicycle helmet, floor pump

gauges
Milosevic Dep., Ex. 61 AIR FORCE 2 Bicycle mounting brackets,
rebuilding kits
Milosevic Dep., Ex. 61 AIR FORCE 4 Bicycle rebuilding kits
Milosevic Dep., Ex. 62 WRE Bicycle pumps, inflators, bicycle
Milosevic Dep., Ex. 65 NCHFORCE tools
Milosevic Dep., Ex. 63 WORLD FORCE 541 Helmets
Milosevic Dep., Ex. 64 FORCE COMP Road bicycle stems
. . Mountain bicycle stems,

Milosevic Dep., Ex. 64 FORCELITE Mountain bicycle handlebars
Milosevic Dep., Ex. 64 ORIGINAL FORCE Handlebars
Milosevic Dep., Ex. 64 TURBO FORCE MAGNA | Bicycles
Milosevic Dep., Ex. 64 CICLOCROSS FORCE Road bicycle
Milosevic Dep., Ex. 64 PEDAL FORCE Road bicycle frames
Milosevic Dep., Ex. 64 FORCE 4 Bicycles
Milosevic Dep., Ex. 64 G-FORCE Mountain handlebars
Milosevic Dep., Ex. 64 Z-FORCE Bicycle frames

In addition to the products above, based on his experience in the bicycle industry, Mr. Ritzler

testified that he was personally familiar with many goods being sold in the bicycle market incorporating

the word “FORCE” such as: RITCHEY ROAD FORCE-K; Z-FORCE; RITCHEY FORCE; RITCHEY

ROAD FORCE; RITCHEY FORCE ROAD; SCHWINN Z-FORCE; AIR FORCE; WRENCH FORCE;

CROSS FORCE; IMMORTAL FORCE; CICLOCROSS FORCE; FORCELITE; FORCECOMP; and

FORCE-ENERGY. Ritzler Dep., pp. 24-25, 83-92. These include uses of “FORCE” for bicycles and

bicycle parts in the high price end of the market, in competition with FSA’s products. Ritzler Dep.,

pp. 84-92 (identifying, e g, FORCE-ENERGY, CROSS FORCE, IMMORTAL FORCE, RITCHEY

FORCELITE, FORCECOMP, and GRAND PRIX FORCE as appearing on premium bicycle products).
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Further, Mr. Olin testified that he was familiar with third-party uses of the word “FORCE” for
products in the bicycle industry and that he sells third-party “FORCE” labeled products in his store along
with K FORCE and SRAM FORCE products. Olin Dep., p. 20. One product of particular note in the
bicycle road market is the “RITCHEY ROAD FORCE-K” tire. Milosevic Dep., Ex. 41 (emphasis
added). Both Mr. Ritzler and Mr. Olin identified the Ritchey usage of this “FORCE-K” mark, among
other uses of “FORCE,” for many years in the high-end road bicycle portion of the market. Ritzler Dep.,
pp. 25, 83, 88-91, Ex. 41; Olin Dep., p. 20.

V. OPPOSER’S ARGUMENTS ARE NOT BASED ON FACTS IN EVIDENCE

Under the Trademark Trial and Appeal Board Manual of Procedure (“TBMP”), “[fJor each
significant fact recited, the recitation of facts should include, citation to the portion of the evidentiary
record where supporting evidence may be found.” TBMP § 801.03. In contravention of the rules
governing the proceeding, many of the alleged facts in Opposer’s Brief are conspicuously lacking in any
citation to the record and if a citation is given, the cited material does not support the claim. A
considerable amount of Opposer’s “facts” are simply not in evidence.

The deficiencies in Opposer’s factual record are too numerous to cite in their entirety, but

examples include:

Location Statement
Opposer’s Brief, Page 4: Opposer Full Speed Ahead adopted and began promoting its top-of-
the line K FORCE parts in 2001. (No factual citation in the record
by FSA.)
Opposer’s Brief, Page 4: Applicant SRAM entered the road bicycle market last and began

calling its highest level groupset by the name FORCE, in April 2006.
(No factual citation in the record by FSA.)

Opposer’s Brief, Page 5: Full Speed Ahead spends over $2,000,000 annually on race
sponsorship which focuses primarily on its K FORCE groupset
components. [VanEnt. Ex. 127

* This statement is completely unsubstantiated by Exhibit 12. Even if Exhibit 12 is admissible,
Exhibit 12 lists at most $216,051 for “K-Force Orientated” marketing and promotion for 2006. This
statemment is an attempt to mislead the Board as to Opposer’s actual promotion of goods bearing the
K FORCE mark.
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Opposer’s Brief, Page 5: K FORCE is the flagship group of Full Speed Ahead, similar in
prestige and status to Campagnolo’s Record and Shimano’s Dura
Ace groupset. [VanEnt. Dep., 16-17.1*

Opposer’s Brief, Page 6: Full Speed Ahead first used its K FORCE trademark in March 2001 .
... (No citation in the record by FSA.)

Opposer’s Brief, Page 7: By early 2006, Full Speed Ahead offered a K FORCE branded
groupset . . . . [Hjert. Dep., 23-24.7°

Opposer’s Brief, Page 7: When new products, particularly the K FORCE top tier components,
are introduced, it circulates extensive press releases and product
information . . .. (No citation in the record by FSA.)

Opposer’s Brief, Page 8: Full Speed Ahead currently sponsors fifteen race teams in Europe

and North America. (No citation in the record by FSA.)

Opposer’s Brief, Page 18: The industry word spread that a FORCE group component was
unreliable, unfairly associating the recall with the unrelated Full
Speed Ahead K FORCE product’s reputation and damaging it. (No
citation in the record by FSA.)

Opposer’s attempt to insert these alleged facts (inaccuracies) into evidence is improper, given
their complete absence in the record before the Board. See, e.g., Angelica Corp. v. Collins & Aikman
Corp., 192 USPQ 389, 391 n.10 (TTAB 1976) (“Evidence submitted by opposer for the first time with its
brief has not been considered because it was not regularly made of record during its testimony period in
chief or rebuttal testimony period.”); see also TBMP § 704.06(b) (“Factual statements made in a party’s
brief on the case can be given no consideration unless they are supported by evidence properly introduced
at trial.”).

Accordingly, the Board should disregard all facts submitted by Opposer that are not supported
with citation to the record and Opposer’s arguments to the extent they rely on such facts.

Opposer mischaracterizes the factual evidence and relying on facts not in evidence. SRAM

objects to any reliance by Opposer on the unpleaded K FORCE registration (Reg. No. 3,198,864) and its

* There referenced portions of the Van Enkevort Transcript presents no evidence regarding the
actual prestige or status of the K FORCE mark.

> Again, there is no support in the record at the citation given by Opposer for this statement. In
contrast, the Hjertberg Transcript specifically states that there is no K FORCE groupset even today, but
that Opposer hopes that K FORCE is to “ultimately . . . become the name of an entire groupset.”
Hjertberg Dep., p. 21 (emphasis added).
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attempt to admit it into to evidence. Additionally, Opposer attempts to mislead the Board by claiming in
numerous places in its brief that SRAM has adopted the word “FORCE” alone as its mark when there is
no question that SRAM has not done so and the only mark at issue is the SRAM FORCE mark as stated
in the application. These efforts are nothing more than FSA’s attempt to confuse and obscure the issues
in this proceeding in light of its weak case on the merits. This opposition is to the registration of
“SRAM FORCE” not “FORCE.”

Opposer’s evidence as to actual use of K FORCE in the United States is completely lacking.
Most of FSA’s evidence regarding use concerns use of K FORCE outside of the United States. Opposer
attempts to improperly bolster any rights it may have in the United States by citing use at foreign
tradeshows, sponsorships of foreign athletes, advertisements in foreign magazines, dollars spent on
foreign advertising and foreign sales figures. SRAM objects to any reliance upon these facts as they bear
no relationship to use of the K FORCE mark in the United States and are irrelevant to this proceeding.

Opposer also misleads the Board by characterizing SRAM as a newcomer to the road component
industry. As stated above, SRAM has been selling bicycle components in the road market well prior to
FSA’s entry into the market. Additionally, Opposer asserts numerous times that it is selling a K FORCE
groupset when its own testimony establishes that it does not sell a complete K FORCE groupset.
Hjertberg Dep., p. 21 (Hjertberg states that there is no K FORCE groupset, but that K FORCE is to
“yltimately . . . become the name of an entire groupset.”) (emphasis added).

Opposer spends significant time trying to establish that SRAM somehow acted in bad faith in its
adoption of the SRAM FORCE mark and cites to numerous e-mails in an effort to support this allegation.
However, all of the e-mails FSA relies on occurred after SRAM filed its SRAM FORCE application and
could not be indicative of SRAM’s intent at the time it filed its application. For example, FSA relies on
Exhibit 115 to show that SRAM was aware of the K FORCE mark prior “at the time it chose ‘FORCE.””
Opposer’s Brief, p. 10. Ignoring FSA’s attempt to mislead the Board by alleging the SRAM mark is
“FORCE,” the e-mail in Exhibit 115 is dated October 11, 2006, over 18 months after SRAM filed the

SRAM FORCE application. Ritzler Dep., Ex. 115. Next, FSA refers to an e-mail from a SRAM product
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manager referencing the K FORCE mark, but that e-mail is dated March 25, 2005, also after the
K FORCE registration. Opposer’s Brief, p. 10 (citing Milosevic Dep., Ex. 87). In the following sentence
FSA refers to an “April 2006” e-mail regarding the K FORCE mark. Opposer’s Brief, p. 10 (citing
Ritzler Dep., Ex. 114). This e-mail is almost a year after the SRAM FORCE application was filed.
Finally, Opposer asserts that “SRAM formed a committee in 2005 to research new names for its ... new
... road groupsets.” Opposer’s Brief, p. 10 (citing Ritzler Dep., 103). FSA then goes on to discuss e-
mails regarding SRAM’s attempt to choose a new name for some new products. Opposer’s Brief,
p. 10-11 (citing Ritzler Dep., Ex. 89, 91, 103). Again, every one of these e-mails was sent after SRAM
had filed the application for SRAM FORCE. As such, FSA presents no evidence SRAM even had
knowledge of the K FORCE mark prior to adoption of SRAM FORCE or that it choose SRAM FORCE
in bad faith and the e-mails described above are irrelevant to the current proceeding. The unsupported
statements that SRAM adopted a mark to benefit from another’s mark are simply absurd. More

importantly, SRAM did not adopt and file a registration for the mark “FORCE” — it registered

“SRAM FORCE.”

V1. ARGUMENT

Opposer FSA brings this opposition alleging only one cause of action—Ilikelihood of confusion
under Lanham Act § 2(d). Under Section 2(d), FSA must prove three elements: (1) that FSA has a
proprietary right in K FORCE, i.e, K FORCE must be valid and legally protectable; (2) that FSA has
priority over SRAM’s SRAM FORCE mark; and (3) that SRAM’s use of SRAM FORCE in connection
with its goods gives rise to a likelihood of confusion with FSA’s trademarked goods. As shown below,
Opposer FSA has not proven any of the three elements of its likelihood of confusion allegation and this
opposition must be dismissed.
A. A Review Of The Relevant DuPont Factors Demonstrates There Is No Likelihood Of

Confusion Between SRAM’s “SRAM FORCE” Mark And Opposer FSA’s “K FORCE”

Mark.

In this opposition proceeding, FSA bears the burden of proving that SRAM does not have a right

to register its mark. See Eastman Kodak Co. v. Bell & Howell Document Mgmt. Prods. Co., 994 F.2d
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1569, 1575, 26 USPQ2d 1912, 1918 (Fed. Cir. 1993) (citing 2 J. THOMAS MCCARTHY, MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION § 20.16 (3d ed. 1992)). Therefore, the Board must allow
registration of the SRAM FORCE mark unless Opposer FSA proves that SRAM’s mark is likely to cause
confusion with its alleged K FORCE mark. FSA has failed to meet this burden and the opposition should
be dismissed.

The only argument made by Opposer FSA is whether there is a likelihood of confusion between
SRAM’s mark and FSA’s mark. Likelihood of confusion is determined on a case-by-case basis, aided by
the application of the factors set out in In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 1361, 177
USPQ 563, 567 (CCPA 1973) (the “DuPont Factors). Throughout its brief, FSA really argues that it
possesses the mark “FORCE” as opposed to “K-FORCE.” In fact, at the outset of its brief, FSA even
falsely claims that it has a pending trademark application for “FORCE.” Opposer’s Brief, p. 1. Just the
opposite is true. FSA has conceded that it does not have rights to the term “FORCE” alone. Van
Enkevort Dep., pp. 172-73. Throughout this opposition, the focus must be on the real marks at issue,
“SRAM FORCE” and “K FORCE.”

As elaborated below, an analysis of the relevant DuPont Factors demonstrates that Opposer FSA
cannot meet its burden to show by the preponderance of the evidence that the SRAM FORCE mark is
likely to cause confusion with the alleged K FORCE mark.

The DuPont Factors clearly support SRAM: (1) the weakness of Opposer’s mark; (2) the
widespread third-party use of “FORCE” in the bicycle industry; (3) the inclusion of SRAM’s housemark
and trade name in its mark; (4) the differences between the mark; (5) the high degree of sophistication of
the relevant consumers; (6) SRAM’s good faith in the adoption of SRAM FORCE; and (6) the lack of
evidence of actual confusion despite direct competition.

1. The K FORCE mark is very weak and entitled to a narrow scope of protection.

When assessing the likelihood of confusion, the strength of the opposer’s mark is one of the most
crucial factors to be considered. See Sun Banks of Fla., Inc. v. Sun Fed. Sav. and Loan Ass’n, 651 F.2d

311, 315, 211 USPQ 844 (5th Cir. 1981). A weak mark such as K FORCE provides little protection as
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the public can easily distinguish between weak marks and marks with slight differences, even if the goods
are related. See Gen. Mills, Inc. v. Kellogg Co., 824 F.2d 622, 626, 3 USPQ2d 1442 (8th Cir. 1987)
(“Determining that a mark is weak means that consumer confusion has been found unlikely because the
mark’s component are so widely used that the public can easily distinguish slight differences in the
marks, even if the goods are related.”).

The true test of relative strength is the distinctiveness of a mark in the mind and perception of the
relevant customer group. See 2 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION § 11:83 (4™ ed. 2007); Lang v. Retirement Living Publ’g Co., Inc., 949 F.2d 576, 581, 21
USPQ2d 1041 (2d Cir. 1991) (“Ultimately, the strength of the mark turns on its ‘origin-indicating’
quality, in the eyes of the purchasing public . . . .”). Here, the evidence shows that K FORCE is a very
weak mark and entitled to a narrow scope of protection in light of the widespread third-party use of
“FORCE?” in the bicycle industry and the descriptive nature of the common “FORCE” element. See Sure-
Fit Prods. Co. v. Saltzson Drapery Co., 254 F.2d 158, 160, 117 USPQ 295, 296 (CCPA 1958) (“Where a
party uses a weak mark, his competitors may come closer to his mark than would be the case with a
strong mark without violating his rights.”).

a. The common “FORCE” element of the marks is very weak by virtue of
extensive third-party use and registration.

Opposer’s K FORCE mark is merely one of a crowd of “FORCE” marks utilized in the bicycle
industry. The law is clear that “extensive third-party use of words contained in a mark may render even a
registered mark weak.” WE Media, Inc. v. Gen. Elec. Co., 218 F. Supp. 2d 463, 477, 68 USPQ2d 1108
(S.D.N.Y. 2002) (“[S]trength of [plaintiff’s] suggestive marks must be reduced to reflect third-party usage
.. .."); see also Franklin Res., Inc. v. Franklin Credit Mgmt. Corp., 988 F. Supp. 322, 328, 45 UspQ2d
1872 (S.D.N.Y. 1997) (“It is well settled that third-party registration and use dilutes the strength of a
trademark.”); Sun Banks, 651 F.2d at 316 (“[W]e find the extensive third-party use of the word ‘Sun’
impressive evidence that there would be no likelihood of confusion between Sun Banks and Sun

Federal.”); Echo Drain v. Newsted, 307 F. Supp. 2d 1116, 1127, 68 USPQ2d 1203, 1209 (C.D. Cal. 2003)
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(no confusion between ECHO DRAIN and ECHOBRAIN both in use for band names in light of
extensive third-party use of ECHO in the music industry); Lang, 949 F.2d at 581 (“[E]xtensive third party
use of the words ‘CHOICE’ and ‘CHOICES’ weighs against a finding that Lang’s trade name is strong.”).

Evidence of third-party use of similar marks on similar goods is relevant to show that a mark is
relatively weak and entitled to only a narrow scope of protection. General Mills, 824 F.2d at 626-27
(finding the registered mark APPLE RAISIN CRISP a weak mark due to third-party use and denying
request to enjoin use of OATMEAL RAISIN CRISP for identical goods); see also In re Broadway
Chicken, Inc., 38 USPQ2d 1559, 1565-66 (TTAB 1996) (“Evidence of widespread third-party use, in a
particular field, of marks containing a certain shared term is competent to suggest that purchasers have
been conditioned to look to the other elements of the marks as a means of distinguishing the source of
goods or services in the field.”); In re Bed & Breakfast Registry, 791 F.2d 157, 229 USPQ 818, 819 (Fed.
Cir. 1986) (“The record shows that a large number of marks embodying the words ‘bed and breakfast’ are
used for similar reservation services, a factor that weighs in favor of the conclusion that BED &
BREAKFAST REGISTRY and BED & BREAKFAST INTERNATIONAL are not rendered confusingly
similar merely because they share the words ‘bed and breakfast.’”).

When there is open use of the same or similar marks by third-parties, it will detract from the
mark’s distinctiveness or exclusivity. HBP, Inc. v. Am. Marine Holdings, Inc., 290 F. Supp. 2d 1320,
1329, 68 USPQ2d 1798 (M.D. Fla. 2003) (“Extensive third party use of the mark or a term in the
trademark weakens the strength of the mark.”) (citing Sun Banks, 651 F.2d at 316); see also Columbia
Univ. v. Columbia/HCA Healthcare Corp., 964 F. Supp. 733, 43 USPQ2d 1083, 1092-93 (S.D.N.Y.
1997) (finding that evidence of open third-party use of marks similar to plaintiff’s mark weakened the
mark and weighed “strongly against a finding of likelihood of confusion”).

The facts and legal analysis in Sure-Fit Products, Co. v. Saltzson Drapery Co., are instructive to
this proceeding. In that case, the court considered evidence showing eleven third-party registrations for
marks containing the word or suffix “FIT” when finding that such marks are weak and entitled to limited

protection. 254 F.2d at 159. The court in Sure-Fit dismissed the opposition after finding the opposer’s
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mark SURE-FIT for furniture slip covers was not likely to cause consumer confusion with applicant’s
RITE-FIT for identical and competing products. Noting the differences between “SURE” and “RITE,”
and the common use of FIT-based marks in commerce, the court stated that it is “both logical and
obvious” that when a party adopts a weak mark “his competitors may come closer to his mark than would
be the case with a strong mark.” Id. at 160.

As in these prior cases, not only has SRAM provided nine federal registrations using “FORCE” in
the bicycle industry, it has also provided evidence of extensive third-party use of “FORCE” on similar or
identical bicycle related goods. For example, Mr. Olin, a consumer and seller of K FORCE products,
testified to the following:

Q: Are you familiar with the use of the word “force” as part of a trademark or name for
other products in the bicycle industry?

Many.

Can you describe some of those to me, if you recall?

Ritchey uses “force” a number of times. I believe Easton uses the word “force.” . . ..
Are some of those products still on the market today?

Yes.

Do you sell some of those products?
Yes.

ERZRZR X

Olin Dep., p. 20.

SRAM has also provided a list of over 40 products that incorporate the term “FORCE” on
identical or related goods that are directly competitive to K FORCE. Many of these third-party uses are
very similar to the K FORCE mark, e.g., RITCHEY ROAD FORCE-K, Z-FORCE, G-FORCE, and GP
FORCE. Milosevic Dep., Ex. 41, 56, 64. Moreover, many of these 40 products are used on road bicycles
and mountain bicycles, the exact same bicycles which use the K FORCE products.

For example, the following products are high end bicycle products that are used with road and/or
mountain bicycles or are the road or mountain bicycles that K FORCE products would be placed on:

. RITCHEY ROAD FORCE-K tires (Milosevic Dep., pp. 25-26, Ex. 41; Ritzler Dep.,

pp- 83, 90; Olin Dep., p. 20)
. RITCHEY ROAD FORCE stems (Milosevic Dep., pp. 25-26; Ex. 41; Ritzler Dep., p. 83;

Olin Dep., p. 20)
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. CROSS FORCE bicycles (Milosevic Dep., p. 27, Ex. 42; Ritzler Dep., pp. 85-86)

. DELTA FORCE handlebars (Milosevic Dep., pp. 30, 35; Ex. 46)

J IMMORTAL FORCE bicycles (Milosevic Dep., p. 31, Ex. 47; Ritzler Dep., pp. 86-87)

. AEROFORCE handlebar clip-ons (Milosevic Dep., p. 35, Ex. 28)

. FORCE 119 stems (Milosevic Dep., Ex. 31)

J FORCE 139 stems (Milosevic Dep., Ex. 31)

. FORCE 139 MTB stems (Milosevic Dep., Ex. 31)

. GP FORCE tires (Milosevic Dep., pp. 44-45, Ex. 56; Ritzler Dep., pp. 88, 92)

. FORCE 1 bicycles (Milosevic Dep., Ex. 57)

° FORCE 2 bicycles (Milosevic Dep., Ex. 58)

. FORCE COMP stems (Milosevic Dep., p. 52, Ex. 64; Ritzler Dep., p. 88-89)

° FORCELITE stems and handlebars (Milosevic Dep., Ex. 64)

. CIRCLOCROSS FORCE bicycles (Milosevic Dep., pp. 55-56, Ex. 64; Ritzler Dep., p.
84)

o PEDAL FORCE bicycle frames (Milosevic Dep., pp. 58-59, Ex. 64)

. G-FORCE bicycle frames (Milosevic Dep., p. 60, Ex. 64).

In addition to the directly competitive products above, SRAM’s evidence shows extensive third-
party use of “FORCE” on complementary bicycle products such as helmets, tools, rebuilding kits, pumps,
and lights. Milosevic Dep., Ex. 51, 59, 61-63.

Opposer FSA’s own testimony acknowledges that it is aware of third-party use of “FORCE’ in
the bicycle industry. Mr. Van Enkevort admits that other bicycle companies have used the word
“FORCE” in marks throughout the industry (Van Enkevort Dep., p. 143), but claims that Opposer objects
to the use of the word “FORCE” as applied only to products in their class but of lower quality, and only
when the products are likely to be confused with FSA’s products. Van Enkevort Dep., pp. 145, 193. This

argument is undercut by Opposer’s admission that it uses the dominant feature of the K FORCE mark, the
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term “K,” on its SL-K products which it describes as “second tier.” Opposer’s Brief, p. 6; Hjertberg Dep.,
p- 21.

Furthermore, Mr. Van Enkevort concedes that Opposer FSA has not objected to the use of
multiple third-party marks using the word “FORCE,” including RITCHEY ROAD FORCE K. Van
Enkevort Dep., p. 159. There has also been no objection by FSA to the mark WORLD FORCE, used on
handlebars that are competitive with FSA’s handlebars. Van Enkevort Dep., pp. 180-81. FSA has not
objected to use of the mark DELTA FORCE on aerobars, which are competitive with products sold by
FSA. Van Enkevort Dep., pp. 182, 185-86. Opposer FSA also has never objected to the use of FORCE
99 as a mark used on handlebar stems. Van Enkevort Dep., p. 189 (Van Enkevort also admits that FSA
sells aluminum stems with have a similar weight that are competitive with the FORCE 99 stems).®

The evidence presented above clearly shows that the use and incorporation of the word “FORCE”
for products identical or related to Opposer FSA’s K FORCE products is ubiquitous in the United States
bicycle market and that FSA itself is aware of these third-party competitive uses and has made no
objection. As a result, consumers are not likely to rely on the diluted term “FORCE” as an indication of
source in the bicycle industry. Therefore, the “FORCE” term in the K FORCE mark is weak and slight
differences from K FORCE will prevent any confusion as to the source of the respective products.

b. The “FORCE” term in the K FORCE mark is weak due to its descriptive
nature,.

The “FORCE” term in the K FORCE mark is also weak due to its descriptive or highly
suggestive nature. A portion of a mark may be weak if it is descriptive, highly suggestive, or is in
common use by third-parties. See Colgate-Palmolive Co. v. Carter-Wallace, Inc., 432 F.2d 1400, 167
USPQ 529 (CCPA 1970). Marks, including any suggestive portions, must be considered in their

entireties, the mere presence of a common, highly suggestive portion is usually insufficient to support a

¢ Applicant has attached hereto as Exhibit A the relevant exhibits demonstrating use of RITCHEY
ROAD FORCE K, WORLD FORCE, DELTA FORCE and FORCE 99.
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finding of likelihood of confusion. Sears, Roebuck & Co. v. Hofman, 258 F.2d 953, 119 USPQ 137
(CCPA 1958); E. L. Bruce Co. v. Am. Termicide Co., 285 F.2d 462, 128 USPQ 341 (CCPA 1960).

When the common term in a composite mark is a weak, descriptive or suggestive term, the
likelihood of confusion is reduced. See Smith v. Tobacco By-Products & Chem. Corp., 243 F.2d 188,
189, 113 USPQ 339 (CCPA 1957) (no likelihood of confusion between the applicant’s mark GREEN
LEAF used with leaf design and opposer’s marks BLACK LEAF and BLACK LEAF 40 also used with
leaf design and where no significant difference between the goods of the parties because the term “LEAF”
was descriptive or suggestive); see also Affiliated Hosp. Prods., Inc. v. Merdel Game Mfg. Co., 513 F.2d
1183, 185 USPQ 321 (2d Cir. 1975) (use of KICK-ER was found not likely to cause confusion with KIK-
IT when both were used on tabletop soccer games, the court noting that plaintiff “cannot claim exclusive
rights over every variation of the word “kick”); Luigino’s Inc. v. Stouffer Corp., 170 F.3d 827, 50
USPQ2d 1047 (8th Cir. 1999) (no likelihood of confusion found between LEAN CUISINE and LEAN ‘N
TASTY because “lean” is descriptive of low fat, low calorie food); Land-O-Nod Co. v. Paulison, 220
USPQ 61 (TTAB 1983) (CHIROPRACTIC and CHIRO-MATIC for mattresses not confusingly similar
because “chiro” weak as suggestive of health support).

For example, in Tektronix, Inc. v. Daktronics, Inc., the opposer asserted its mark TEKTRONICS
against an application to register the mark DAKTRONICS INC. and “D” Design, both marks being used
in connection with various electrical products. 534 F.2d 915, 189 USPQ 693 (C.C.P.A. 1976). The
record contained numerous third-party registrations, almost all of which covered electrical products,
having the suffix “TRONICS” or “TRONIX.” Jd The Board found that the third-party registrations
showed that many unrelated companies had adopted the “TRONICS” or “TRONIX” portions of their
marks to convey the dictionary meaning thereof, mainly, that their products are electronic in character.
Id  As a result, the Board held that the suffix portions alone were insufficient to cause a likelihood of
confusion and the differences in the remaining portions of the marks were sufficient to render the marks

as a whole readily distinguishable. /d.
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Similarly, the only common portion of the marks is the weak and descriptive or highly suggestive

suffix portion, the term “FORCE.” The dictionary definition of the word “FORCE” is “strength or energy

. an agency or influence (as a push or pull) that if applied to a free body results chiefly in an
acceleration of the body . . .. .” Webster’s Third New International Dictionary (2002) at 887.

FSA’s K FORCE mark is used on what it calls a “groupset.” Opposer’s Brief, p. 3. The products
in a groupset constitute a bicycle’s principal drive train and braking components. Opposer’s Brief, p. 3.
These K FORCE drive train and braking components are designed to: apply a force to the bicycle in order
to accelerate it (cranksets, rear wheel gear cassettes and chains); manipulate the bicycle force ratios (gear
shifters and derailleurs); or decelerate the bicycle by applying force (brakes). The other products FSA
uses K FORCE with, seatposts, stems and handlebars, are designed for strength and to assist the rider in
imparting force on the bicycle. Thus, “FORCE” as applied to FSA’s goods, is descriptive, or at least
highly suggestive.

The descriptive or highly suggestive nature of “FORCE” is corroborated by the third-party
registrations and uses of “FORCE” as discussed supra. Third-party use can “be given some weight to
show the meaning of a mark in the same way that dictionaries are used.” Tektronics, 189 USPQ at 694-
95; see also Knight Textile Corp. v. Jones Invesiment Co., 75 USPQ2d 1313 (TTAB 2005) (“The
registrations show that others in the field have considered the word ESSENTIALS to have suggestive
significance as applied to clothing . .. .”).

In light of the weak and descriptive, or at least highly suggestive nature, of the common
“FORCE” terms in the marks, the addition of SRAM’s well-known housemark and trade name to
“FORCE” is sufficient to distinguish SRAM FORCE from K FORCE when viewed in their entireties and

confusion is not likely to occur.

7 The Board may take judicial notice of dictionary definitions. B.V.D. Licensing Corp. v. Body
Action Design, Inc., 846 F.2d 727, 6 USPQ2d 1719 (CAFC 1988).
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2. The SRAM FORCE mark will not be confused with Opposer FSA’s K FORCE
mark because the SRAM FORCE mark incorporates SRAM’s well-known
housemark and trade name.

The inclusion of SRAM’s well-known housemark and trade name “SRAM?” at the beginning of
the SRAM FORCE mark precludes any potential likelihood of confusion. The use of a housemark in
combination with a common weak term substantially reduces, if not wholly eliminates, the likelihood of
confusion between two marks. See, e.g, Nabisco, Inc. v. Warner Lambert Co., 220 F.3d 43, 46, 55
USPQ2d 1051 (2d Cir. 2000) (Use of a party’s well-known house brand “significantly reduces, if not
altogether eliminates, the likelihood the consumers will be confused as to the source of the parties’
products.”); 4 & H Sportswear, Inc. v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 218, 57 USPQ2d 1097
(3d Cir. 2000) (“Use of a strong well-known mark as part of a composite name reduces the likelihood that
the remainder of the composite name will create a commercial impression distinct from that mark.”).

Where there are recognizable differences between two marks or the common portions of the
marks are suggestive, descriptive or in common use in the field, the inclusion of a housemark is sufficient
to render the marks as a whole registrably distinguishable. Cent. Soya Co., Inc. v. N.A. Plant Breeders,
212 USPQ 37 (TTAB 1981); see also Yoo-Hoo Chocolate Beverage Corp. v. A.J. Canfield Co., 229
USPQ 653, 663 (D.N.J. 1986) (“Where a mark is inherently weak and limited evidence of secondary
meaning is shown, the use of a strong housemark distinguishes the competitive uses.”).

The Board’s decision in Knight Textile Corp. v. Jones Investment Co., 75 USPQ2d 1313 (TTAB
2005), is instructive in this proceeding. In Knight Textile, the opposer challenged the applicant’s
NORTON MCNAUGHTON ESSENTIALS mark based on its senior ESSENTIALS mark. /d. Both
marks were for women’s apparel. Id. Despite the fact that the marks were for identical goods that
traveled in the same channels of trade, the Board found that there was no likelihood of confusion. Id.
First, the Board noted that the marks were not similar in sound, appearance or connotation due to the
presence of applicant’s housemark. /d. Next, the Board found the ESSENTIALS term of the marks to be
“highly suggestive” for clothing based on the dictionary definition and third-party registrations. /d. The

Board held that:
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[W]e find that purchasers are able to distinguish among various ESSENTIALS marks by
looking to other elements of the marks. In this case, that other element is the presence of
applicant’s house mark NORTON MCNAUGHTON. We find that ESSENTIALS is a

highly suggestive term as applied to clothing, and that applicant’s addition of its house

mark NORTON MCNAUGHTON renders the two marks sufficiently distinguishable,

when viewed in their entireties, that confusion is not likely to occur. Purchasers who

encounter the word ESSENTIALS in applicant’s mark are likely to attribute to it its

highly suggestive meaning, i e, that the goods are “essentials” for one’s wardrobe. They

are not likely to mistakenly assume that applicant's goods bear any source or other

relationship to opposer or to opposer’s ESSENTIALS-branded goods.
Id

In the present case, Opposer’s mark also contains a weak term, “FORCE,” along with its
predominant feature “K,” and SRAM has also incorporated its housemark and trade name into its
SRAM FORCE mark. Further, the evidence shows that the SRAM housemark and trade name is well-
known and widely recognized in the bicycle industry based on the prior sales and advertising of the
SRAM housemark. Additionally, unlike in Knight Textile where the applicant incorporated the whole of
opposer’s mark, K FORCE contains an additional and predominant modifier, “K,” not found in
SRAM FORCE. “SRAM” looks and sounds nothing like “K” and instead provides purchasers with a
clear identification of the source of the goods: SRAM. Indeed, there could be no stronger identification
of the source of the goods than this inclusion of the well-known housemark and company name “SRAM.”
Therefore, the combination of SRAM’s well-known housemark and trade name with the weak, suggestive
term “FORCE” is sufficient to distinguish SRAM FORCE from K FORCE and eliminate any possibility
of confusion.

3. The marks are not confusingly similar in sight, sound and meaning.

There is no likelihood of confusion between the two marks because they differ in sight, sound and
meaning when compared in their entirety. In determining whether two marks are so similar as to be likely
to cause confusion, courts must consider “the overall impression created by the [Marks] and the context in
which they are found and consider the totality of the factors that could cause confusion among

prospective purchasers.” Streetwise Maps, Inc. v. Vandum, Inc., 159 F.3d 739, 744, 48 USPQ2d 1503 (2d

Cir. 1998) (citation omitted).
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In evaluating the similarity between two marks, the marks must be viewed in their entirety and no
feature of a mark should be ignored. In re Hearst Corp., 982 F.2d 493, 494, 25 USPQ2d 1238, 1239
(Fed. Cir. 1992), reh’g, en banc, denied, 1993 U.S. App. LEXIS 7705 (Fed. Cir. Apr. 7, 1993) (finding
that “VARGA GIRL” and “VARGAS” were sufficiently different in sound, appearance, connotation and
commercial impression to negate any likelihood of confusion); see also Tektronix, 534 F.2d at 916 (In
determining whether a likelihood of confusion exists, “marks . . . must be considered in their entireties . . .
7). As a result, likelihood of confusion cannot be predicated upon dissection of a mark or on only part of
a mark. See Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 1007, 212 USPQ 233, 234 (CCPA
1981) (“It is axiomatic that a mark should not be dissected and considered piecemeal; rather, it must be
considered as a whole in determining likelihood of confusion.”).

While recognizing that marks must be viewed in their entirety, the dominant feature of a mark
generally is entitled to greater weight in determining likelihood of confusion. See Universal Money Ctrs.,
Inc. v. AT&T, 22 F.3d 1527, 1531, 30 USPQ2d 1930 (10th Cir. 1994); see also In re Continental
Graphics Corp., 52 USPQ2d 1374, 1375-76 (TTAB 1999) (“[A]lthough the marks at issue must be
considered in their entireties, it is well-settled that one feature of a mark may be more significant that
another, and it is not improper to give more weight to this dominant feature in determining the
commercial impression created by the mark.”).

The only intersection between the marks at issue is the diluted word “FORCE.” Opposer FSA’s
Brief attempts to mislead the Board by arguing that SRAM adopted the word “FORCE” as its mark. See
Opposer’s Brief, pp. 9 (“SRAM named it [sic] top tier groupset ‘FORCE’ . . ..”), 10, 11, 16, and 18.
Despite Opposer’s attempt to deceive the Board, there is no real dispute that SRAM’s mark at issue here
is “SRAM FORCE.” When the marks SRAM FORCE and K FORCE are viewed in their entireties, the
commonality simply is not enough to cause consumer confusion.

Despite a common term, two marks that share a similar word element may coexist if the overall
appearances, sounds, significance and commercial impression are sufficiently distinct to prevent a

likelihood of confusion. Champagne Louis Roederer, S.A. v. Delicato Vineyards, 148. F.3d 1373, 1375,
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47 USPQ2d 1459 (Fed. Cir. 1999). In Roederer, the Federal Circuit upheld the Board’s ruling that
dismissed on opposition despite finding that applicant’s mark CRYSTAL CREEK and opposer’s marks
CRISTAL and CRISTAL CHAMPAGNE were both used in connection with the sale of wine that
traveled in the same trade channels and were purchased by the same or similar customers. /d. The
Federal Circuit held that the Board was not clearly erroneous in finding that the differences in overall
appearance, sound, significance and commercial impression created by the marks were sufficient to
protect against consumer confusion. /d. at 1375-76.

In terms of appearance, Opposer’s K FORCE mark uses the single letter “K” in front of the word
“FORCE.” SRAM uses its housemark and trade name “SRAM” in front of “FORCE,” resulting in a
mark, “SRAM FORCE” which is readily visually distinguishable from Opposer’s mark. “SRAM” is
significantly different than FSA’s first term “K.” The only visual overlap between the marks is the
presence of the weak “FORCE” term.

Likewise in terms of sound, the marks K FORCE and SRAM FORCE have distinct aural
dissimilarities that outweigh any similarity resulting from the marks’ common use of “FORCE” and the
marks sound substantially different when said aloud.

In terms of connotation, the marks are substantially different. FSA’s own evidence demonstrates
that the “K” term in the K FORCE mark is the dominant feature of K FORCE. Opposer states that the
“K” in K FORCE is intended to be a phonetic reference to carbon, which constitutes a major ingredient in
FSA’s products. Opposer’s Brief, p. 13. In addition to its K FORCE products, which FSA says is its “top
tier,” FSA also offers a “second tier” named SL-K. Opposer’s Brief, p. 6; Hjertberg Dep., p. 21 (*We
have since added a second tier SL-K.”). FSA also offers handlebars under the name K WING. Hjertberg
Dep., pp. 59-60. In his testimony, Mr. Hjertberg states that FSA “showcases” its K FORCE brand
because “[wle’re . . . putting all our efforts behind our highest tier platform and promoting it above all
else, knowing that the glory and authenticity will transmit to the rest of our line.” Hjertberg Dep., pp. 83-
84. FSA is attempting to “transmit” any goodwill in K FORCE via the similar term “K,” not “FORCE.”

Thus, FSA’s testimony establishes that its marketing and advertising campaign is designed so that
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consumers identify the letter “K” with FSA’s  products. As a result, consumers are trained to ignore
the “FORCE” term and concentrate on the prefix “K” in Opposer’s K FORCE mark.

In contrast, SRAM’s mark, SRAM FORCE, contains the term “SRAM” at the beginning of its
mark. “SRAM” is a unique and fanciful word. The term “SRAM?” not only serves to distinguish the
marks visually and aurally, but also is SRAM’s housemark and its trade name. SRAM FORCE’s
incorporation of SRAM’s well-known SRAM housemark and trade name is the primary distinctive
element of the mark. The inclusion of “SRAM?” alerts consumers as to the source of the goods and
creates a wholly different commercial impression that the “K” in K FORCE. The overall commercial
impression created by SRAM’s SRAM FORCE mark is that the goods are produced by the well-known
SRAM Corporation. The “SRAM” in SRAM FORCE easily distinguishes and identifies the source of the
goods compared to the “K” in K FORCE.

Further, Mr. Olin testified that, as a specialty bicycle dealer, he viewed the dominant and source
identifying term of the K FORCE mark as the letter “K:”

Q: As the [K FORCE] mark is used in your field of bicycle components, what is the
distinctive portion of that mark to you as a bicycle dealer?

A. The K-Force mark is most noted with a “K,” dash. When I hear “K,” dash, I connect

that with FSA as in their K-Force, or their K-Wing is the most notable other product that

I sell made by FSA.
Olin Dep., pp. 9-10. Mr. Olin also testified that there will “never” be confusion between SRAM FORCE
and K FORCE due to the presence of “SRAM” in SRAM FORCE and “K” in K FORCE as each term
connects it and its products to the manufacturer. Olin Dep., pp. 21-22.

As shown above, when viewed in their entirety, and recognizing the dominant feature of the
marks, K FORCE and SRAM FORCE are markedly different in appearance, sound and connotation such

that there will be no confusion between the two marks.

4. The relevant consumers are sophisticated purchasers and would not be confused by
the two marks.

The purchasers of the goods produced under SRAM’s SRAM FORCE mark and FSA’s

K FORCE mark are sophisticated knowledgeable consumers that would not be confused by the weak
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common “FORCE” element of the marks. Additionally, the goods produced under the marks are
expensive for the industry and would only be purchased after careful consideration.

High levels of customer sophistication weighs against the likelihood of confusion as “there is
always less likelihood of confusion where goods are expensive and purchased after careful
consideration,” rather than where they are purchased casually. Astra Pharm. Prod., Inc. v. Beckman
Instruments, Inc., 718 F.2d 1201, 1206, 220 USPQ2d 786 (1st Cir. 1983). Furthermore, where the
relevant buying class is composed of sophisticated and professional purchasers, they will generally not be
confused by similar trademarks. See 3 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND
UNFAIR COMPETITION § 23:101 (4™ ed. 2007); M2 Sofiware, Inc. v. Madacy Entm’t, 421 F.3d 1073,
1084, 76 USPQ2d 1161 (9th Cir. 2005), cert. denied, 126 S. Ct. 1772 (2006) (no confusion between M2
and M2 ENTERTAINMENT both used on music CD’s where “[t]he purchasers of the record label and
music management databases (and associated services) are highly sophisticated members of the music
industry . . . . Thus, the possibility that these members of the music industry would be confused . . . is
almost nil.”).

In Electronic Design and Sales, the Federal Circuit considered two identical marks used in
medical equipment and gave great weight to the sophistication of the purchases, holding that, “[w]here
the purchasers are the same, their sophistication is important and offen dispositive because sophisticated
consumers may be expected to exercise greater care.” 954 F.2d 713, 718, 21 USPQ2d 1388 (Fed. Cir.
1992) (emphasis added and internal citations omitted). The court further held that “[t]here is always less
likelihood of confusion where the goods are expensive and purchased after careful consideration.” Id.
(emphasis added and internal citations omitted).

Opposer admits that OEM product managers are sophisticated consumers who will not be
confused by the mark. Van Enkevort Dep., p. 150 (“Q: [Y]ou would agree with me that the product
managers that spec the type of products that you sell at the OEM level are not going to confuse FSA
products with SRAM products? A: I think that’s probably fair to say.”). The second class of purchasers

of K FORCE products, the aftermarket distributors, are similar to OEM product managers in that they are
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professional purchasers of bicycle components and it is not reasonable to suggest that they would be
confused by K FORCE and SRAM FORCE in light of the fact that they purchase the goods in bulk and
repackage them for sales to bicycle dealers. Further, the bicycle dealers are also professional purchasers
and industry professionals who have a high degree of knowledge regarding bicycle components.
Accordingly, there is no evidence of record to suggest that any of these types of sophisticated purchasers
would be confused by “SRAM FORCE” versus “K FORCE.” To the contrary, the evidence of record
demonstrates that purchasers do not confuse these trademarked goods sold by SRAM and FSA. Ritzler
Dep., pp. 28, 31, 33-34, 55-57; Olin Dep., pp. 12, 23-24.

While recognizing that Opposer has not presented any evidence as to the amount and extent of
sales of the K FORCE products to retail consumers, the evidence establishes that these consumers are
serious bicycling “enthusiasts” who may typically spend $2,000, and may spend up to $10,000 for a
bicycle equipped with Opposer’s K FORCE products. Hjertberg Dep., p. 72; Olin Dep., p. 11. In
comparison, a standard bicycle costs between $250 and $300. Any consumer spending ten to fifteen
times the amount for a premium product is certainly going to be knowledgeable about the product. It
cannot be said that the decision to purchase a $2,000 bicycle is an impulse decision. Additionally, Mr.
Olin testified that the retail consumers come into bicycle dealers after having performed research on the
products and that they are highly knowledgeable regarding bicycle components. Olin Dep., p. 12. Thus,
no confusion among purchasers is likely. Olin Dep., p. 12; Ritzler Dep., pp. 28, 31, 33-34, 55-57.

These facts show that no class of consumers for Opposer FSA’s K FORCE products would view
the “FORCE” term as an indicator of a source of origin. As a result, SRAM FORCE is not confusingly
similar to K FORCE.

5. SRAM acted in good faith when it adopted its SRAIM FORCE mark.

Opposer FSA alleges that SRAM adopted its SRAM FORCE in bad faith. The determination of
whether or not defendant acted in bad faith focuses on “whether the defendant adopted its mark with the
intention of capitalizing on plaintiff's reputation and goodwill and any confusion between his and the

senior user’s product.” Lang, 949 F.2d at 583 (citation omitted). Here, FSA presented no evidence that
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SRAM attempted to trade off of FSA’s goodwill in the K FORCE mark. The record demonstrates at most
that SRAM was aware of the K FORCE mark prior to its adoption of SRAM FORCE. Knowledge of a
similar mark alone is not enough to prove bad faith. Sweats Fashions, Inc. v. Pannill Knitting Co., 833
F.2d 1560, 4 USPQ2d 1793, 1798 (Fed. Cir. 1987) (“[A]n inference of ‘bad faith’ requires something
more than mere knowledge of a prior similar mark.”).

As an initial matter, FSA’s own evidence demonstrates little, if any, goodwill in the K FORCE
mark at the time SRAM adopted SRAM FORCE. The SRAM FORCE application was filed on
March 17, 2005. Milosevic Dep., Ex. 33. At that time, Opposer’s own evidence shows that the
K FORCE mark had little in the way of sales worldwide.® Thus, SRAM had little motivation to attempt
to trade off of whatever minimal goodwill K FORCE had at the time.

Moreover, all of the evidence cited by Opposer to support its argument of bad faith consists of
e-mails dated after the filing of the SRAM FORCE application. See Section IV, supra.

Even if SRAM is determined to have knowledge of FSA’s K FORCE mark prior to adoption of
SRAM FORCE, the evidence shows that it acted in good faith in choosing the mark. SRAM initially
considered using the word “FORCE” as a mark. However, when SRAM in-house legal counsel
performed a trademark search for the word “FORCE” for bicycle products, he uncovered extensive third-
party use (which did not include K FORCE). As a result of the search, SRAM did not believe that the
word “FORCE” alone was protectable as a trademark. If SRAM’s motivation was to trade off of FSA’s
purported goodwill in K FORCE, then SRAM would not have needed to perform any trademark search.
The fact that SRAM performed a trademark search prior to adopting the mark and altered its mark in
response to its trademark search demonstrates that SRAM acted in good faith when adopting
SRAMFORCE. See Sweats Fashions, 833 F.2d at 1565 (performing trademark clearance search and .
relying on advice of counsel supports finding of good faith); see also W.W.W.Pharmaceutical Co. v.

Gillette Co., 984 F.2d 567, 575, 25 USPQ2d 1593 (2d Cir. 1993) limited on other grounds by Deere &

® Opposer FSA’s evidentiary deficiencies with respect to showing prior U.S. usage in commerce
are discussed in Section C below.
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Co. v. MTD Prods., Inc., 41 F.3d 39, 46 (2d Cir. 1994) (finding no bad faith where the defendant
requested a trademark search and relied on the advice of counsel).

Moreover, as shown above, the term “FORCE” is a weak term and serves no source identifying
function in the bicycle industry. Where a common term is descriptive or weak, inclusion of that term
does not demonstrate bad faith. See Elec. Water Conditioners, Inc. v. Turbomag Corp., 221 USPQ 162,
165 (TTAB 1984) (“[Wlhere there is no likelihood of confusion, the motive of the later applicant in
adopting its mark cannot affect its right to registration.”). Further supporting a finding that SRAM acted
in good faith is SRAM’s belief that the word “FORCE” alone was not protectable as a trademark in the
bicycle industry. See E.R. Squibb & Sons, Inc. v. Cooper Labs., Inc., 536 F. Supp. 523, 532, 214 USPQ
441 (SD.N.Y. 1982 ) (“In choosing a highly descriptive mark, [the plaintiff] acted at its peril; where a
second comer chooses a descriptive word to name its product, more than simple knowledge of the prior
use is needed to show an intent to misappropriate goodwill.”). There is absolutely no proof that SRAM
acted in bad faith to capitalize on Opposer FSA’s K FORCE mark by adopting a trademark for
SRAM FORCE.

6. There is no evidence of actual confusion despite concurrent use of the marks on the
same goods sold in the same channels of trade.

Despite the fact that distributors in the United States purchase and resell both Opposer FSA’s
products and SRAM’s products, Opposer FSA has presented no evidence of any actual confusion. The
lack of actual confusion between the marks is support that there is no likelihood of confusion between
them. See Brookfield Comms, Inc. v. West Coast Enter. Corp., 174 F.3d 1036, 50 USPQ2d 1545, 1555-
56 (9th Cir. 1999) (“We cannot think of more persuasive evidence that there is no likelihood of confusion
between these two marks than the fact that they have been simultaneously used for five years without
causing any consumers to be confused as to who makes what”) (emphasis in original); see also Oreck

Corp. v. US. Floor Sys., Inc., 803 F.2d 166, 231 USPQ 634, 639 (5th Cir. 1986) (“Oreck’s inability to
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point to a single incident of actual confusion [after seventeen months of concurrent use] is highly
significant.”). Therefore, this factor weighs significantly in SRAM’s favor.’

B. Opposer FSA Comes To The Board With Unclean Hands Through Its Fraud Before The
USPTO.

As an initial matter, Opposer FSA’s likelihood of confusion claim is barred by the doctrine of
unclean hands based on the commission of fraud on the USPTO in the application for the K FORCE
mark. When a registration is acquired through fraud, an opposer may not rely on that registration for any
purpose. Duffy-Mott Co., Inc. v. Cumberland Packing Co., 424 F.2d 1095, 1098-99, 165 USPQ 422
(CCPA 1970).

In Duffy-Mott, an opposer filed a “patently false” combined affidavit under Lanham Act §§ 8 and
15 in order to maintain a registration even thought the mark had not been in use on most of the goods
cited in the registration. /d. The court explained that under the doctrine of unclean hands:

[W]e are of the view that opposer may not rely on its registration for any purpose in the

Patent Office or in this court on appeal therefrom. We consider that filing a swomn

statement as far from the truth as was that which was filed precludes opposer from

relying on the registration in these proceedings. This is in accord with the principle of

the equitable doctrine of “unclean hands.” Trademark rights under the statute are no

longer divorced from equitable principles.

Id. at 1099.
Here, Opposer FSA’s Brief relies on the fraudulently obtained federal registration of K FORCE

to support its likelihood of confusion claim. Opposer’s Brief, pp. 1, 13. As shown below, this

’ Opposer FSA refers to a few limited instances where there was purportedly usage of “FORCE”
alone to refer to SRAM’s “SRAM FORCE” products. Opposer’s Brief, p. 12. In addition to FSA’s
mischaracterization of such instances (e.g., FSA erroneously argues that the “SRAM FORCE” lever is
labeled “FORCE” when in fact the name “SRAM FORCE” appears on the product), these limited usages
in the market are ultimately irrelevant to the likelihood of confusion analysis. See Mpact Immedia Sys.,
Inc. v. Chromatic Reas., Inc., 1998 WL 111040, Opposition No. 107,575 (TTAB Feb. 27, 1998) (“[Iln
determining likelihood of confusion in an opposition, it is the mark as shown in the application and as
used on the goods described in the application which must be considered, not the mark as actually used by
applicant”.) {(quoting 3 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION, §20:04[1], p. 20-26, 27 (3d ed. 1996)). In any event, there is no evidence of any confusion
between products bearing the SRAM FORCE and K FORCE marks.
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registration was obtained by clear fraud on the USPTO and FSA cannot rely on it as grounds for opposing
the SRAM FORCE application.

1. It is undisputed that Opposer FSA was not using K FORCE on at least seven of the
goods in its application when it filed the in use application and corresponding
declaration with the USPTO.

Opposer, through its predecessor in interest TSI, submitted a false statement in support of its
application for the mark K FORCE. On the application, TSI represented to the USPTO that it was
currently using the K FORCE mark on 14 distinct bicycle components as in use with the K FORCE mark.
Van Enkevort Dep., Ex. 2. The application was supported by the declaration of TSI’s President under
penalty of perjury. Van Enkevort Dep., Ex. 2. The declaration was false, however, because at least seven
of the components listed in the application were not in use at the time the application was filed. Van
Enkevort Dep., p. 117 (testifying that K FORCE was not in use on front forks); Van Enkevort Dep.,
p. 118, Hjertberg Dep., p. 49 (K FORCE was not in use on bicycle spokes); Van Enkevort Dep., p. 119
(K FORCE was not in use on bicycle chains); Van Enkevort Dep., p. 120 (K FORCE was not in use on
bicycle gears); Van Enkevort Dep., pp. 117-18, Hjertberg Dep., pp. 47-48 (K FORCE was not in use on
bicycle hubs); Van Enkevort Dep., pp. 119, Hjertberg Dep., pp. 53 (K FORCE was not in use on brake
devices for bicycle); Van Enkevort Dep., p. 117, Hjertberg Dep., pp., 48, 53 (K FORCE was not in use on
headset bearings). Several of the improperly listed goods have never been used with the K FORCE mark.
Van Enkevort Dep., p. 119, Hjertberg Dep., p. 48 (testifying that spokes have never been sold under the
K FORCE mark); Van Enkevort Dep., p. 118, Hjertberg Dep., pp., 47, 52 (testifying that headsets have
not been sold under the K FORCE mark); Van Enkevort Dep., p. 119 (bicycle chains have not been sold
under the K FORCE mark); Van Enkevort Dep., p. 120 (bicycle gears have not been sold under the
K FORCE mark). The false statement was knowing or, at the very least, made with complete disregard
for the truth, as TSI’s President, Hsiu-Chih Wang, was under an affirmative obligation to know or inquire
as to the goods on which the mark was being used. See Herbaceuticals, Inc. v. Xel Herbaceuticals, Inc.,
86 USPQ2d 1572 (TTAB 2008). Apparently TSUFSA intentionally broadened the usage in order to

broaden their rights with regard to the K FORCE mark. See Van Enkevort Dep., pp. 216-17.
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Opposer FSA now attempts to use this fraudulently obtained registration as its basis for the
current opposition. Moreover, FSA filed its trademark application more than one year after SRAM filed
its SRAM FORCE application. Without the fraud it perpetrated on the USPTO, it would not have
received the current registration and would not be able to maintain this opposition on grounds of
interference with its registered K FORCE mark.

It is well established that false statements regarding goods in use at the time of application
constitute fraud on the USPTO. The Board has instructed that fraud on the USPTO occurs when “a
trademark applicant . . . makes material representations of fact in its declaration which it knows or should
know to be false or misleading.” Medinol Ltd. v. Neuro Vasx, Inc., 67 USPQ2d 1205, 1209 (TTAB
2003). The law is clear that a material representation includes the listing of goods on which a mark is
purportedly being used. “[TThe USPTO will not issue a registration covering goods upon which the mark
has not been used.” Id. at 1208 (citing Trademark Rule 288(c)). Thus, “[s]tatements regarding the use of
the mark on goods and services are certainly material to issuance of a registration.” Hurley Int’l, LLC'v.
Volta, 82 USPQ2d 1339, 1344 (TTAB 2007) (finding Section 1(a) application void ab initio).

The TTAB has also made clear that an applicant has a duty to conduct a thorough investigation as
to the goods on which the mark is being used, and therefore should know at the time of the application
whether the listed goods are being used at that time. Herbaceuticals, 86 USPQ2d at 1572 (declaring that
“[s]tatements under oath are made with a degree of solemnity requiring thorough investigation prior to
signature and submission to the USPTO”). Thus, an inquiry that does not verify with accuracy what
goods on which the marks are being used at the time of the application is grossly insufficient and supports
a finding that the applicant knew or should have known of the falsity in the submission. /d. (noting that
the attorney signing the statement of use was in a position to know or to inquire as to the truth of the
statements regarding use of certain products).

In Standard Knitting, Ltd v. Toyota Jidosha Kabushika Kaisha, the opposer’s executives who
signed the application for a trademark on the mark TUNDRA were found to have made fraudulent

statements, resulting in a void trademark registration, when they listed children’s clothing as one of the
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goods on which the mark was being used. 77 USPQ2d 1917 (TTAB 2006). The Board found that the
executives did not meet their obligation to inquire into the scope of the use of the mark by simply relying
on attorneys’ representations and asking the employees whether the goods were ever sold, without
additionally making an inquiry into sales data that was readily available. “The specific or actual intent [of
the person signing the application] is not material to the question of fraud . . . fraud occurs when an
applicant or registrant makes a false material statement that the applicant or registrant knew or should

have known was false.” Id at 1928 (emphasis added). Thus, the Board rejected the opposer’s attempt to

avoid a finding of fraud by arguing that the executives who signed the declaration did not have actual
knowledge as to the goods on which the involved marks were being used at the time the application. The
Board stated: “Allowing registrants to be careless in their statements of use would result in registrations
improperly accorded legal presumptions in connection with goods on which the mark is not used.” Id. at
1928, n. 14. The Board cancelled the registration in its entirety.

The President of TSI swore under oath on March 21, 2006, in the application that the K FORCE
mark was used in conjunction with 14 separate bicycle components: front forks, bicycle cranks, bicycle
rims, seatposts, handlebars, bottom brackets, chainrings, headset bearings, bicycle hubs, bicycle spokes,
brake device for bicycles, bicycle chains, handlebar stems, and bicycle gears. See Van Enkevort, Ex. 2.
The application was based upon Section 1(a), which requires actual use of the mark in commerce, and
matured into Registration No. 3,198,864 on January 16, 2007. Van Enkevort, Ex. 1-2.

Contrary to the sworn statement of TSI’s President, it has been established by sworn testimony by
Opposer in this proceeding that the mark was not being used at the time the application was filed, and has
still never been used, in conjunction with at least five of those bicycle components: (1) spokes;
(2) headsets; (3) bicycle chains; (4) bicycle gears; and (5) front forks. Van Enkevort Dep., p. 116"
(testifying that front forks have never been sold under the K FORCE mark) Van Enkevort Dep., p. 118,

Hjertberg Dep., p. 48 (spokes have never been sold under the K FORCE mark); Van Enkevort Dep.,

' Mr. Van Enkevort testified that there is no other person who is more knowledgeable about what
brands were being sold by FSA. Van Enkevort Dep., p. 118.
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p. 117, Hjertberg Dep., pp., 48, 53 (headsets have never been sold under the K FORCE mark); Van
Enkevort Dep., p. 119 (bicycle chains have never been sold under the K FORCE mark); Van Enkevort
Dep., p. 120 (bicycle gears have never been sold under the K FORCE mark). Notably, one of the listed
components, front forks, has never been sold under any mark. Van Enkevort Dep., p. 116 (“Q: [A]s of
today Full Speed Ahead and Tien Hsin, they do not make front forks do they? A: Not at this time. Q:
Have they ever made forks in the past? A: Not that reached the market.”).

Several other goods have only been used with the mark at some time after the registration for
K FORCE was issued on the Principal Register on January 16, 2007. Van Enkevort Dep., p. 118 (“[T]he
first time that FSA was selling a bicycle hub under the brand name K-Force was in August or September
of 2007,” eight or nine months after the Section 1A registration claiming use on bicycle hubs was issued
by the USPTO); p. 118 (“Q: So before March of 2007 FSA had not sold any brake devices for bicycles
using the trademark K-Force? A: “That’s correct.”). The listing of these goods on the application for
registration was false and constitutes a material misrepresentation the President of the company knew or
most certainly should have known to be false.

Under near identical circumstances, the Board has found fraud on the USPTO and canceled the
entire mark. In Medinol, the Board noted that the identification of goods in the application as filed and
published included two items: stents and catheters, and that “the mark was either in use on both, or it was
not.” 67 USPQ2d at 1209. There, the President of the company signed the declaration supporting the
application and the TTAB noted that the officer “was clearly in a position to know (or to inquire) as to the
truth of the statements therein.” Id. at 1210. Undisputed evidence showed the mark was not used on
stents at the time as sworn to, supporting entry of summary judgment as to fraud on the USPTO. Id.

The Board has made consistent findings on numerous occasions since the Medinol case was
decided. See, e.g., Herbaceuticals, 86 USPQ2d 1572 (finding fraud in listing of various cosmetic
products that were not actually in use at the time of application); Hurley Int’l, 82 USPQ2d 1339, 1346
(TTAB 2007) (finding fraud based on applicant’s allegation of use of a mark for entertainment services,

when the mark had not been used anywhere in the world for some of the services and had not been used
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in commerce in the United States for other services); Hatcheite Fillipaccahi Presse v. Elle Belle, LLC, 85
USPQ2d 1090, 1093 (TTAB 2007) (finding fraud based upon an applicant’s allegation in a Section 1(a)
application of use of its mark on a wide variety of clothing items for men, women and children when the
mark had not been used for any identified items for men or children); Sinclair Oil Corp. v. Kendrick, 85
USPQ2d 1032 (TTAB 2007) (finding fraud based upon an applicant’s allegation of use of its mark in
connection with retail store services when the mark had only been used on a small number of product
samples); Standard Knitting, Ltd, 77 USPQ2d at 1917 (finding fraud in the listing of children’s clothing
as one of the goods on which the mark was being used, when it was not); First Int’l Servs. Corp. v.
Chuckles, Inc., 5 USPQ2d 1629 (TTAB 1988) (finding fraud based on applicant’s filing of application
with verified statement that the mark was in use on a range of personal care products when applicant
knew it was in use only on shampoo and hair setting lotion).

This proceeding is no different. Sworn testimony establishes the reason for the false
representations was the desire to reserve the mark for goods that the Opposer may want to produce in the
future, indicating a d;rect intent to mislead. Van Enkevort Dep., pp. 216-17. In any event, it is
undisputed that Opposer listed goods on its application that were not in use at the time. Its President
either knew the goods were not being used or failed to make the requisite inquiry to determine what goods
were being used with the K FORCE mark. In either case, the representation was false, it was material,
and it was a knowing disregard for the truth. It was fraud upon the USPTO and Opposer has come to this
proceeding with unclean hands. Accordingly, this opposition must be dismissed.""

C. Opposer FSA Has Failed To Meet Its Burden in Required Evidentiary and Procedural

Matters.
1. Opposer FSA Has Failed to Prove Priority Over the SRAM FORCE Application.

In order to maintain an opposition action an opposer must prove that it has priority over the

challenged application. Opposer FSA has failed to show priority based on procedural grounds as it did

" The fraud committed in connection with the K FORCE application and registration is also the
subject of a pending cancellation proceeding filed in view of this evidence recently discovered. (Tracking
No. ESTTA217940).
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not plead any common law rights and it has not shown priority based on evidentiary grounds because
FSA has not proven with competent evidence that the K FORCE mark was in use prior to SRAM’s filing
date.

Here, SRAM filed its SRAM FORCE application on March 17, 2005. Milosevic Dep., Ex. 33.
Under the Lanham Act § 7(c), once SRAM filed its intent-to-use application, the filing date constituted
constructive use of the mark and provided it with nationwide priority. 15 U.S.C. 1057(c); see also Zirco
Co. v. Am. Tel. & Tel. Co., 21 USPQ2d 1542, 1544 (TTAB 1991) (“[TT]here can be no doubt but that the
right to rely upon the constructive use date comes into existence with the filing of the intent-to-use
application and that an intent-to-use applicant can rely upon this date in an opposition brought by a third-
party....").

As an initial matter, SRAM notes that Opposer FSA did not plead its federal registration in its
Notice of Opposition. FSA only references its application for K FORCE in its Notice of Opposition.
Notice of Opposition, § 3. Further, at no time during this proceeding has FSA amended its Notice of
Opposition to include the registration for K FORCE. By failing to plead its registration for K FORCE,
Opposer FSA is now precluded from relying on it at trial. See Sunnen Prods. Co. v. Sunnex Int’l Inc., 1
USPQ2d 1744, 1746 (TTAB 1987); Long John Silver’s, Inc. v. Lou Scharf, Inc., 213 USPQ 263, 266
(TTAB 1982) (“Where testimony and exhibits . . . are not the subject of any allegations in the pleadings,
and applicant has objected at trial to the consideration of such matter . . . the evidence will not be
considered by this Board in resolving the issues before it.”). Accordingly, SRAM objects to FSA’s
attempt in its Brief to rely on this registration and to the admission of all testimony and exhibits relating
to Opposer’s K FORCE registration and the corresponding arguments contained in Opposer’s Brief.

In the event the Board allows the K FORCE registration into evidence, it is still insufficient to
prove priority in this matter. SRAM'’s date for priority is March 17, 2005. Milosevic Dep., Ex. 3.
Opposer filed its application on March 31, 2006, Van Enkevort Dep., Ex. 2. The K FORCE application

was filed over one year after the SRAM FORCE application. Thus, SRAM FORCE has priority over
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Opposer’s registration and FSA cannot rely on any rights deriving from this federal hregistration as
grounds for the opposition.

With no priority from its federal registration, Opposer FSA must prove priority based on its
common law rights, if any such rights exist. As with its federal registration, Opposer failed to plead any
common law rights in its Notice of Opposition and now cannot rely on them at trial. See Sunnen Prods.
Co, 1 USPQ2d at 1746; Long John Silver’s, Inc., 213 USPQ at 266. Accordingly, this opposition must be
dismissed. However, even if Opposer’s Notice of Opposition is deemed sufficient in pleading common
law rights, Opposer’s evidence is lacking to establish use in the United States prior to SRAM’s
application of March 17, 2005. Opposer’s Brief contains wholly unsupported allegations of use in the
United States as most of its discussion of use focuses on use in foreign countries. Opposer has therefore
failed to prove priority over the SRAM FORCE mark.

In sum, Opposer FSA may not rely on any rights stemming from its federal registration as it
failed to plead the same in its Notice of Opposition. If the Board determines this registration to be in
evidence, it is still insufficient to show priority as SRAM’s application was filed prior to the K FORCE
application. Finally, Opposer has not pled or established with competent evidence that it has priority by
virtue of any common law rights. Therefore, this opposition must be dismissed.

2. Opposer FSA Lacks Standing to Maintain this Opposition.

In order for Opposer FSA to prevail in this action, it must show that it has standing to maintain
this opposition. “[S]tanding is to be determined on the well-pleaded allegations of the complaint . . . and
is not contingent upon re-examination based on the evidentiary record . . . .” Lipton Indus., Inc. v.
Ralston Purina Co., 670 F.2d 1024, 1027, 213 USPQ 185 (CCPA 1982). Allegations alone do not
establish standing, a party must plead facts sufficient to establish standing. Id. at 1028.

Here, Opposer’s Notice of Opposition provides one principal ground for standing—its pending
application for the K FORCE mark. Specifically, Opposer’s Notice of Opposition states:

FSA has filed a standard “use” application for registration of the K FORCE Mark. That

application, which was filed in the name of Tien Hsin Industries Co., Ltd, bears the Serial
Number 78842759. FSA is Tien Hsin’s assignee with respect to any and all interests

42



concerning the K FORCE Mark and the pending application regarding that mark, and
thus has standing to initiate this opposition.

Notice of Opposition, § 3. Opposer has not amended its Notice of Opposition in order to provide for any
other basis of standing and may only rely on the pleadings in its Notice of Opposition.

The mere ownership of a federal trademark application is not sufficient to provide a basis for
standing. See Lipton, 670 F.2d at 1030. In order to for an opposer to acquire standing based on its
application, it must show that the application was rejected by the USPTO because of SRAM’s
application. /d. Opposer FSA did not plead that its application was blocked by SRAM’s application, nor
could it as the application passed to registration. Additionally, Opposer FSA did not sufficiently plead
the actual use of the K FORCE mark in the United States prior to the filing of the SRAM FORCE
application and sufficient to establish priority in the United States. As a result, Opposer FSA lacks
standing and this opposition must be dismissed.

VII. CONCLUSION

It is clear from the record that even if Opposer is able to overcome its issues regarding its fraud,
standing and priority, the inclusion of the weak and descriptive “FORCE” term in the marks is not
sufficient to result in a likelihood of confusion. Moreover, any possibility of any likelthood of confusion
between users of the mark is dispelled given SRAM’s inclusion of its housemark and trade name in the
applied-for mark, as well as the significant differences in sound, appearance and connotation of the
marks, the sophisticated nature of the consumers of the goods in issue, SRAM’s good faith in adoption of
its mark and the total lack of evidence of actual confusion. For these reasons, the Board should dismiss

this Opposition.
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-~onic World Force Alloy Riser Handlebar at Price Point

3

’\ | (

Home > Search Azonic World Force Alloy Riser Handlebar
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# Azonic World Force Alloy Riser Handlebar

Q'«!iel.u__larger__i_mage

| MSRP: $30.00

# Price Point: $17.98
Save 40%

Color: : Choose Color

F—
RSS!

Click Here to Check Availability

# Product Description

An excellent all around bar. Cold forged from Super Duralumin alloy, then
bead blasted for additional strength, durability and grip adhesion. This bar is so
solid, Azonic guarantees it for a full five years. 26" length, 2" rise.

iy

# Product Specifications Full Speed Ahead, Inc., Opposer vs.

SRAM Corporation, Applicant
Material: 2014 T-6 Aluminum Applicant No, 91171889
Serial No. 7858900

Color: Blue, Polished MARK: SRAM FORCE

Length: 26"

Sweep: 8 Degree

FORLD.

TXZITITTMIT ATTED TN RV

AP [Keyword or ter # [2] A ORDER STATUS I HELP &2 VIEW CART [Selecta Brond

Item #
10028

G

Azonic Headlock
System
MSRP $30.00

$19.98

Azonic Fusion
Magnesium Pedals
MSRP $40.00

$29.98

i Sette Type-S Lock On
: Grips
MSRP $30.00
$9.08

TESTED DAILY 03-AFR

£ Helpful Links

Lowest Piice Guaranteed

Product Help

Sizing Info
Shipping Info/Rates

ESIGN-UP
And SAVE BIG!

sEXELUSIVE DEALS

SFS 0073



zofiic World Force Alloy Riser Handlebar at Price Point -

2

Rise: 2"
Clamp Diameter: 25.4

Weight: 265g

# Product Questions & Answers

Have a question about this product?

Bargain Basement

Parts | Clothing l Accessories I

FAQs | About Us l ContactUs I Customer Service | Product Help ] Privacy Policy ] Glothing Blowouts

Shop by Brand

Lowest Price Guarantee ] New Product Ideas | Sponsorship ] Register Now I Employment I Site Map

Price Poiqg_BIogl Affiliates

Pricepoint.com is the premier internet bicycle retailer for mountain and road bike parts, accessories,
frames and complete bikes at up to 80% discount from retail prices. We also proudly carry an extensive
range of cycling clothing including mountain and road biking jerseys, shorts, cycle shoes and riding

apparel.

Along with general mountain bike and road bike parts, Price Point carries a wide range of specialty
mountain bike parts such as Freeride and Downhill specific parts along with the ever growing niche
market of single speed and 29er bikes, frames, conversion kits, wheels and tires. As with our general
mountain bike and road bike parts, you can expect to find the cheapest prices and widest selection of in
stock specialty items ready to ship the same day from your favorite online bike shop Pricepcint.com.

Copyright 2004® Price Point Mail Order LTD. All Rights Reserved.
Use of this web site constitutes acceptance of the
Price Point Mail Order Lid. Disclaimer, Copyright and Trademark Policy ,

VERIFYE
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Easfx‘m EC96 SLX and EC70 Wing carbon road handlebars: Easton handlebars are made of carbon fiber for road bicycle

{

cbhike.com

(

=30

!5 wiEws cART
frames parts groups wheels trainers tires more...
} Search % B ag;gl

Chicagoland Bicycle carries Easton ali carbon EC90 Road and EC70 Wing handlebars. Easton EC90 and EC70 bars
are measured center to center. Easton bars have a 31.8 mm clamp diameter and are compatible with all open

Bars -Easton

Cycling Clothing
Assos Clothing
Colnago Clothing
Team Clothing
Cycling Shorts

Parts/Accessories
Bars

Bike Bra

Body Fat Scale

Campagnolo Accessories

Cleats

Colnago Accessories
Computers
Forks

Frame Kits
Headsets

H.R. Monitors
Pedals

Pumps
Saddles
Seatposts
Shoes - Carnac
Sports Cream
Stems

Tape

Travel Cases

Sale Items
Hot Sheet

Full Speed Ahead, Inc., Opposer vs
SRAM Corporation, Applicant

Applicant No. 91171889
Serial No. 7858900

VIARK: SRAM FORCE

EXHIBIT OFFERED BY
APPLICANT

face stems.

Easton EC90-SLX 31.8 mm
Carbon Handlebar

85 mntreach
|

Extremely Lightweight and Stiff

All Carbon Fiber Design. Strictly for road
riding. Use an open face stem with 31.8
mm clamp diameter.
Ergonomic D Shape top section

Easton EC70 Wing
31.8 mm Carbon Handlebar

BSmmreach

et et it
i
13

e b

Easton EC90 SiX features a clamp diamter of 31.8mm.

Brand: Easton

Model: Easton EC90 SLX OS 31.8

Clamp 31.8 mm
Diameter:

Material: Easton CNT Carbon Taper Walls

Compatible Campagnolo, SRAM, Shimano. Make
Shifting: sure you select your shifters when
ordering so we send the correct bend.

Widths: Shown in shopping cart

(center to center)

Weight:

Price:

195 gms. {42cm.)
$249,99

Brand: Easton

Model: Easton EC70 Wing
Clamp 31.8 mm
Diameter:

Every curve of the new EC70 carbon
road bar is shaped to enhance rider
comfort and performance. The
wing-shaped top provides comfort and
stability for your hands. The unique
flat front allows for integrated cable
routing without grooves or holes that
weéaken the carbon structure. At a
mere 230 grams, the EC70 offers
excellent strength and reliability.

Material:

Widths: Shown in shopping cart

(center to center)
Weight: 225 gms. (42cm.)
Price: $199.99

;. ADDTOCARY _ .
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ston EC90 SLX and EC70 ‘Wing carbon road z" Alebars: Easton handlebars are made of carbon #“er for road bicycle

Handlebar

Model: Easton EA70

Clamp 31.8 mm
Diameter:

Description: Superior fatigue life

78mm rea;_:h Superior stiffness and impact strength
*}. .,-,.,.._...'g,m
]

Easton's proprietary EA70 alloy
TaperWall design

Ergo Bends

Widths: Shown in shopping cart
(center to center)

Easton's EA70 features recessed Weight: 250 gms. (42cm.)
cable-routing indentations and
anatomical Ergo-bend. The EA70 bar
also incorporates our renowned
TaperWall Technology fro superior
strength and excellent shock absorption
characteristics. ’

Price: $69.99

Brand: Easton

Easton ECSO Stem

Model: Easton EC90

Clamp 31.8 mm
Diameter:

Material: Easton CNT composite

Replaceable hardware — no more
stripped bolts

Two-bolt, composite friendly
faceplate

S
Easton’s EC90 stem couples the incredible
strength and vibration-damping properties
of carbon composite with Easton’s
innovative design. Replaceable steel Price: $249.99
hardware means no more stripped bolts.
10° drop.

Length: 90-130mm (10 mm increments)

Brand: Easton
Model: Easton EC70

Clamp 31.8 mm
Diameter:

Material: Easton CNT composite

Replaceable hardware — no more
stripped bolts

Reverseable (£ 6°)

Two-bolt, composite friendly
faceplate

Length: 90-130mm (10 mm increments)

Price: $199.99%
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ston ECQQ SLX and EC70 Wing carbon road %v‘"dleb;n's: Easton handlebars are made of carbon fiher for road bicycle
H
. {

Easton’s most affordable carbon stem. You
may flip the stem for 6° rise or drop.
Replaceable steel hardware. The two-bolt
DST cap is the safest way to attach your
ultra-lightweight aluminum, or carbon
handlebar

Easton EC70 Carbon Clip-On

Brand: Easton
Model: Easton EC70 Clip On

Clamp 31.8 mm
Diameter:
Material: Carbon Fiber
Extension Medium
Length:
Price: $299.99

Easton Delta Force Bullhorn

(Compatible with Easton Clip-On bars as
shown in smaller image above)

Brand: Easton
Model: Easton Delta Force Butlthorn

Clamp 31.8 mm
Diameter:

Material: Uni-directional Carbon Fiber
Width: 42 cm.

Price: $299.99

Easton EC90-Attack

Brand: Easton
Model: Easton EC90 Attack Bar - Yellow

Clamp 26.0 mm
Diameter:
Material: Carbon Fiber
Extension Medium
Length:
Price: $699.99
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ston EC9 05LX and EC70 Wing carbon road };anﬁlebars: Easton handlebars are made of carbon fiber for road bicycle
, (- {

(Pursuit) Aerobar

{Measurement Chart click here)

Easton EC90 Attack Aerobars feature
41.5mm (c-c¢) width. The Easton attack
bars feature proprietary Easton forged alloy
brake levers. The elbow pads mimic the
natural movement of the rider's arms. The
Easton EC90 Attack bar is compatible with
either Campagnolo or Shimano bar-end
shifters.

The Easton EC90 SLX Carbon Fork
Easton EC90 SLX Carbon Fork is the ideal climbing fork since it's

ultra-light and stiff.

® 100% composite
construction

® Weight: 300 grams

® Sizes: 700c (1-1/8"
threadless carbon steerer)

® Relief-Area Design (RAD)

steerer

Extended fatigue life

Superior stiffness

Color: Natural Carbon

$399.00

Easton EC90 Brand: Easton™
Road Carbon Seatpost Model: Easton EC90 Post
Material: Carbon Fiber

Description: Weighing 180 grams,
Easton has designed an all
carbon seatpost with
25mm offset. Carbon
fiber clamp with
micro-adjustment
mechanism. Available in
27.2 or 31.6mm x 300mm
length.

Torque Tool Wrench Brand: Syntace
Model: Torque Tool Wrench
- Weight: 285 grams

Description: Bicycle-Specific Design
Simply pre-select the torque by
rotating the adjusting knob via its
swing-out lever, and the Torque Tool
gives perfect torque readings.

Price: $199.99
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stont EC9 0 SLX and EC70 Wing carbon road ](Jandleb ars: Easton handlebars are made of carbon fiber for road bicycle

i

Highly accurate with a measuring range

of 1-20 Nm, the Torque Tool 1-20 can be

employed for nearly all critical fasteners
on your bike

{ Home ] [ Frames ] [ Components ] [ Rollers/Trainers 1 [ Computers 1 [ Gifts ] [ Nalini Clothing ]
[ Groups ] [ Hot Sheet ] [ Travel Gear ] [ Campagnolo Clothing ] [ Parts/Accessories ]
[ Bars & Stems ] [ Lycra Cleanser ] [ Saddle Bags ] [ Assos Clothing ] [ Team Clothing ] [ Wheels ]
[ Sidi Shoes ] [ Carnac Shoes ] [ Tires/Tubes ] [ Pedals ] [ Store Hours ] [ Returns/Exchanges ]
[ Site Map ]

Chicagoland Bicycle, 10355 S. Kedzie Ave., Chicago IL 60655
Phone: 773-445-0811 (Information or Technical Questions)
e-mail: sales@cbike.com
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ntace

SUPPORT

ABOUT US

PRODUCTS

H
—Syntace

|
|

FORCE 99 MTB

SHOP

TEST & CRASH

Alloyed Strength

PRESS & PRAISE RIDERS & EVENTS

[Tas
==

> : - Delivery
The New Sub 100-Gram Class Syntace's proprietary combination of - .
new, high-strength, forgeable alloyand | o0 it Litecap - Product overview
Super light, extra rigid, very strong and compatible with handlebars up to true 3-D forging results in the lightest Accessories '
610mmJ/24" wide, Available to fit 25.4mm MTB handiebar and 26.0mm bombproof stem in existence! Ti bolt kit for handlebar -, Press Comments
ROAD handlebar.
and shaft clamp

Special 200° Head
makes the best “bed" for your
handlebar, by reducing bar flex. You'll

1
~ VR-3 Test
Lengths & Weights 4

. )
(incl. steel bolts) - Assembly Instructions

get increased handlebar strength and 75mm: 9149
fatigue life without any extra weight. 90 mm: 98 ¢ - : Buy
. . 105 mm: 104 g
Roa}dIMTB Versatility 120mm: 111 g 1 Seite auf Deutsch
Available for both ROAD (26.0mm) and 135 mm: 118 g 1
MTB (25.4mm) handiebars .
Lengths & Weights
Titanium Screw Option {incl. optional ti bolts)
Six extremely hard fitanium screws, 75mm: 83 g
specially produced by Syntace will % mn;: s0g
lighten your F99/139 stem by 8 grams |
Syntace Farce 99 MTB and will not corrade even in salt water 105 mam: 969
120 mm: 103 g
@ '® conditions. 435 mm: 110 g
Vd
VR-3 approved Steerer &
according ta VR-3 downhill standard 28.6 mm (1 1/8")
DH 2002 4, the world's toughest test 1" with shim (option)
standard for handlebars and stems.
Steerer Height
38 mm
¢ Attention: Attach directly to the steerer tube of your fork. Do not Minimum Insert
use adapters or shims. 32 mm
) Handlebar Clamp @
@ Tighten the clamp balts to the maximum Nm torque setting detailed 254 mm
on the stem. If the maximum torque setting Is exceeded the clamp (26.0 mm F99 26.0)
can break!
Recommended Bar Width
up to 610 mm
Attention: All syntace handlebars are now further reinforced for use
with 4 bolt type handlebar stems. The F99 stem is suitable for use Angle
with all Syntace handlebars which carry the following symbol: 6° FlipFlop
—éﬁ—Recommended handlebars for F99/254: Color
%’ Durailite, Duraflite Carbon, Vector Lowrider {up to 660 mm), Raceblack
Vector DH {up to 600 mm).
Price (GERMANY):
108,00 €
Full Speed Ahead, Inc., Opposer vs
SRAM Corporation, Applicant Related Products
Superforce
Force 139 MTB
Applicant No. 91171889 Force 119 MTB 31.8
Serial No 7858200, ,
MARK: SRAM FORCE ‘ %
EXHIBIT OFFERED BY ‘ EXHIBIT L,'
APPLICANT “ORLD \ 6\ Q%Y 11 )T}\
R =N \
SFS 0088

~ SEARCH| - JOBS ~ FRIENDS| - SHEMAP - CONTACT

5 Syntace 6myuH - 83342 Tacherting - Germany - +49(0) 8634 66 666
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Applicant’s Response to Opposer’s Objections and Applicant’s Statement of Objections

are filed herewith as a separate electronic filing.



