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Application  No. 77/343,411 

Publication Date: May 6, 2008 
 

 
APPLICANT’S TRIAL BRIEF 

 Pursuant to 37 C.F.R. Section 2.128, Applicant Michele Ballard Miller, an individual, 

dba Miller Law Group (“Applicant”), hereby submits this brief in response to Opposer Mitchell 

Miller, a Professional Corporation, dba Miller Law Group, P.C.’s (“Opposer”) Trial Brief in 

opposition to Applicant’s application to register the mark MILLER LAW GROUP. 
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I. INTRODUCTION 
 

Applicant, Michele Ballard Miller, has been using her mark MILLER LAW GROUP for 

legal services through her law firm and licensee, Miller Law Group, P.C., since 1998.1  Since 

that time, Applicant has grown her firm from two attorneys to over twenty and has built a 

nationally-reputed law firm with a more than ten-fold increase in revenue from its first year.  

Ever an innovator, Applicant has also used webinar and other technology to stretch the reach of 

her brand and to strengthen her firm’s reputation in both legal and business circles. 

In 2007, Applicant became aware of Opposer’s use of the MILLER LAW GROUP mark 

just 35 miles away in the same market and sent a cease and desist letter to stop Opposer’s junior 

use. In that same time frame, Applicant Michele Ballard Miller, as the owner of the MILLER 

LAW GROUP service mark, also filed the instant application to register the mark on the basis 

that the mark was inherently distinctive.  The Examining Attorney analyzing Applicant’s 

application agreed the MILLER LAW GROUP mark was inherently distinctive and approved the 

application for publication without refusal. 

Despite his junior use of the MILLER LAW GROUP mark as a source identifier for his 

own law firm, Opposer filed this opposition proceeding, claiming that Applicant’s mark is 

primarily merely a surname, merely descriptive, and/or generic, and that Applicant failed to list 

the correct owner of the mark on the application and committed fraud against the USPTO for 

doing so.  To meet its burden of proof, Opposer must prove each of its claims by a 

preponderance of the evidence, except for the fraud claim, which requires a clear and convincing 

standard of proof.   With little to no admissible or probative evidence submitted in the record, 

Opposer’s Opening Brief and evidence of record fails to meet its burden of proof and fails to """"""""""""""""""""""""""""""""""""""""""""""""""""""""
1 For the purposes of this brief, except where specifically noted, the term “Applicant" shall mean 
Applicant and/or her exclusive licensee and firm, Miller Law Group, P.C. 



8 "

establish why Applicant’s service mark MILLER LAW GROUP should not proceed to 

registration.  Accordingly, Opposer’s Second Amended Notice of Opposition should be 

dismissed in its entirety. 

II. ISSUES PRESENTED 

A. Whether MILLER LAW GROUP is primarily merely a surname under Section 2(e)(4) of 

the Trademark Act. 

B. Whether MILLER LAW GROUP is descriptive under Section 2(e)(1) of the Trademark 

Act. 

C. Whether MILLER LAW GROUP is generic under Section 2(e)(1) of the Trademark Act. 

D. Whether MILLER LAW GROUP is merely a trade name under 15 U.S.C. § 1127. 

E. Whether the fact that a service mark application is applied for by an individual, who 

owns and licenses use of the mark to a corporation she founded, renders the application 

void abinitio under 15 U.S.C. § 1051(a) for failure to state the correct owner. 

F. Whether an individual who – continually for nine years – owned, used, and licensed use 

of a mark to a company they founded, commits fraud on the United States Patent and 

Trademark Office when they list themselves as the owner of the mark to be registered. 

III. SUMMARY OF EVIDENCE IN THE RECORD 
 

The evidence of record consists of the pleadings in this proceeding and the file history of 

the subject application; Testimony Declaration of Michele Ballard Miller (hereinafter “MBM 

Test.”); Testimony Declaration of Susan Kostal (hereinafter “Kostal Test.”); First Set of 

Stipulated Facts, including Exhibits A-T (hereinafter “Stip. Facts Set 1”); Third Set of Stipulated 

Facts, including Exhibits 1-40 (hereinafter “Stip. Facts Set 3”); Fourth Set of Stipulated Facts, 

including Exhibit 41 (hereinafter “Stip. Facts Set 4”); Applicant’s Notice of Reliance, including 
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Exhibits 42-44 (hereinafter “App. NOR”); and Testimony Affidavit of Mitchell Miller 

(hereinafter “MM Test”).   

IV. STATEMENT OF FACTS 
 
A. Applicant Michele Ballard Miller  

Applicant Michele Ballard Miller is the founder and original shareholder of Miller Law 

Group, P.C., a law firm founded on August 24, 1998. (Stip. Facts Set 1 ¶¶ 3, 5, 8.)  Miller Law 

Group, P.C. offers and provides legal services in the area of employment law, including 

transactional, counseling, and litigation services.  (Stip. Facts Set 1 ¶ 6.) 

Applicant has been an attorney licensed to practice in California and in good standing 

since December 3, 1982.  (MBM Test. ¶ 2.)  After practicing law for sixteen years, Applicant 

decided to start her own firm.  (MBM Test. ¶ 1.)  Applicant established the corporate entity, 

Miller Law Group, P.C. to act as licensee of the mark MILLER LAW GROUP, which is owned 

by Applicant.  (MBM Test. ¶ 3.)  Since August 1998 to the present, Applicant has continuously 

practiced law, without interruption, under the mark MILLER LAW GROUP through Miller Law 

Group, P.C. as well as individually.  (MBM Test. ¶ 6.) 

Under Applicant’s supervision and leadership, Miller Law Group, P.C. has grown 

significantly over time, and has built a national reputation as a preeminent law firm.  (MBM 

Test. ¶¶ 7-8, 17-20.)  When Applicant first formed Miller Law Group, P.C., Applicant had one 

attorney employee.  (Stip. Facts Set 1 ¶ 9.)  Over thirteen years later, Miller Law Group, P.C. 

currently employs twenty-one attorneys licensed to practice in California.  (Stip. Facts Set 1 ¶ 

11; MBM Test. ¶ 7.)  The reputation that Miller Law Group, P.C. has developed over time has 

resulted in the firm being retained by clientele throughout the country, including many Fortune 

500 companies.  (MBM Test. ¶ 7.) 
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In addition to the dramatic increase in the size and reputation of Miller Law Group, P.C., 

its revenues have also grown dramatically.  (MBM Test. ¶ 8.)  Miller Law Group, P.C.’s 

revenues have increased more than ten-fold from 1998 to the present.  (MBM Test. ¶ 8.) 

Since the firm’s founding in 1998, Miller Law Group, P.C. has spent tens of thousands of 

dollars to expand the firm’s marketing efforts and to develop a recognizable brand.  (Stip. Facts 

Set 1 ¶¶ 12, 13 & Exhs. A, B; Stip. Facts Set 3 ¶¶ 2, 3, 4, 13-19 & Exhs. 2, 3, 4, 9-14; MBM 

Test. ¶ 9; Kostal Test. ¶¶ 5-10.)  Such efforts include paying fees for the services of public 

relations firms, marketing consultants, advertising, conferences, legal education programs, and 

travel to develop opportunities for the firm.  (MBM Test. ¶ 9; Kostal Test. ¶ 5.)  In the firm’s 

early years, the amount spent on marketing and brand development was approximately 5-10% of 

gross revenue, but in the past ten years alone the amount spent on advertising and marketing 

costs has steadily increased three-fold.  (MBM Test. ¶¶ 10-11.) 

Applicant has authored numerous articles on topics related to labor and employment law, 

Miller Law Group, P.C.’s area of expertise.  (Stip. Facts Set 3 ¶¶ 5-11 & Exhs. 2, 6, 7; MBM 

Test. ¶ 13 & Exh. 2.)  Applicant has also spoken at numerous conferences and participated in 

legal panels throughout the country, all under the service mark MILLER LAW GROUP.  (Stip. 

Facts Set 3 ¶¶ 24-46 & Exhs. 9, 19-39; MBM Test. ¶ 13 & Exh. 2.)  Other attorneys at Miller 

Law Group, P.C. also write articles and speak at panel discussions and conferences under the 

service mark MILLER LAW GROUP.  (Stip. Facts Set 3 ¶¶ 23, 34, 45-46 & Exhs. 18, 29, 39; 

MBM Test. ¶ 13 & Exh. 2.)  The firm, the firm’s attorneys, and Applicant have also been 

published, quoted, and/or featured in various publications, including California Lawyer, The 

Recorder, North Bay Business Journal: Executive Legal Guide, NorthBay Biz, American 
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Lawyer, Corporate Counsel, and GC California.  (Stip. Facts Set 3 ¶¶ 5-11 & Exhs. 2, 6, 7; 

MBM Test. ¶ 13 & Exh. 2.) 

Since 2000, Miller Law Group, P.C. has regularly sent updates, alerts, and newsletters on 

labor and employment law developments to clients and prospective clients.  (Stip. Facts ¶ 20 & 

Exh. 15; MBM Test. ¶ 14.)  For the past several years, Miller Law Group, P.C. has also sent out 

e-mail blasts providing the latest legal information, case law, and general strategies within its 

area of expertise to the firm’s mailing list, which includes thousands of clients, colleagues, and 

prospective clients, who are located throughout the United States.  (MBM Test. ¶ 14.)  Miller 

Law Group, P.C. has also regularly placed advertisements in various publications for legal 

services under the mark MILLER LAW GROUP.  (MBM Test. ¶ 14; Stip. Facts Set 3 ¶¶ 14-19 

& Exhs. 9-14.)   

Since 2005, Miller Law Group, P.C. has produced a monthly webinar series on current 

developments in labor and employment law, which has increased the firm’s visibility and 

expanded Miller Law Group, P.C.’s name reputation throughout the United States.  (MBM Test. 

¶ 15.)  Initially the webinars were typically attended by approximately 40 people and the 

invitations were sent to fewer than 500 persons.  (MBM Test. ¶ 15.)  Currently, the monthly 

webinar invitation is sent to over 7,500 individuals and entities throughout the country and over 

500 persons regularly attend the monthly programs.  (MBM Test. ¶ 15.) 

A number of Miller Law Group, P.C.’s lawyers have received various distinctions, such 

as being named either a Super Lawyer or Super Lawyer Rising Star by the Super Lawyers – 

Northern California magazine.  (MBM Test. ¶ 17.)  For the 2011 Super Lawyer awards, 25% of 

the firm’s attorneys have been recognized.  (MBM Test. ¶ 17.)  One of the firm’s attorneys has 
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also been listed in Chambers USA America’s Leading Lawyers for Businesses.  (MBM Test. ¶ 

17.) 

Miller Law Group, P.C. has also increased its recognition by being very involved in 

organizations such as Women’s Business Enterprise National Council (WBENC) and National 

Association of Women and Minority Owned Law Firms (NAMWOLF), on whose board 

Applicant Michele Ballard Miller has sat since 2006, and the California Minority Counsel 

Program (CPMC).  (MBM Test. ¶ 18.) 

The efforts of the firm, both individually and collectively, have raised awareness of the 

firm among the public and have enhanced the prominence of the firm.  (MBM Test. ¶ 19.)  The 

firm has twice been recognized – in 2002 and 2010 – as one of the 100 fastest growing 

companies in the San Francisco Bay Area. 2  (Stip. Facts Set 3 ¶ 12 & Exh. 8; MBM Test. ¶ 20.)  

Today, the firm’s business comes largely from its reputation in the legal industry, and not from 

individual referrals.  (MBM Test. ¶ 16.) 

B. Opposer Mitchell Miller  

Opposer is a professional corporation whose President and founder is Mitchell Miller.  

(Stip. Facts Set 1 ¶; MM Test. ¶¶ 1, 5.)  Mr. Miller formed Mitchell Miller, a Professional 

Corporation, dba Miller Law Group, P.C., on or around December 20, 2006.  (MM Test. ¶ 5.)  

Mr. Miller claims to have begun using the MILLER LAW GROUP mark as of January 2007. 

(MM Test ¶ 8) 

  

""""""""""""""""""""""""""""""""""""""""""""""""""""""""
2 The firm was named to this list a third time in 2011, but the accolade was given after the close 
of the testimony period in this proceeding. 
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C. Instances of Actual Confusion and Applicant’s Cease and Desist Efforts Against 
Opposer 

 
 Applicant first became aware of Opposer on or about October 29, 2007, when an article 

in the Business Journals described a case in which Applicant represented a large oil company.  

(Stip. Facts Set 1 ¶ 15; Stip. Facts Set 3 ¶ 1 & Exh. 1; MBM Test. ¶ 21.)  The article described a 

verdict against the oil company and incorrectly noted that Miller Law Group in Palo Alto - i.e., 

Opposer- represented the oil company in the matter.  (MBM Test. ¶ 21.) 

 As a result of the above-referenced confusion, Applicant’s trademark counsel sent a cease 

and desist letter to Opposer.  (MBM Test. ¶ 22.)  Despite Applicant’s nearly nine years of senior 

use, Opposer refused to change its name.  (MBM Test. ¶ 22.) 

 Another instance of confusion occurred in 2010, when Applicant’s own insurance broker 

was confused as to the relationship between Applicant and Opposer’s law firms.  (MBM Test. ¶ 

23.)  When renewing Applicant’s malpractice policy for Miller Law Group, P.C., Applicant’s 

insurance broker assumed that Opposer’s Miller Law Group was a part of Applicant’s firm and 

inquired if they should be added to Applicant’s policy.  (MBM Test. ¶ 23.) 

 On March 17, 2011, a potential client was confused as to the relationship between 

Applicant and Opposer’s law firms.  (Stip. Facts Set 4 ¶ 1 & Exh. 41; MBM Test. ¶ 24.)  

Applicant received an email from an individual seeking legal counsel on a matter, which was 

directed to Opposer, Mitchell Miller.  (Stip. Facts Set 4 ¶ 1 & Exh. 41; MBM Test. ¶ 24.) 

D. Opposition Proceeding 

 On December 4, 2007, Applicant applied to register MILLER LAW GROUP as a 

trademark/service mark with the United States Patent and Trademark Office (“USPTO”) in 

International Class 45, for use in connection with “legal services,” which was assigned serial 

number 77/343,411 (the “Application”).  (Stip. Facts Set 1 ¶ 16.) 



14 "

 On June 25, 2008, Opposer filed an opposition to the Application.  (Stip. Facts Set 1 ¶ 

20.) 

V. ARGUMENT 

A. Preliminary Matters. 

1. Opposer’s Standing. 

Applicant does not contest that Opposer has standing to bring this opposition proceeding.  

However, for the reasons set forth herein, Opposer’s opposition should be dismissed in its 

entirety. 

2. Opposer Bears the Burden of Proof in this Proceeding. 

In Board proceedings, the plaintiff—here Opposer—bears the burden of proof and must 

prove its pleaded case by a preponderance of the evidence.  Cunningham v. Laser Golf Corp., 

222 F.3d 943, 951, 55 U.S.P.Q.2d 1842, 1848 (Fed. Cir. 2000); see also Research In Motion Ltd. 

v. Fashionberry, Inc., No. 9119152, 2011 WL 5014006, at *7 (TTAB Sep. 30, 2011) (holding 

that opposer, as plaintiff in an opposition proceeding before the Board, bore burden of proof of 

material allegations in notice of opposition).   As further set forth herein, Opposer has failed to 

meet that burden, necessitating dismissal of this opposition proceeding in its entirety. 

3. Opposer Has Waived Objections to Applicant’s Evidence Submitted in the 
Record. 

 
As a preliminary matter, Opposer in its Opening Brief did not object to any of the 

evidence submitted by Applicant during its testimony period.  As a result, Opposer has waived 

objections to Applicant’s evidence of record submitted during the testimony period.  

Threshold.TV, Inc and Blackbelt TV, Inc. v. Metronome Enters., Inc., 96 U.S.P.Q.2d 1031, 1035 

(TTAB 2010). 
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B. Opposer’s Claims That Applicant’s Service Mark Should Not Be Registered 
Because It Is Primarily Merely A Surname And Is Merely Descriptive Fail. 

 
Opposer’s Counts I and III assert that Applican’s MILLER LAW GROUP mark is 

primarily merely a surname and is merely descriptive, respectively.  Opposer’s arguments and 

evidence in its Opening Brief inappropriately parse out the mark into its component parts, 

“Miller” and “Law Group.”  In re Country Music Assn., Inc., Nos. 78906900, 78901341, 2011 

WL 5600319, at *2 (TTAB Oct. 25, 2011) (holding that the Board must conduct an inquiry into 

“the meaning of the disputed phrase as a whole”).  While there is no question that the word 

“Miller” in the mark is a surname—it is Applicant’s last name—and while the phrase “law 

group” by itself may be merely descriptive (prompting Applicant’s disclaimer of that phrase), the 

mark as a whole is inherently distinctive.  Indeed, Applicant applied to register the mark based 

on inherent distinctiveness, and the Examining Attorney agreed and approved the mark for 

publication as inherently distinctive.  Under such circumstances, Opposer bears the burden of 

proving that Applicant’s mark is not inherently distinctive.  Yamaha Int’l Corp. v. Hoshino 

Gakki Co., 840 F.2d 1572, 1577 6 U.S.P.Q.2d 1001, 1005 (Fed. Cir. 1988) (“But an opposer’s 

burden of establishing no inherent distinctiveness or of showing that the mark is ‘merely 

descriptive’ under Section 2(e), exists only where an applicant seeks registration on the basis of 

inherent distinctiveness….”).  Opposer has failed to meet that burden. 

1. Opposer’s Evidence Is Not Admissible and/or Not Probative. 

As set forth in Applicant’s objections to Opposer’s evidence of record filed and served as 

Appendix A herewith, much of Opposer’s evidence is not admissible, not relevant, and/or not 

probative of the issues and facts Opposer seeks to prove in this proceeding.  Not one of the 

declarations submitted by Opposer evidences a MILLER LAW GROUP with senior rights to 

Applicant.  Opposer’s evidence of alleged third party use of the mark MILLER LAW GROUP is 
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therefore not competent.  Other than general statements that they market to consumers 

nationwide, the testimony declarations from the various law firms throughout the United States 

purportedly using the MILLER LAW GROUP mark is not probative because they do not set 

forth the scope of that use (e.g., the extent and scope of the use, the amount of advertising and 

consumer recognition, etc.). Thus, the testimony declarations do not adequately illustrate in what 

or to what extent the firms use their marks.   

Likewise, the printouts of the Google search results should not be considered or given 

any weight.  See In re Fitch IBCA, Inc., 64 U.S.P.Q.2d 1058, 1060 (TTAB 2002) (stating that 

Google search result printout was of very little probative value because they only “demonstrate 

the use of the phrase as key words by the search engine, which is different from evidence of use 

of a phrase as headings, links or content on a web site. Evidence of actual use of a phrase by a 

website has far greater probative value than these search summaries, which may indicate only 

that the two words in an overall phrase appear separately in the website literature.”); see also 

Perfect Foods, Inc. v. Gullahorn, No. 91160978, 2006 WL 867931, at *5 (TTAB Mar. 21, 2006).  

Thus, Opposer has offered no competent evidence to support its claims that Applicant’s mark is 

not inherently distinctive.      

2. Opposer Misconstrues the Legal Standards Applied to Marks Such As 
Applicant’s. 

 
The crux of Opposer’s argument against registration of Applicant’s mark is a seeming 

policy argument that because Miller is a common name, it can never be used as an identifier of 

source for law firms. In support of its theory, Opposer submits evidence that Miller is allegedly 

the sixth most common surname in the United States.  Without admitting the admissibility, truth, 

or probative value of such evidence, there is little doubt that Miller is a common surname.  

However, many common surnames have been protected as source identifiers.  See Ford Motor 
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Co. v. Ford, 462 F.2d 1405, 1407, 174 U.S.P.Q. 456, 457-58 (CCPA 1972) (FORD for 

automobiles), cert denied, 409 U.S. 1109, 34 L. Ed. 2d 690, 93 S. Ct. 910, 176 U.S.P.Q. 193 

(1973); Gallo v. E. & J. Gallo Winery, 74 U.S.P.Q. 136, 137 (Comm’r Pat. 1947) (GALLO for 

wine); E. I. Du Pont de Nemours & Co. v. Societe S.T. Dupont, 161 U.S.P.Q. 489, 491 (TTAB 

1969) (DUPONT for chemicals).  

To support its argument, Opposer submits the testimony declarations of several other law 

firms in the United States purportedly using the mark MILLER LAW GROUP to identify their 

legal services and Google search results for “Miller Law Group.”  As stated in Section V(B)(1), 

this evidence should not be admitted or should be afforded no weight.  This is particularly so 

since each of these third parties, even if actually using the MILLER LAW GROUP mark, is a 

junior user to Applicant and does not have superior rights to the mark.  Further, none of them is a 

party to this opposition and accordingly none has standing to challenge the registration of the 

mark.   

Moreover, though Opposer argues that the testimony declarations from various junior 

users of the MILLER LAW GROUP mark indicate that the mark is not protectable, if anything, 

such testimony declarations emphasize that these parties recognize the source-identifying 

capabilities of the mark.  (Opposer’s Trial Brief (hereinafter “Opp. Trial Br.”) pp. 12, 15, 21, 23, 

24, 25.)  Indeed, each of the law firms submitting testimony declarations appears to use the 

MILLER LAW GROUP mark as a source identifier precisely because the mark is inherently 

distinctive.  Even Opposer himself admitted in his discovery deposition, properly made part of 

the record in this proceeding, that he has gained good will and recognition in his firm from his 

junior use of Applicant’s identical mark which he would lose if he had to change his firm’s 
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name.  (APP NOR. ¶ 2 & Exh. 43, pp. 91:22-93:10.)  To claim that the mark is not protectable is 

therefore disingenuous. 

The central kernel of Opposer’s argument seems to be that allowing Applicant’s mark to 

proceed to registration will preclude other attorneys with the surname Miller to use their names 

with their law practices.  This argument misses the mark (so to speak).  The Board addresses 

issues of registrability, not policy.  The inquiry before the Board in this proceeding is simple:  Is 

the mark protectable and did Applicant properly use the mark in commerce?  The answer to both 

questions here is yes, ending the analysis.   

At bottom, Opposer seems to be upset that Applicant was the first to start using the name 

Opposer chose for himself.  This, of course, is the point of trademark law—if a party uses a mark 

first for particular goods or services, it can stop others from doing so to avoid consumer 

confusion.  That is good policy.  That the mark may incorporate a surname is irrelevant and 

cannot be the basis for barring registration of Applicant’s mark under the circumstances.  

Applicant’s mark is inherently distinctive and was used as a trademark.  It is therefore 

protectable.  Notwithstanding this fact despite Opposer’s assertions, other Millers can certainly 

use their surnames in their practices, just not in the form that Applicant has chosen.  Opposer’s 

argument that lawyers are limited in how to describe their practices is likewise exaggerated.3   

Opposer seems to believe that the principles of trademark law should not apply because 

the mark in question incorporates a surname.  If Opposer were correct, marks like Ford Motor 

Company, Philips, Gallo, and DuPont would not exist.  That is not the law.   """"""""""""""""""""""""""""""""""""""""""""""""""""""""
3 In addition, as asserted in Applicant’s objections to Opposer’s testimony, the evidence 
submitted in the various testimony declarations opining about the protectibility of the mark 
MILLER LAW GROUP is the province of expert testimony.  (Opp. Trial Br. pp. 12, 15, 21, 23, 
24, 25.)  None of the declarations sets forth any expertise in the area of trademark law amongst 
the declarants.  Nor were any experts disclosed by Opposer in this proceeding.  Such evidence 
should not be considered. 
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Opposer also makes the argument that Applicant did not limit its description of services 

to legal services in the employment law area.  (Opp. Trial Br. p. 20.)  This argument is irrelevant 

to these proceedings, as the boundaries of Opposer’s claims are confined to the allegations of the 

Second Amended Notice of Opposition, which raise no such allegations.  Moreover, Opposer 

cannot challenge portions of the application that are purely a matter of prosecution.  Cf. Saint-

Gobain Abrasives Inc. v. Unova Indus. Automation Syst. Inc., 66 U.S.P.Q.2d 1355, 1359 (TTAB 

2003) (fairness dictates that the ex parte question of the sufficiency of the description of the 

mark not be a ground for opposition or cancellation); The Sports Authority Michigan, Inc. v. 

Kalle, No. 122577, 2002 WL 484958, at *4 (TTAB Mar. 28, 2002) (“Even if there was an 

examination error in not requiring applicant to comply with 2.38(b), examination error is not a 

ground for opposition.”).  This argument also does not speak to whether the mark is primarily 

merely a surname or merely descriptive and should be ignored. 

In sum, Opposer has not submitted any competent evidence or argument to prove that 

Applicant’s service mark not inherently distinctive.  For this reason alone, Opposer’s Counts I 

and III should be dismissed.  

3. Even If the Board Deems Opposer To Have Met Its Burden on Inherent 
Distinctiveness, It Has Waived Any Argument on Acquired Distinctiveness by 
Failing to Offer Any Evidence On That Issue. 

 
Where, as here, a mark is applied for and accepted by the Examining Attorney as 

inherently distinctive, an opposer claiming descriptiveness must meet a double burden of proof: 

to first establish that the mark is not inherently distinctive and to, at least prima facie, offer 

evidence for why the mark has not reached acquired distinctiveness.  See Mary Queen of the 

Third Millennium, Inc. v. The Found. for A Christian Civilization, Inc., No. 91157073, 2009 WL 

1017383, at *10, *14 (TTAB Mar. 25, 2009) (holding that where examining attorney recognized 



20 "

the mark as inherently distinctive and required no evidence under Section 2(f), Opposer bears 

burden of proving lack of inherent distinctiveness and then proving, prima facie, that the mark 

lacks acquired distinctiveness.).  Therefore, while Applicant asserts Opposer has failed to meet 

its burden as to inherent distinctiveness, if the Board holds that Opposer has done so, then 

Opposer still has the additional burden of proving, prima facie, that Applicant’s MILLER LAW 

GROUP lacks acquired distinctiveness.   Opposer has not offered any evidence in the record, nor 

any argument, to disprove that Applicant’s mark has acquired distinctiveness. It is well-

established that claims, counterclaims, or defenses not raised in a party’s opening brief are 

waived.  Gen. Mills, Inc. and Gen. Mills Holding Corp. II, LLC v. Fage Dairy Processing Indus. 

S.A., No. 91118482, 2011 WL 6001095, at *19 (TTAB Sep. 14, 2011); see also Corporacion 

Habanos S.A. v. Guantanamera Cigars Co., 86 U.S.P.Q.2d 1473, 1474 n.2 (TTAB 2008) 

(deceptively misdescriptive claim under Section 2(e)(1) waived), remanded on other grounds, 

729 F. Supp.2d 246, 98 U.S.P.Q.2d 1078 (D.D.C. 2010); Cerveceria India Inc. v. Cerveceria 

Centroamericana, S.A., 10 U.S.P.Q.2d 1064, 1066 n.3 (TTAB 1989), aff'd, 892 F.2d 1021, 13 

U.S.P.Q.2d 1307 (Fed. Cir. 1989) (affirmative defenses waived); J.S. Paluch Co., Inc. v. Irwin, 

215 U.S.P.Q 533, 536 n.4 (TTAB 1982) (counterclaim of abandonment waived); Cf. Hynix 

Semiconductor Inc. v. Rambus Inc., 98 U.S.P.Q.2d 1711, 1726 (Fed. Cir. 2011) (issues not 

presented in opening brief waived); Finjan Inc. v. Secure Computing Corp., 626 F.3d 1197, 97 

U.S.P.Q.2d 1161 (Fed. Cir. 2010) (citing SmithKline Beecham Corp. v. Apotex Corp., 439 F.3d 

1312, 78 U.S.P.Q.2d 1097 (Fed. Cir. 2006) and noting that “arguments not raised in the opening 

brief are waived”).  As such, Opposer has waived any such argument by not including it with its 

evidence in the record or in its Opening Brief.  Thus, Opposer has failed to meet its burden to, 
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prima facie, offer evidence of a lack of acquired distinctiveness.  Opposer’s Counts I and III 

should therefore be dismissed on that basis. 

4. Even If the Board Sua Sponte Determines that Applicant’s Mark Is Primarily 
Merely a Surname or Merely Descriptive, Applicant’s Mark Has Acquired the 
Requisite Distinctiveness to Be Registrable. 

 
As noted above, Applicant filed to register the MILLER LAW GROUP mark based on 

inherent distinctiveness, and the Examining Attorney approved the mark for publication on that 

basis.  Though Opposer has not offered any evidence or argument to meet its burdens of proof as 

to inherent distinctiveness and acquired distinctiveness, Applicant recognizes that it carries the 

ultimate burden of persuasion of acquired distinctiveness should the Board hold on its own that 

Applicant’s mark is not inherently distinctive.  Therefore, in an abundance of caution, Applicant 

addresses the issue of acquired distinctiveness and explains why its mark, if determined not to be 

inherently distinctive, has acquired the necessary secondary meaning to be registrable.  However, 

because Opposer waived any argument on acquired distinctiveness by not raising it in its 

Opening Brief, Applicant respectfully requests that the Board not consider any evidence or 

argument on the issue of acquired distinctiveness offered by Opposer in its Reply Brief.  

As set forth below, Applicant’s mark, if determined by the Board to lack inherent 

distinctiveness, has met the standards of Section 2(f) for acquired distinctiveness. 

a. If Applicant’s Mark Is Deemed Descriptive, It Is at Most Merely 
Descriptive, Not Highly Descriptive, Requiring a Lower Standard of 
Proof for Secondary Meaning. 

 
While Applicant maintains that its mark is inherently distinctive, if the Board holds that 

the mark is descriptive, then it is at most merely descriptive, not highly descriptive.  See, e.g., In 

re Sullivan, No. 76202254, 2005 WL 2034532, at * 3 (TTAB Aug. 18, 2005) (holding that mark 

TRAFFIC LAW CENTER was merely descriptive, despite evidence of third party use of same 
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mark, requiring a lower standard of proof of acquired distinctiveness). Indeed, Opposer, too, has 

only taken the position that the mark is merely descriptive and cannot now argue it is highly 

descriptive.  This distinction is important because an applicant with a merely descriptive mark 

bears a lower burden of proof than an applicant with a highly descriptive mark. Yamaha, 6 

U.S.P.Q.2d at 1005.  Thus, if the Board holds that Applicant’s mark is descriptive, then it is only 

merely descriptive.  When considering whether a mark has gained secondary meaning, the Board 

does not limit the evidence it considers to the time the application for the mark was filed but 

instead analyzes the use at the time of the inter partes proceeding for which it is undertaking the 

analysis.  Target Brands, Inc. v. Hughes, No. 91163556, 2007 WL 4287253, at *5 (TTAB Nov. 

30, 2007) (“Acquired distinctiveness and buyer recognition is to be tested in an opposition 

proceeding as of the date the issue is under consideration. The filing date is not a cutoff for any 

evidence developing after that time.”).  Therefore, Applicant submits evidence of its use of the 

MILLER LAW GROUP mark through its testimony period. 

b. Applicant’s Service Mark Has Been in Continuous Use for More than 
Thirteen Years.  

 
Substantially exclusive and continuous use of the applied-for mark for five years from the 

date of the application for registration is prima facie evidence of acquired distinctiveness.  15 

U.S.C. § 1052(f).  Though Applicant’s mark is inherently distinctive and was published for 

opposition as such, had the Examining Attorney refused registration based on descriptiveness, 

Applicant would have had over nine years of substantially exclusive use of the mark as of the 

date the application was filed.  This is well over the statutory threshold to prove prima facie that 

the mark had acquired secondary meaning.  Today, Applicant can claim over thirteen years of 

substantially exclusive and continuous use.  This use alone suffices to establish secondary 

meaning in Applicant’s mark.  See, e.g., Suisman, Shapiro, Wool, Brennan, Gray  & Greenberg, 
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P.C. v. Suisman, No. 3:04-cv-745, 2006 WL 387289, at *5 (Dist. Conn. Feb. 15, 2006) (holding 

that law firm had acquired distinctiveness for mark SUISMAN SHAPIRO with evidence of use 

for five years in the relevant legal community).  However, the other evidence submitted by 

Applicant firmly establishes the MILLER LAW GROUP mark has acquired distinctiveness. 

c. Applicant Has Extensively and Consistently Marketed the MILLER 
LAW GROUP mark, Experienced Rapid Growth, and Achieved a Strong 
Reputation in the Legal Community. 

 
Under Applicant’s supervision and leadership, Miller Law Group, P.C. has grown 

significantly over time, and has built a national reputation as a preeminent law firm.  (MBM 

Test. ¶¶ 7-8, 17-20.)  When Applicant first formed Miller Law Group, P.C., Applicant had one 

attorney employee.  (Stip. Facts Set 1 ¶ 9.)  Thirteen years later, Miller Law Group, P.C. 

currently employs twenty-one attorneys licensed to practice in California.  (Stip. Facts Set 1 ¶ 

11; MBM Test. ¶ 7.)  The reputation that Miller Law Group, P.C. has developed over time has 

resulted in the firm being retained by clientele throughout the country, which includes many 

Fortune 500 companies.  (MBM Test. ¶ 7.) 

Several attorneys working under the MILLER LAW GROUP mark, including Applicant 

herself, have received several accolades, including being named Super Lawyers by the Super 

Lawyers Magazine.  For the 2011 Super Lawyer awards, 25% of the firm’s attorneys have been 

recognized.  (MBM Test. ¶ 17.)  One of the firm’s attorneys has also been listed in Chambers 

USA America’s Leading Lawyers for Businesses.  (MBM Test. ¶ 17.)  Applicant’s firm has also 

been involved with organizations such as Women’s Business Enterprise National Council 

(WBENC) and National Association of Women and Minority Owned Law Firms (NAMWOLF), 

on whose board Applicant has sat since 2006, and the California Minority Counsel Program 

(CPMC).  (MBM Test. ¶ 18.) 
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Attorneys working under the MILLER LAW GROUP mark have also written numerous 

articles, spoken at conferences, and participated in legal panel discussions over the years, all 

inuring to the benefit of Applicant and her firm. (Stip. Facts Set 3 ¶¶ 5-11, 22-46 & Exhs. 2, 6, 7, 

9, 18-39; MBM Test. ¶ 13 & Exh. 2.)  The firm, the firm’s attorneys, and Applicant have also 

been published, quoted, and/or featured in various publications, including California Lawyer, 

The Recorder, North Bay Business Journal: Executive Legal Guide, NorthBay Biz, American 

Lawyer, Corporate Counsel, and GC California.  (Stip. Facts Set 3 ¶¶ 5-11 & Exhs. 2, 6, 7; 

MBM Test. ¶ 13 & Exh. 2.)  Since 2000, Miller Law Group, P.C. has regularly sent updates, 

alerts, and newsletters on labor and employment law developments to clients and prospective 

clients.  (Stip. Facts ¶ 20 & Exh. 15; MBM Test. ¶ 14.)  For the past several years, Miller Law 

Group, P.C. has also sent out e-mail blasts providing the latest legal information, case law, and 

general strategies within its area of expertise to the firm’s mailing list, which includes thousands 

of clients, colleagues, and prospective clients, who are located throughout the United States.  

(MBM Test. ¶ 14.)  In addition, Applicant’s firm regularly sends out news alerts to its mailing 

list nationwide and since 2005 has provided monthly seminars to a growing list of over 7,500 

individuals and entities around the country on topics relevant to Applicant’s legal practice. 

(MBM Test. ¶¶ 14-15.)   

Since its founding in 1998, Applicant’s firm has spent considerable money in order to 

expand the firm and develop a recognizable brand.  (Stip. Facts Set 1 ¶¶ 12, 13 & Exhs. A, B; 

Stip. Facts Set 3 ¶¶ 2, 3, 4, 13-19 & Exhs. 2, 3, 4, 9-14; MBM Test. ¶ 9; Kostal Test. ¶¶ 5-10.)  

For the first few years of its existence, the firm did not have a “line item” in its budget for 

tracking marketing and advertising expenses, but expenditures were in the tens of thousands.  

(MBM Test. ¶ 9.)  In 2002, the firm spent [REDACTED] on direct marketing and advertising 
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costs.  (MBM Test. ¶ 10.)  That amount has steadily increased to include other marketing efforts, 

such as Miller Law Group’s significant CLE webinar program referenced above.  Today, Miller 

Law Group, P.C.  spends over [REDACTED] a year on direct advertising and marketing costs. 

(MBM Test. ¶ 11.)  Marketing efforts include paying fees for the services of public relations 

firms, marketing consultants, advertising, conferences, legal education programs, and travel to 

develop opportunities for the firm.  (MBM Test. ¶ 9; Kostal Test. ¶ 5.)  Miller Law Group, P.C. 

has also regularly placed advertisements in various publications for legal services under the mark 

MILLER LAW GROUP.  (MBM Test. ¶ 14; Stip. Facts Set 3 ¶¶ 14-19 & Exhs. 9-14.)   

As a result of this marketing and advertising, as well as the accolades received by 

attorneys at Applicant’s firm, the firm has gained a strong reputation in legal circles, resulting in 

a solid client base, including Fortune 500 companies. (MBM Test., ¶7; see also Kostal Test. 

generally.)  Applicant’s firm has also experienced significant growth in revenue since its 

founding.  For example, in 1999 (the firm’s first full year), the practice grossed approximately 

[REDACTED]. (MBM Test. ¶ 8.) By 2002, the practice had grown to have gross revenues of 

[REDACTED]. (MBM Test. ¶ 8.) By 2009 and 2010, the practice had swelled substantially 

more, totaling nearly [REDACTED] and over [REDACTED] in revenue, respectively. (MBM 

Test. ¶ 8.)  The efforts of both Applicant and the firm, both individually and collectively, have 

raised the awareness of the firm among the public and enhanced the prominence of the firm.  

(MBM Test. ¶ 19.)  The firm has twice been recognized – in 2002 and 2010 – as one of the 100 

fastest growing companies in the San Francisco Bay Area.  (Stip. Facts Set 3 ¶ 12 & Exh. 8; 

MBM Test. ¶ 20.)  Today, the firm’s business comes largely from its reputation in the legal 

industry, and not from individual referrals.  (MBM Test. ¶ 16.) 
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 Applicant also has evidence of actual confusion between Applicant’s firm and Opposer’s 

firm, both operating under the name MILLER LAW GROUP.  Evidence of actual confusion is 

strong evidence of acquired distinctiveness.  Adray v. Adry-Mart, Inc., 76 F.3d 984, 987, 37 

U.S.P.Q.2d 1872, 1875 (9th Cir. 1995) (holding that “actual confusion is an indicium of 

secondary meaning”) (citing Am. Scientific Chem. v. Am. Hosp. Supply, 690 F.2d 791, 793, 216 

U.S.P.Q. 1080, 1082 (9th Cir. 1982).  Specifically, Applicant first learned of Opposer’s firm 

through reading an article on a trial that Applicant’s firm was involved in.  (Stip. Facts Set 1 ¶ 

15; Stip. Facts Set 3 ¶ 1 & Exh. 1; MBM Test. ¶ 291.)  However, the article confused Opposer’s 

firm with Applicant’s, incorrectly noting that Opposer’s firm, not Applicant’s firm, was involved 

in that case. (MBM Test. ¶ 21.) 

 Another instance of confusion occurred in 2010, when Applicant’s own insurance broker 

was confused as to the relationship between Applicant and Opposer’s law firms.  (MBM Test. ¶ 

23.)  When renewing Applicant’s malpractice policy for Miller Law Group, P.C., Applicant’s 

insurance broker assumed that Opposer’s Miller Law Group was a part of Applicant’s firm and 

inquired if they should be added to Applicant’s policy.  (MBM Test. ¶ 23.) 

 Yet a third occurrence of actual confusion took place on March 17, 2011. A potential 

client was confused as to the relationship between Applicant and Opposer’s law firms.  (Stip. 

Facts Set 4 ¶ 1 & Exh. 41; MBM Test. ¶ 24.)  Applicant received an email from an individual 

seeking legal counsel on a matter, which was directed to Opposer, Mitchell Miller.  (Stip. Facts 

Set 4 ¶ 1 & Exh. 41; MBM Test. ¶ 24.) 

The totality of the evidence submitted by Applicant establishes that Applicant has 

amassed significant amounts of goodwill and consumer recognition under the MILLER LAW 

GROUP mark.  Applicant’s long-standing continuous and substantially exclusive use for more 
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than thirteen years, active role in the legal community and legal organizations, frequent 

newsletters, e-mail alerts, monthly webinars, and other promotion, and its explosive growth all 

indicate that if the Board holds that the mark is not inherently distinctive, the mark has acquired 

the necessary distinctiveness to be registered on the Principal Register. 

C. Applicant’s Service Mark is Not Generic Because It Does Not Describe the Genus of 
the Services Offered. 

 
Opposer’s Count II in its Second Amended Notice of Opposition claims that Applicant’s 

MILLER LAW GROUP mark is generic. A mark is a generic name if it refers to the class or 

category of goods and/or services on or in connection with which it is used.  In re Country 

Music, 2011 WL 5600319 at *2.  The test for whether a mark is generic is its primary 

significance to the relevant public.  Id.  To determine if a name is generic, the Board first 

determines what the genus of the services is, and then determines the relevant public and whether 

the primary significance of the mark to that relevant public is as a generic term.  Id. at *2-*4.  

Opposer bears the burden to prove genericness.  Arrow Trading Co., Inc. v. Victorinox A.G. and 

Wenger S.A., No. 103315, 2003 WL 21509858, at *6 (TTAB Jun. 27, 2003).  Competent sources 

to show the relevant purchasing public's understanding of a contested term include purchaser 

testimony, consumer surveys, dictionary definitions, trade journals, newspapers and other 

publications.  In re Country Music, 2011 WL 5600319 at *4.  The evidence submitted and 

argued by Opposer fails to meet its burden as to genericness. 

It is first notable that the Examining Attorney did not find Applicant’s mark to be generic 

and raised no such basis for refusal.  The Board should give deference to the Examining 

Attorney’s review of the application and resolve any doubt on the issue of genericness in favor of 

the applicant.  Id.; see also In re DNI Holdings Ltd., 77 U.S.P.Q.2d 1435, 1437 (TTAB 2005).  

Opposer failed to produce any evidence of consumer perception of Applicant’s mark, consumer 
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surveys, trade journals or other publications, or any other materials showing that Applicant’s 

MILLER LAW GROUP mark has been used as a term to generically refer to “legal services.”  

Instead Opposer relies on dictionary definitions of “law” and “group” and asserts that alleged 

third party use of the name “Miller Law Group” establishes the genericness of Applicant’s mark.  

It does not. 

While Opposer correctly concludes that the genus of the services at issue is legal services 

and that the relevant public is individuals seeking legal services, Opposer misconstrues the test 

for genericness as to Applicant’s Mark.  Opposer first provides definitions of “law” and “group” 

to argue that the term “law group” suggests the genus of the services:  legal services.  However, 

Opposer may not parse out the different elements of the mark; it must be considered as a whole. 

See In re Country Music, 2011 WL 5600319 at *4 (“[W]here the proposed mark is a phrase (such 

as “Society for Reproductive Medicine”), the board ‘cannot simply cite definitions and generic 

uses of the constituent terms of a mark’; it must conduct an inquiry into ‘the meaning of the 

disputed phrase as a whole.’)” (quoting In re Am. Fertility Soc’y, 188 F.3d 1341, 1347, 51 

U.S.P.Q.2d 1832, 1836 (Fed. Cir. 1999)).  Instead, Opposer focuses on the phrase “law group” 

and then dismisses the addition of the word “miller” as meaningless surplusage.  It is not. 

First, Applicant has disclaimed the term “law group” and only seeks protection of the 

mark MILLER LAW GROUP as a whole.  Therefore, to focus on one portion of the mark in 

isolation is not appropriate.  Second, while the term “law group” is suggestive of legal services, 

it is not synonymous with legal services as Opposer incorrectly posits.  However, even if the 

phrase “Law Group” were generic for “legal services” (it is not), the mark taken as a whole does 

not generically refer to legal services.  See e.g., In re Country Music, 2011 WL 5600319 at *10 

(holding that while the word “association” was generic and required disclaimer, the service mark 
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COUNTRY MUSIC ASSOCIATION is not perceived by the relevant public as a generic name 

for those services”).  Instead, the mark MILLER LAW GROUP denotes a particular source of 

the legal services offered under it. 

Indeed, Opposer’s citation to alleged third party uses of the mark MILLER LAW 

GROUP in fact supports Applicant.  While such evidence is not admissible or probative4 for the 

reasons set forth in Section V(B)(1) herein and Applicant’s objections to Opposer’s evidence 

(attached as Appendix A hereto), even if considered, that evidence underscores that the MILLER 

LAW GROUP mark serves as a source identifier of legal services, not a generic term for the 

services themselves.  The uses cited in fact suggest that those third parties are using “MILLER 

LAW GROUP” to identify their businesses, not the services they provide.5  Such third party 

trademark use indicates just the opposite proposition for which Opposer cites the evidence. 

Applicant’s evidence, too, supports the conclusion that its MILLER LAW GROUP mark 

is not generic.  Applicant’s specimen of use and website pages demonstrate use of the mark to 

identify the company, not the services themselves.  (Stip. Facts ¶ 12 & Exh. A.)  The numerous 

articles provided by Applicant similarly show that at no point has Applicant used the phrase 

“Miller Law Group” to mean “legal services” but rather a particular source of the legal services 

""""""""""""""""""""""""""""""""""""""""""""""""""""""""
4 In particular, though none of Opposer’s third-party use evidence should be considered based on 
Applicant’s objections, the Google search for MILLER LAW GROUP submitted, which include 
“3 million” results is particularly non-probative. See In re Fitch IBCA, Inc., 64 U.S.P.Q.2d at 
1060) (stating that Google search results are very little probative value because they only 
“demonstrate the use of the phrase as key words by the search engine, which is different from 
evidence of use of a phrase as headings, links or content on a web site. Evidence of actual use of 
a phrase by a website has far greater probative value than these search summaries, which may 
indicate only that the two words in an overall phrase appear separately in the website 
literature.”); see also Perfect Foods, 2006 WL 867931 at *5.   
5 Opposer’s argument that MILLER LAW GROUP is generic for legal services provided by a 
person named Miller is likewise misplaced.  This argument cuts too narrowly and does not 
correctly define the services offered under the mark.  Those services are “legal services,” not 
“legal services by a person named Miller.” 
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offered by Applicant’s business. (Stip. Facts Set 3 ¶¶ 5-11 & Exhs. 2, 6, 7; MBM Test. ¶ 13 & 

Exh. 2.)  Applicant has also submitted evidence from Susan Kostal, a legal recruiter, establishing 

that Applicant’s mark is well known in the legal community as a particular source.  (Kostal Test. 

generally.)  All of this evidence together illustrates that Applicant’s mark functions effectively as 

a source identifier and is not generic. 

Accordingly, Opposer has failed to meet its burden of proof as to Count II of its Second 

Amended Notice of Opposition.  This count should therefore be dismissed. 

D. Applicant’s Service Mark Is Not Merely a Trade Name and Instead Serves As An 
Identifier of Source. 

 
Opposer gives short shrift to its Count IV, which alleges that Applicant’s mark is merely 

a trade name.  As with each of its other counts and allegations, Opposer has failed to meet its 

burden of proof.   

Opposer correctly states that whether a trade name functions as a trademark depends on 

the manner of its use and the probable impact of the use on customers.  In re Unclaimed Salvage 

& Freight Co., Inc., 192 U.S.P.Q. 165, 168 (TTAB 1976).  Opposer also correctly states that in 

the context of an opposition, the Board looks to the use of the mark in the specimen submitted 

with the application.  In re Univar Corp., 20 U.S.P.Q.2d 1865, 1869 (TTAB 1991).  However, 

once again Opposer overstretches the application of this rubric and offers no evidence to support 

its analysis. Opposer fails to recognize that a trade name, if used as a source identifier, may also 

be registered as a service mark.  See Martahus v. Video Duplication Servs., Inc., 3 F.3d 417, 421 

(Fed. Cir. 1993); see also In re J.R. Simplot Co., No. 74735210, 1999 WL 769967, at *1 (TTAB 

Sep. 8, 1999). 

None of Opposer’s evidence or arguments addresses the topic at hand:  how Applicant’s 

use of its mark, as shown on its submitted specimen, is use solely as a trade name.  Opposer 
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asserts that because Applicant’s mark denotes a law practice by the use of the term “law group” 

within it and the addition of the word simply refers to Applicant’s surname, the mark is being 

used as a trade name.  Applicant also gratuitously indicates that third party uses of MILLER 

LAW GROUP (none of which Opposer has submitted evidence or argument establishing the 

extent of such use or that any have senior rights to Applicant) prevents Applicant’s mark from 

designating a single source of services.  These arguments shed no light on whether Applicant has 

used its mark merely as a trade name.  For this reason alone, Opposer has failed to meet its 

burden of proof and its Count IV should be dismissed. 

Nonetheless, Applicant’s specimen establishes use as a service mark, not a trade name.    

For example, in In re J.R. Simplot, the Board held that the applicant’s mark BIG SKY ANIMAL 

HEALTH was being used as a service mark, not merely a trade name, based on a specimen of 

use that listed the address of the business under the use of the mark itself and where the mark 

was not particularly stylized or separated from the address. Id. at *2. 

Applicant’s use is even more indicative of service mark use than the applicant in In re 

J.R. Simplot.  For example, the first website page submitted as Applicant’s specimen separates 

the mark “Miller Law Group” and places it at the top of the page, in stylized format and in color, 

indicating that it is not just the company’s name but also its service mark.  The second page of 

the specimen further underscores Applicant’s service mark use.  On that page, phrases such as 

“Miller Law Group is,” “ makes Miller Law Group,” and “at Miller Law Group” all indicate use 

as a service mark, not just a trade name.  The page even includes a quote by a client that refers to 

“Miller Law Group” as a specific source of legal services. 
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Thus, Applicant’s specimen of use establishes evidence of use of Applicant’s mark as a 

service mark, not just merely a trade name.  Accordingly, the Board should dismiss Opposer’s 

Count IV. 

E. Applicant’s Application Does Not Violate the Requirements of 15 U.S.C. § 1051 
Because It Listed the Correct Owner of the Service Mark. 

 
Neither Opposer’s evidence nor its argument to support its Count V, which alleges that 

Applicant failed to meet the requirements of 15 U.S.C. § 1051, establishes that the wrong owner 

was listed on the application submitted to the USPTO.  This count, too, should be dismissed. 

As a threshold matter, the allegations in Count V of Opposer’s Second Amended Notice 

of Opposition state two main factual bases:  1) that Applicant listed the incorrect owner of the 

mark and 2) that Applicant had falsely declared in her application that to the best of her 

knowledge no “other person, firm, corporation, or association” had senior rights to use the mark 

in commerce.  (Second Am. Not. Opp. ¶¶ 37-39.)  However, Opposer’s opening brief only 

presents evidence and arguments regarding the first of those allegations (i.e., that Applicant 

listed the incorrect owner on the application), completly omitting any discussion or evidence of 

the second allegation.  It is well-established that claims, counterclaims, or defenses not raised in 

a party’s opening brief are waived.  Gen. Mills, 2011 WL 6001095 at *19; see also Corporacion 

Habanos, 86 U.S.P.Q.2d at 1474 n.2 (deceptively misdescriptive claim under Section 2(e)(1) 

waived); Cerveceria India, 10 U.S.P.Q.2d at 1066 n.3 (affirmative defenses waived); J.S. 

Paluch, 215 U.S.P.Q. at 536 n.4 (counterclaim of abandonment waived); Cf. Hynix 

Semiconductor, 98 U.S.P.Q.2d at 1726 (issues not presented in opening brief waived); Finjan, 

626 F.3d at 97 U.S.P.Q.2d at 1161 (citing SmithKline, 439 F.3d at 1312 and noting that 

“arguments not raised in the opening brief are waived”).  Therefore, Opposer has waived any 

claim based on the second alleged violation under Section 1052(a).  Applicant will thus only 
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address the evidence and argument submitted by Opposer in its Opening Brief as to the 

ownership of the mark.   

Applicant admits that Lanham Act Section 1(a)(1) requires the applicant to set forth the 

correct owner of the mark and that 37 C.F.R. Section 2.71(d) states that an application by a 

person or entity that did not own the mark as of the date of the filing is void ab initio.  However, 

Applicant is the owner of the mark applied for, and Opposer has failed to meet its burden of 

proof on this count as well. 

As Opposer has repeatedly stated throughout this proceeding and in its Opening Brief, 

Miller is Applicant’s last name.  There is no dispute about that fact.  Applicant also indicated that 

after practicing from 1982 to 1998 at various firms in the San Francisco Bay Area, Applicant 

decided to start her own firm.  (MBM Test. ¶¶ 2, 3.)  Because the name of the firm would reflect 

Applicant’s last name and Applicant was the original (and sole) shareholder of the firm when it 

was formed, she was the understood owner of the trademark and licensed the use of the mark to 

the firm she formed through which she intended to practice law. (MBM Test. ¶ 6 & Exh. A.)   

Since she formed her firm in August 1998, Applicant has been using the MILLER LAW 

GROUP mark individually and through her licensee, Miller Law Group, P.C.  Accordingly, since 

Applicant is the owner of the mark, the application is correct, and Applicant has not violated the 

terms of Section 1(a). 

Opposer cites the case Chien Ming Huang v. Tzu Wei Chen Food Co., Ltd., 849 F.2d 

1458, 7 U.S.P.Q.2d 1335 (Fed. Cir. 1988) to support its argument. This case presents very 

different facts to those in Huang .  There, the president of a putative company filed a trademark 

application, stating he, as an individual, was the owner of the mark.  Id. at 1459, 1335.  However, 

as per the agreement of the company and the Board, the ownership of the trademark was to be 
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owned by the corporation, which was formed between the time the application was sent and the 

time it was received by the USPTO.  Id.  According to the Federal Circuit’s opinion, the 

ownership of the trademark automatically shifted to the corporation as soon as it was 

incorporated, per the parties’ agreement.  Id. at 1460, 1336.  Thus, at the time the application was 

submitted to the USPTO, it incorrectly listed the individual (the president of the company) as the 

owner.  Id. The Federal Circuit held that the error could not be rectified by amendment of the 

application and the application was void ab initio.  Id. at 1459, 1335. 

The facts of this matter are vastly different.  Instead, they are substantively 

indistinguishable from those in Sports Authority, 2002 WL 484958.  In Sports Authority the 

Opposer sought to oppose registration on, amongst other grounds, the same basis as Opposer 

here—that the applicant sought registration of the mark in question as an owner but that the 

specimen of use submitted showed that it was the individual’s company that had used the mark.  

Id. at *2.  The applicant responded that he was the owner of the mark and that he licensed the use 

of the mark to his company.  Id.  There, as here, the evidence of such license was 

uncontroverted.  Id. 

On the opposer’s motion for summary judgment on this issue, the Board not only denied 

the motion but in fact held that the applicant there was entitled to summary judgment in his favor 

as to the Section 1(a) claim.  Id. at *4.  The Board first recognized the “longstanding practice of 

this Office of accepting applications by parties claiming ownership of marks through use by 

controlled licensees, whether control over the nature and quality of the goods or services 

rendered under the mark results from a corporate relationship or from a contract or agreement.”  

Id. at *2.  The Board therefore held that based on the licensing of the rights to the mark by the 

individual to the corporation, the application named the correct owner and was not void ab initio 
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as a matter of law.  In doing so, the Board also distinguished Huang, holding that its facts were 

wholly inapposite.  For the same reasons as in Sports Authority, Huang is distinguishable here.   

The facts of Sports Authority are startlingly similar to those in this proceeding, except the 

evidence supporting Applicant in this proceeding is even more compelling than in Sports 

Authority.  For example, like in Sports Authority, Applicant here is the head of her company.  In 

fact, in Sports Authority, the applicant was only the president, while Applicant was the founder 

and sole owner of her licensee firm.  Further, while not clear from the opinion in Sports 

Authority, it appears that though the applicant did not have a written license with his company, 

he did not need one to establish that the individual applicant was the owner and licensor of the 

rights in the mark at issue. 

Similarly, Applicant has produced testimony that she is the owner of the mark as an 

individual.  She is the owner and founder of her law firm, and as a practicing lawyer, intended to 

retain ownership of her service mark and license its use to her newly formed firm.  (MBM Test. 

¶¶ 2, 3, 6, 25.)  Applicant is therefore unquestionably the owner of the MILLER LAW GROUP 

mark. Applicant also has a written license establishing the ownership and licensing rights in 

question, which the prevailing applicant in Sports Authority did not appear to have.   

Opposer’s evidence and argument do not refute the evidence submitted by Applicant on 

this issue.  Opposer provides only two bases to support its claim that the ownership of the mark 

is not correct. (Opp. Trial Br. pp. 25-26.)  First, Opposer asserts that the entity listed on the 

specimen does not match the owner listed on the application.  Second, Opposer calls into 

question the timing of the license.  Both contentions fail as a matter of law.  As in Sports 

Authority, the evidence submitted by Applicant establishes that she is the owner of the MILLER 
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LAW GROUP mark and that she licenses its use to her firm.  Therefore, Opposer’s first 

argument fails. 

Likewise, Opposer’s vague challenge of the timing of the license is irrelevant.  The Board 

in Sports Authority held that an oral license by an officer of a company claiming ownership over 

a mark as an individual is sufficient as a matter of law to defeat a challenge that the application is 

void ab initio because it did not name the correct owner of the mark under Section 1(a).  Id. at 

*3-*4.  Applicant has provided competent, unchallenged evidence that she intended to license 

use of the mark to her firm. Under Sports Authority, that is sufficient to defeat Opposer’s Section 

1 (a) challenge. The fact that Applicant has a written license only emphasizes the point. 

Accordingly, under the same reasoning as it Sports Authority, Opposer’s Count V for violation of 

Section 1(a) should be dismissed.6 

F. Applicant Did Not Commit Fraud On the USPTO. 

Opposer’s fraud claim (Count VI) also fails. A party seeking cancellation of a trademark 

registration for fraudulent procurement bears a heavy burden of proof.  M.C.I. Foods, Inc. v. 

Bunte, 96 U.S.P.Q.2d 1544, 1546 (TTAB Sep. 13, 2010).  To establish a claim for fraud, the 

Opposer must prove the claim “to the hilt” and by clear and convincing evidence. Decho Corp. v. 

Mueller, No. 91183001, 2011 WL 3828714, at *12 (TTAB Aug. 11, 2011).  Unless “the 

challenger can point to evidence to support an inference of deceptive intent, it has failed to 

satisfy the clear and convincing evidence standard required to establish a fraud claim.”  Id. at *12 

""""""""""""""""""""""""""""""""""""""""""""""""""""""""
6 It is worthwhile to note that the opposer in Sports Authority raised additional arguments not 
raised by Opposer here (e.g., that the applicant failed to state in its application that the use 
claimed was through a licensee, as required by the Trademark Rules), all of which were 
dismissed by the Board.  Because Opposer here failed to raise such arguments in its Opening 
Brief, they are waived by Opposer, and Applicant will not address them here.  However, if the 
Board requires some briefing on those arguments, Applicant respectfully requests that the Board 
so indicate to Applicant and provide Applicant with time to respond with a letter brief. 
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(citing In re Bose Corp., 91 U.S.P.Q.2d 1938, 1942 (Fed. Cir. 2009).  Opposer offers a paucity of 

argument and evidence to support its fraud claim, which falls well short of meeting its heavy 

burden of proof. 

As with its claim for violation of Section 1(a), Opposer’s Second Amended Notice of 

Opposition alleged that Applicant committed fraud on the USPTO because she allegedly 

knowingly placed the incorrect owner on the application and because she allegedly knowingly 

falsely claimed she was not aware of any party with superior rights to hers to the MILLER LAW 

GROUP mark.  Also, like its Section 1(a) claim in Count V, Opposer failed to raise any 

argument or cite any evidence as to the latter claim that Applicant was aware of other individuals 

potentially using the MILLER LAW GROUP mark before her.  Accordingly, Opposer has 

waived any such claim and is limited to claiming fraud as to the ownership of the mark.  See 

Gen. Mills, 2011 WL 6001095 at *19; see also Corporacion Habanos, 86 U.S.P.Q.2d at 1474 

n.2 (deceptively misdescriptive claim under Section 2(e)(1) waived); Cerveceria India, 10 

U.S.P.Q.2d at 1066 n.3 (affirmative defenses waived); J.S. Paluch, 215 U.S.P.Q. at 536 n.4 

(counterclaim of abandonment waived); Cf. Hynix Semiconductor, 98 U.S.P.Q.2d at 1726 (issues 

not presented in opening brief waived); Finjan, 626 F.3d at 97 U.S.P.Q.2d at 1161 (citing 

SmithKline, 439 F.3d at 1312 and noting that “arguments not raised in the opening brief are 

waived”).  Therefore, Applicant will only address the arguments made in Opposer’s Opening 

Brief on the ownership issue.     

Here, Opposer even lacks information that the statements at issue are false.  As noted in 

Section V(F), Applicant is the correct owner of the MILLER LAW GROUP mark.   As 

explained in Section V(F), addressing Opposer’s Count V, both case law and the evidence 

submitted by Applicant establish that Applicant was correct in claiming ownership of the mark 
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as an individual.  Therefore, there was no false statement by Applicant to support a fraud claim 

here.  Moreover, even assuming arguendo that the statement was false, Applicant’s testimony 

establishes that she had an honest and good faith belief that she was the owner of the marks in 

question.  Such an honest, good faith belief alone will defeat a claim for fraud here.  See e.g., 

Woodstock’s Enters, Inc. (California) v.  Woodstock’s Enters. Inc. (Oregon), 43 U.S.P.Q.2d 

1440 at *4 (TTAB 1997) (“If it can be shown that the statement was a ‘false misrepresentation’ 

occasioned by an ‘honest’ misunderstanding, inadvertence, negligent omission or the like rather 

than one made with a willful intent to deceive, fraud will not be found.  Fraud, moreover, will 

not lie if it can be proven that the statement, though false, was made with a reasonable and 

honest belief that it was true or that the false statement is not material to the issuance or 

maintenance of the registration.”).  Therefore, Opposer’s fraud claim (Count VI) also fails and 

should be dismissed. 

//// 
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VI. CONCLUSION 
 
 As plaintiff in this proceeding, Opposer bears the burden of proof to establish the claims 

in its Second Amended Notice of Opposition.   Based on the arguments, objections to evidence, 

and evidence submitted by Applicant herein, Opposer has failed to carry its burden in each of its 

counts.  Accordingly, Opposer’s opposition should be dismissed in its entirety, and Applicant’s 

mark should be allowed to proceed to registration. 

Dated: December 8, 2011     Respectfully submitted,  

        HIARING + SMITH, LLP 

        /S/ Vijay K. Toke 
        Vijay K. Toke 

        Hiaring + Smith, LLP 
        101 Lucas Valley Road, Suite 300 
        San Rafael, CA 94903 
        Telephone: 415-457-2040 
        Facsimile: 415-457-2822 
        E-mail: Vijay@hiaringsmith.com  
 
        Attorney for Applicant 
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APPENDIX A 

APPLICANT’S OBJECTIONS TO O PPOSER’S TESTIMONY AND EVIDENCE 
   
 Pursuant to section 707.03(c) the Trademark Trial and Appeal Board Manual of 

Procedure (“TBMP”), a party may raise substantive objections to testimony and evidence in or 

with a party’s trial brief.  Section 801.03 of the TMBP further provides that evidentiary 

objections raised in a party’s trial brief may be presented in a separate appendix.  Accordingly, 

Applicant Michele Ballard Miller (“Applicant”) submits the following objections to Opposer 

Mitchell Miller’s (“Opposer”) testimony and evidence.  Applicant also maintains the objections 

raised in its trial brief and the deposition transcripts in these proceedings. 

1. Objections to Opposer’s Reliance on Google Search Results for Miller Law 

Group, Exhibit E 

Applicant objects to Exhibit E (the “Google Search Results for Miller Law Group”) 

appended to the Testimony Affidavit of Mitchell Miller, to the extent Opposer relies on it for the 

truth of the matters asserted therein. This exhibit consists of the first 10 pages of Google search 

results for “MILLER LAW GROUP.” 

Opposer repeatedly relies on the Google Search Results for Miller Law Group to 

establish: (1) Third party use of MILLER LAW GROUP as a surname (See e.g., Opposer’s Trial 

Br. pp. 11, 14); (2) That the relevant purchasing public has been conditioned to associate Miller 

as a surname (See e.g., Opposer’s Trial Br. p. 11); (3) Third party use of MILLER LAW GROUP 

in connection with various legal services (See e.g., Opposer’s Trial Br. pp. 14, 19, 23, 25); and 

(4) That third party uses of MILLER LAW GROUP preclude the mark from indicating a single 

source for services (See e.g., Opposer’s Trial Br. p. 25). 

Applicant objects to the Google Search Results for Miller Law Group on the grounds that 

they are incompetent and inadmissible hearsay used to establish the truth of the matters asserted 
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therein. Rules 801 and 802 of the Federal Rules of Evidence provide that “a statement, other than 

the one made by the declarant while testifying at trial or hearing, offered in evidence to prove the 

truth of the matter asserted,” is inadmissible hearsay. Fed. R. Evid. 801(c). This applies to 

documents as well as testimony. 

Furthermore, Applicant also objects to the evidence on the grounds of lack of personal 

knowledge under Fed. R. Evid. 602, and lack of proper foundation and authentication under Fed. 

R. Evid. 901. In other words, the hearsay defect is not cured by the fact that Mr. Miller 

introduced the exhibit through his testimony. 

Fed. R. Evid. 602 provides that “a witness may not testify to a matter unless evidence is 

introduced sufficient to support a finding that the witness has personal knowledge of the matter.” 

Here, Mr. Miller had no personal knowledge about the specific contents of each of the result 

entries and thus he was not competent to testify as to the truth of the matters therein. 

Accordingly, the Board should not consider the evidence as probative of anything other than 

what the evidence shows on its face. 

Here, the Google Search Results for Miller Law Group were submitted as an exhibit to 

the Declaration of Mitchell Miller, and no witnesses testified as to the truth of the matters 

contained in the Google Search Results for Miller Law Group, with respect to third party use, the 

viewpoint of the relevant purchasing public, third party use in connection with services, and 

indication of a single source of the services. (Decl. Mitch Miller, ¶ 29).  In fact, Opposer only 

states, the “third parties appear to use MILLER LAW GROUP to describe their law practice” 

(Opposer’s Trial Br. p. 19 (emphasis added)).  Save for a single entry that represents a link to 

Opposer’s website, none of the other entries are operated by Opposer.  All but the link to 

Opposer’s website and Applicant’s website are third party websites. 
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Further, the Board has held that Internet evidence, even if properly authenticated, is 

admissible only for what it shows on its face, i.e., that the information was available to the public 

at the time accessed, and not as evidence of the truth of the statements made, or even inferences 

made with respect to those statements. TMBP § 704.08; see also Raccioppi v. Apogee Inc., 47. 

USPQ2d 1368, 1371 (TTAB 1998). 

Such search results are particularly suspect and if admissible at all, are probative of little 

more than the fact that some combination of the words “Miller,” “Law,” and “Group” may 

appear in some websites.  Accordingly, it is worth very little to actually establish third party use.  

See In re Fitch IBCA, Inc., 64 U.S.P.Q.2d 1058, 1060 (TTAB 2002) (stating that Google search 

result printout was of very little probative value because they only “demonstrate the use of the 

phrase as key words by the search engine, which is different from evidence of use of a phrase as 

headings, links or content on a web site. Evidence of actual use of a phrase by a website has far 

greater probative value than these search summaries, which may indicate only that the two words 

in an overall phrase appear separately in the website literature.”); see also Perfect Foods, Inc. v. 

Gullahorn, No. 91160978, 2006 WL 867931, at *5 (TTAB Mar. 21, 2006).  Therefore, they 

should not be considered at all or should be given little, if any, weight. 

  Accordingly, Opposer may rely on the Google Search Results for Miller Law Group 

only to show that certain results appeared within the first ten pages of the search, but not that the 

information contained in them is true. In its trial brief, however, Opposer improperly seeks to 

rely on the Google Search Results for Miller Law Group for the truth of the information 

contained in them. Specifically, Opposer seeks to rely on the Google Search Results for Miller 

Law Group to establish third party use of the MILLER LAW GROUP mark primarily as a 

surname, the viewpoint of the relevant purchasing public, third party use of the MILLER LAW 
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GROUP mark for certain goods and services, and that third party use precludes the mark from 

indicating a single source of the services. (See, e.g., Opposer’s Trial Br. pp. 11, 14, 19, 23, 25.) 

Accordingly, the Board should not consider the Google Search Results for Miller Law 

Group as probative evidence of third parties’ alleged use as a surname, third parties’ alleged use 

for certain goods and services, whether the mark can indicate a single source for services, or the 

viewpoint of the relevant purchasing public. 

Additionally, Applicant objects to Opposer’s reliance on the Google Search Results for 

Miller Law Group to establish the following: (1) that MILLER LAW GROUP is not protectable 

as a trademark (Opposer’s Trial Br. pp. 12, 15, 21, 23, 24, 25); (2) that consumers will not 

confuse third party uses of MILLER LAW GROUP with Applicant’s use of the same mark 

(Opposer’s Trial Br. p. 14). 

Applicant objects to the evidence on the grounds that the specific propositions alleged 

require expert testimony.  Opposer failed to designate an expert to establish these propositions, 

as to whether MILLER LAW GROUP is protectable as a trademark or as to whether consumers 

will confuse third party uses of MILLER LAW GROUP with Applicant’s use of the same mark. 

Accordingly, the Board should not consider the above-referenced evidence as probative 

evidence that MILLER LAW GROUP is not protectable as a trademark, or that consumers will 

not confuse third party uses of the MILLER LAW GROUP with Applicant’ use of the same 

mark. 

2. Objections to Opposer’s Reliance on Testimony and Evidence of Opposer 

and Third Party Millers 

Applicant objects to Opposer’s Reliance on the testimony and evidence of Stan Miller, 

Gary Miller, Larry Miller, Randy Miller, and Russell Miller (collectively “Third Party Millers”) 

and Opposer Mitchell Miller (“Opposer”) as irrelevant and non-probative. 
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Opposer repeatedly relies on the testimony and evidence of Third Party Millers and 

Opposer to establish: (1) Third party use of MILLER LAW GROUP as a surname (See e.g., 

Opposer’s Trial Br. pp. 12, 14, 17-18); (2) Third party use of MILLER LAW GROUP in 

connection with various legal services (See e.g., Opposer’s Trial Br. pp. 12, 14, 17-19, 23, 25); 

(3) That third party uses of MILLER LAW GROUP preclude the mark from indicating a single 

source for services (See e.g., Opposer’s Trial Br. p. 25); (4) Alleged damage to third parties who 

use MILLER LAW GROUP in connection with legal services (See e.g., Opposer’s Trial Br. p. 

13); and (5) That there are limited ways an attorney with the Miller surname can convey they 

offer legal services (See e.g., Opposer’s Trial Br. pp. 15, 21). 

Applicant objects to the testimony and evidence of Third Party Millers and Opposer on 

the grounds that they are irrelevant and non-probative, particularly in light of the fact that all of 

the Third Party Millers and Opposer are junior users of the MILLER LAW GROUP to Applicant 

whose use in connection with legal services dates back to 1998.  (Michele B. Miller Test. ¶ 6).  

Each of these third parties, even if using the MILLER LAW GROUP mark, is a junior user to 

Applicant and does not have superior rights to Applicant in the mark.  For example, Stan Miller 

began using “Miller Law Group” and/or “Miller Law Group, PLLC” in connection with legal 

services in October of 2010 (Stan Miller Test. ¶ 6); Gary Miller began using “Miller Law 

Group” and/or “Miller Law Group, PLLC” in connection with legal services in the last quarter of 

2008 (Gary Miller Test. ¶ 6); Larry Miller began using “The Miller Law Group” in connection 

with legal services in April 2001 (Larry Miller Test. ¶ 6); Randy Miller began using “The Miller 

Law Group, PLLC” and/or “Miller Law Group” in connection with legal services in September 

2007 (Randy Miller Test. ¶ 6); Russell Miller began using “Miller Law Group” in connection 

with legal services in 1999 (Russell Miller Test. ¶ 6); and Mitchell Miller began using “Miller 

Law Group” in connection with legal services in 2007 (Mitchell Miller Test. ¶ 8). 
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Accordingly, the Board should not consider the testimony and evidence of Third Party 

Millers and Opposer as probative of third parties’ alleged use of MILLER LAW GROUP as a 

surname, third parties’ alleged use of MILLER LAW GROUP in connection with legal services, 

that third parties’ alleged use of MILLER LAW GROUP precludes the mark from indicating a 

single source for services, alleged damage to third parties, and the number of ways an Attorney 

with the surname Miller can convey that they offer legal services. 

Additionally, Applicant objects to the testimony and evidence of Third Party Millers and 

Opposer to establish: (1) That MILLER LAW GROUP is not protectable as a trademark 

(Opposer’s Trial Br. pp. 12, 15, 21, 23, 24, 25); (2) That consumers will not confuse third party 

uses of MILLER LAW GROUP with Applicant’s use of the same mark (Opposer’s Trial Br. p. 

14).  See Rogers Corp. v. Fields Plastics & Chemicals, Inc., 176 U.S.P.Q. 280, 282 (TTAB 

1972) (holding that the opinion of opposer's vice-president on the issue before the Board was 

“nothing more than a self-serving statement by an interested party and, as such, is devoid of 

probative value in a proceeding of this character” because he “obviously is not an expert in 

trademark matters”); see also The Quaker Oats Co.v. St. Joe Processing Co., Inc., 109 U.S.P.Q. 

390, 391 (CCPA 1956) (“. . . such testimony amounts to nothing more than an expression of 

opinion by the witness, which obviously is not binding upon either the tribunals of the Patent 

Office or the courts . . . ” 

Applicant objects to the testimony and evidence on the grounds that the specific 

propositions alleged require expert testimony.  Opposer failed to designate an expert to establish 

these propositions, and neither the Third Party Millers nor Opposer laid any foundation for their 

expertise to give opinion evidence as to whether MILLER LAW GROUP is protectable as a 

trademark or as to whether consumers will confuse third party uses of MILLER LAW GROUP 

with Applicant’s use of the same mark. 
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Moreover, Opposer cannot rely on the testimony or evidence of the Third Party Millers to 

establish that they will be harmed by the registration of Applicant’s mark, as none of these third 

parties is a party to this opposition and do not have standing to challenge the registration of the 

mark.  Neither they nor Opposer should be allowed to bring such testimony from third parties 

who chose not to oppose registration of Applicant’s mark, or chose to dismiss any oppositions 

they filed.  For that reason (and the other reasons set forth in Applicant’s objections to these 

testimony declarations), this evidence should not be considered or should be given very little 

probative weight. 

Accordingly, the Board should not consider the above-referenced evidence as probative 

evidence that MILLER LAW GROUP is not protectable as a trademark, or that consumers will 

not confuse third party uses of the MILLER LAW GROUP with Applicant’ use of the same 

mark. 



CERTIFICATE OF SERVICE BY MAIL 

This is to certify that one copy of the foregoing APPLICANT’S TRIAL BRIEF  and 
APPENDIX A – OBJECTIONS TO OPPOSER MITCHELL MILLER’S TESTIMONY 
AND EVIDENCE  was mailed by first class mail, postage prepaid on December 8, 2011, to 
Opposer’s counsel: 
 

 

Margarita Calpotura 
Miller Law Group 
260 Sheridan Avenue, Suite 208 
Palo Alto, CA 94306 
Tel:  (650) 566-2290 
Fax:  (650) 566-2298 

                         Email:  mcalpotura@millerlg.com 
                            Attorney for Opposer 

 
 
 
Dated: December 8, 2011  

 /s/ Gerie Johnson 
      Signed:  Gerie Johnson 
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