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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mitchell Miller, A Professional Corporation, ) Opposition No. 91184841
dba MILLER LAW GROUP, )

) TESTIMONY DECLARATION

Opposer, ) OF MICHELE BALLARD

) MILLER
vs. )

)
MICHELE BALLARD MILLER, an )
individual dba MILLER LAW GROUP, )

)

Applicant )

Mark: MILLER LAW GROUP

Application No. 77/343,411
Publication Date: May 6, 2008

TESTIMONY DECLARATION OF MICHELE BALLARD MILLER

I, Michele Ballard Miller, declare:

1. Tam an attorney licensed to practice in California and am the Applicant in this
matter, 1 am also a shareholder and founder of Miller Law Group, a law firm
located at 111 Sutter Street, Suite 700, San Francisco, CA 94104, to which [
license the use of the trademark MILLER LAW GROUP. T have been an attorney
licensed to practice in California and in good standing since December 3, 1982,

The Formation and Practice of Miller Law Group, P.C.

2. 1began practicing law in 1982 and have specialized in labor & employment law
and related litigation since that time. Prior to forming Miller Law Group, P.C.
and adopting the MILLER LAW GROUP mark, I practiced at various law firms in

the San Francisco Bay Area, including Pillsbury, Madison & Sutro (now Pillsbury
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Winthrop) and Crosby, Heafy, Roach & May (since merged with Reed Smith,
LLP).

3. After practicing law for sixteen years, I decided to start my own law firm. My
goal was to establish a woman-owned firm that would provide high quality legal
representation in labor and employment law matters but while also recognizing
the importance of balancing work and family responsibilites. I decided to operate
this firm under the trademark MILLER LAW GROUP. To do so, [ created the
corporate entity, Miller Law Group, P.C., which would be my licensee, under
which I intended to practice. A true and correct copy of the Articles of
Incorporation for Miller Law Group, P.C. are attached as pages MBM000012 to
13 of Exhibit 17 to the Third Set of Stipulated Facts submitted by the parties in
this proceeding. Upon formation of Miller Law Group, P.C., [ immediately began
practicing law under the mark MILLER LAW GROUP.

4. When considering use of the MILLER LAW GROUP mark, | conducted a search
with the California Secretary of State and found no other Law firm with that
corporate name. I did not conduct any other trademark search at the time,
However, | was not aware of any other law firms in the United States operating
under that mark. Today, I am still not aware of any law firm using that name with
prior rights to mine, nor do I believe any such firm or firms exist.

5. MILLER LAW GROUP specializes in the respesentation of employers in labor
and employment law matters and related litigation. Our practice spans the entire
range of employment matters, from advice and counsel, through litigation, trials
and appeals. We have extensive experience defending and advising clients in all

aspects of employment law including discrimination, harassment, wrongful
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termination, retaliation, whistleblower, defamation, leaves of absences and wage
and hour claims, including class actions. We also regularly advise clients in the
development of employment policies and procedures, draft and review client
handbooks, as well as design employment contracts and other agreements related
to the terms and conditions of employment. We also assist clients in effecting the
termination of the employment relationship, including drafting severance and

other documents.

The License to Miller Law Group, P.C, to use the MILLER LAW GROUP mark

6. Because | was the founder and original shareholder of Miller Law Group, P.C.,
which I created in order to build my own firm, [ am the owner of the MILLER
LAW GROUP trademark. Accordingly, I licensed the use of the MILLER LAW
GROUP trademark to Miller Law Group, P.C. Under that license, though [ retain
ownership of the mark, Miller Law Group, P.C. has the rights to practice law
under that mark. Attached as Exhibit A hereto is a true and correct copy of the
license between Miller Law Group, P.C. and me for the use of the MILLER LAW
GROUP mark. Since August 1998 to the present, I have been continuously
practicing law, without interruption, under the MILLER LAW GROUP trademark
through my licensee, the Miller Law Group, P.C., as well as individually.

The Growth and Practice of the Miller Law Group, P.C.

7. When I first formed Miller Law Group, P.C., there were just two attorneys, myself
and one associate. However, my intention was always to grow significantly over
time and to build a national reputation in the MILLER LAW GROUP brand and
trademark. I believe I have succeeded in both those goals, as we currently have

twenty-one attorneys, and enjoy a national reputation for excellence. The quality
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of our legal services and the reputation we have developed over the years has
resulted in MILLER LAW GROUP being retained by many Fortune 500
companies to represent them in California employment matters.

8. The size and reputation of Miller Law Group, P.C. has increased substantially
from 1998 to the present. So too have our revenues increased dramatically --
more than ten-fold from 1998 to the present, Attached as Exhibit B hereto is a
true and correct copy of a spreadsheet providing revenue and marketing
expenditures for Miller Law Group, P.C. The document was created by the Miller
Law Group, P.C. at my direction and is based on tax returns filed by the firm. In
1999 (the firm’s first full year), the practice grossed approximately
$[REDACTED]. By 2002, the practice had grown to have gross revenues of
$S[REDACTED]. By 2009 and 2010, the practice had substantially more, totaling
nearly $[REDACTED] and over ${REDACTED] (approximately ${REDACTED]
of which came from companies located in the Silicon Valley) in revenue,
respectively.

9. Since its founding in 1998, MILLER LAW GROUP has spent considerable
money in order to expand the firm and develop a recognizable brand. For the first
few years of its existence, the Firm did not have a “line item” in its budget for
tracking marketing and advertising expenses. However, recognizing the need to
market in order to develop my brand, I personally authorized the expenditure of
tens of thousands of dollars on such efforts—which included fees for public
relations firms, marketing consultants, advertising, conferences, legal education

programs, and travel to develop opportunities for the firm.
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10. In the firm’s early years, the amount spent on marketing and brand development
was somewhere between 5-10% of gross revenue. This includes both direct costs
as well as indirect costs. Direct costs are those paid to third parties, or outside
vendors, such as a marketing consultant or a printer. Indirect costs are those
associated with attorney time spent on marketing activities, which arise but
nonetheless have a direct impact on revenue. In my experience manageing the
firm for the past twelve years, indirect costs are roughly twice the direct cost on
any given matter,

11. The budget for advertising and marketing has grown significantly over the years
that Miller Law Group, P.C. has been operating under the MILLER LAW
GROUP trademark. For example, in 2002, the firm spent ${REDACTED] on
direct marketing and advertising costs. That amount has steadily increased to
include other marketing efforts, such as Miller Law Group’s significant CLE
webinar program, which I discuss in further detail below. Today, Miller Law
Group, P.C. spends over ${REDACTED] a year on direct advertising and
marketing costs.

12. Though the firm is currently located in one office in San Francisco, California, the
firm’s clientele is national. Further, since its inception it has been my intent to
expand the firm into other California cities. Within the first three years of
operating Miller Law Group, and years before Opposer founded his firm, I began
exploring the possibility of opening an office in the Silicon Valley. Although I
had extensive discussions with an attorney with an intent to open an office in Palo
Alto, where the Opposer is located, we were unable to finalize a mutually

satisfactory arrangement. | have continued to explore opportunities in the Silicon
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Valley and these expansion plans have underscored my need to register the
trademark in the mark under which my firm has practiced law for nearly thirteen
years. These plans also highlight the reasons that Opposer’s use of my MILLER
LAW GROUP trademark is problematic for me and my firm.

The Extensive Marketing Efforts of Miller Law Group, P.C,

13. Marketing and brand development has always been a strong priority of mine, as
well as of Miller Law Group, P.C. To this end, I have engaged in extensive
marketing efforts since the firm was founded in 1998. 1 have authored numerous
articles on topics related to labor and employment law, MILLER LAW GROUP’S
area of expertise. I have also spoken at numerous conferences and participated in
legal panels throughout the country. Other attorneys at the Miller Law Group,
P.C. also write articles and speak at panel discussions and conferences under the
MILLER LAW GROUP trademark. The firm, the firm’s attorneys, and I have
also been published, quoted, and/or featured in various publications, including
California Lawyer, The Recorder, North Bay Business Journal: Executive Legal
Guide, NorthBay Biz, American Lawyer, Corporate Counsel, and GC California.
Attached as pages MBMO000096 through MBMO000103 of Exhibit 2, and Exhibits
5 to 8 to the Third Set of Stipulated Facts submitted by the parties in this
proceeding are true and correct copies of exemplar articles that have been
authored by me or other attorneys at Miller Law Group, P.C., or feature the firm
or its attorneys, showing use of the MILLER LAW GROUP mark,

14. In addition to the above, the firm has also engaged in other extensive marketing
and reputation/brand building efforts. Since 2000, Miller Law Group, P.C. has

regularly sent updates, alerts and newsletters on labor and employment law
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developments to clients and prospective clients. For the past several years, Miller
Law Group, P.C. has also sent out e-mail blasts providing the latest legal
information, case law, and general strategies within our area of expertise to the
firm’s mailing list, which includes thousands of clients, colleagues, and
prospective clients, who are located throughout the United States. Miller Law
Group has also regularly placed advertisements in various publications for legal
services under the MILLER LAW GROUP mark. Attached as page MBM000099
of Exhibit 2, and Exhibits 9 to 14 and 18 to 38 to the Third Set of Stipulated Facts
submitted by the parties in this proceeding are true and correct copies of
marketing newsletters, as well as documents evidencing my participation, or the
participation of others from Miller Law Group, P.C., in various conferences and
programs under the MILLER LAW GROUP mark for legal services.

15. Since 2005, Miller Law Group, P.C. has aiso produced a monthly webinar series
on current developments in labor and employment law. In the past five years, we
have grown this series and expanded our reputation throughout the United States.
Currently, our monthly webinar invitation is sent to over 7,500 individuals and
entities throughout the country and over 500 persons regularly attend our monthly
programs. Attendance at these webinars has increased significantly over the years.
Initially, they were typically atteﬁded by approximately 40 people and our
invitations were sent to fewer than 500 persons. While these webinars are costly
to produce, both in terms of direct costs as well as indirect attorney time, the
increase in firm visibility and name reputation has been well worth the expense.

16. The firm’s marketing efforts have been very successful, as evidenced by the rapid

growth of the practice. In addition, as a result of Miller Law Group, P.C.’s
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extensive marketing and its strong national reputation, the firm has gained
numerous very large, institutional clients, a number of whom are Fortune 500
companies. Today, the firm’s business comes largely from its reputation in the
legal industry, not from individual referrals.

Miller Law Group’s Accolades and Recognition in the Marketplace

17. Recognition of Miller Law Group, P.C.’s reputation and brand name has grown
significantly over the years. For example, a number of the firm’s lawyers have
received various distinctions, such as being named either a Super Lawyer or Super
Lawyer Rising Star by the Super Lawyers — Northern California magazine. For
the upcoming 2011 Super Lawyer awards, 25% of the firm’s attorneys have been
recognized. Another firm attorney has also been listed in Chambers USA
America’s Leading Lawyers for Businesses.

18. Miller Law Group, P.C. is also very involved in organizations dedicated to
increasing the reach and recognition of women and minority owned companies.
For example, Miller Law Group, P.C. is certified by Women’s Business
Enterprise National Council (WBENC), which is the largest and most stringent
certifier of women-owned businesses in the United States. Attached as Exhibit 42
to the Notice of Reliance submitted by my counsel in this proceeding is the About

WBENC page from the WBENC website located at www,wbenc.org. Miller Law

Group, P.C. is also very active in the National Association of Women and

Minority Owned Law Firms (NAMWOLF), on whose board I have sat since

approximately 2006, and in the California Minority Counsel Program (CPMC).
19. All of these efforts, both individually and collectively, have raised public

awareness of the MILLER LAW GROUP mark and the prominence of the firm
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and its attorneys in the legal community, especially in the San Francisco Bay
Area. Attached as Exhibit 39 to the Third Set of Stipulated Facts submitted by the

parties in this proceeding are true and correct copies of pages from the Miller Law

Group website located at www.millerlawgroup.com on July 6, 2011 providing
profiles for various Miller Law Group, P.C. attorneys, including speaking
engagements and articles published, as well as accolades and recognitions
received. Attached as pages 45 to 46 of Exhibit 39 to the Third Set of Stipulated
Facts submitted by the parties in this proceeding is a true and correct copy of the
News and Events page from the Miller Law Group, P.C. website from July 6,
2011 providing a sample of publications and speaking engagements involving
Miller Law Group, P.C. attorneys.

20. As a result of the significant marketing efforts made by Miller Law Group, P.C.,
as well as its tremendous growth since its founding, the firm has twice been
recognized—in 2002 and 2010-—as one of the 100 fastest growing companies in
the San Francisco Bay Area. Attached as Exhibit 8 to the Third Set of Stipulated
Facts submitted by the parties in this proceeding is a true and correct copy of the
2010 recognition.,

Instances of Actual Confusion

21. I became aware of the Opposer, Miller Law Group, through an instance of actual
confusion. On or about October 29, 2007, I read an article in the Business
Journals, a true and correct copy of which is attached as Exhibit 1 to the Third Set
of Stipulated Facts submitted by the parties in this proceeding, relating to a case in
which my firm represented Chevron Corporation. The article described a verdict

against Chevron and mentioned that Miller Law Group, located in Palo Alto,
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represented Chevron in the matter. Since my firm was located in San Francisco,
the firm named in the article was not mine. After some investigation, I learned
that Opposer was a new law firm using my firm’s MILLER LAW GROUP
trademark.

22. As a result of this information, my trademark counsel sent a cease and desist letter
to Opposer. [ learned that Opposer had begun using the MILLER LAW GROUP
trademark in 2007 but refused to change its name, despite my nearly nine years of
senior use,

23. I am aware of two other instances of actual confusion between my firm and
Opposer’s firm. First, in 2010, when renewing the malpractice policy for Miller
Law Group, P.C. our own insurance broker assumed that Opposer’s Miller Law
Group was part of my firm and inquired if they should be added to our policy.
This indicated to me that our own broker was confused as to whether we were
affiliated and therefore needed to be on the same insurance policy.

24. Second, I recently received an e-mail from an individual seeking legal counsel on
a matter, The e-mail was addressed to Opposer, Mitchell Miller, and myself. A
true and correct copy of this e-mail is attached as Exhibit 41 to the Fourth Set of
Stipulated Facts submitted by the parties in this proceeding. I do not know the
sender of the e-mail. Therefore, I believe this person intended to contact the
Miller Law Group, but was unsure which Miller Law Group he needed to reach.
Therefore, he addressed the same e-mail to both Opposer and me.

The Trademark Application in This Matter

25. In 2007, I decided to seek a registration of the mark [ had used for over nine years

to identify my legal practice. I therefore applied to register the trademark. I listed
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myself as the applicant on the application because I am the owner of the mark—
Miller is my last name and T was the founder of my practice—and I intended to
license the use of the matk to the corporate entity that I created, Miller Law
Group, P.C., under which I intended to practice law. 1 therefore licensed the use
of the MILLER LAW GROUP mark to that entity.

26. As part of my cease and desist efforts against Opposer, my trademark counsel
provided me with a printout of a Google search for the terms “Miller Law Group,”
which revealed Opposer’s site, as well as some additional sites that appeared to
mention other potential Miller Law Groups. It was not clear from the Google
search whether any of these results were reliable or whether any of the links were
to entities actually practicing law under the name Miller Law Group. Further,
since my firm had been in existence since 1998 and 1 had not heard of or from any
other Miller Law Group until Opposer, [ did not believe there was any Miller Law
Group with senior trademark rights to mine. Therefore, when I applied for the
MILLER LAW GROUP mark, I believed that I had enjoyed senior and exclusive
use of the mark for many years.

27. Further, at the time of the application, my MILLER LAW GROUP mark had been
used by me through my licensee, Miller Law Group, P.C., as well as by me
individually, for the identified services continuously since August 1998,
Therefore, at the time I submitted the application to register the MILLER LAW
GROUP trademark, to the best of my knowledge and belief, no other person, firm,
corporation, or association had the right to use the mark in commerce as of the

date of the application, either in identical form or in such near resemblance thereto
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as may be likely when applied to legal services to cause confusion, or to cause

mistake or deceive.

I attest to the foregoing under penalty of perjury under the laws of the State of
California and the United States of America and could and would competently testify

thereto if called to do so.

Executed this 10" Day of July, 2011 in San Francisco, California.

By: /s/ Michele Ballard Miller

Michele Ballard Miller
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CERTIFICATE OF SERVICFE, BY MAIL

This is to certify that one copy of the foregoing TESTIMONY DECLARATION OF
MICHELE BALLARD MILLER was mailed by first class mail, postage prepaid, to
Opposer on July 11, 2011:

Margarita Calpotura, Esq.

Miller Law Group, P.C.

260 Sheridan Avenue, Suite 208
Palo Alto, California 94306

Tel:  (650) 566-2290

Fax: (650) 566-2298

Email: mcalpotura@millerig.com

Dated: July 11,2011 /meghan auerswald/
Signed: Meghan Auerswald
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EXHIBIT A



[REDACTED]




EXHIBIT B



[REDACTED]




