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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mitchell Miller, A Professional Corporation, )  Opposition No. 91184841
. dba MILLER LAW GROUP, )
) MOTION TO STRIKE; MOTION
Opposer, ) FOR A MORE DEFINITE
) STATEMENT; MOTION FOR
vs. }  JUDGMENT ON THE
) PLEADINGS (Fed. R. Civ. Proc.
MICHELE BALLARD MILLER, an ) 12(b)(6), 12(c), 12(e)-(D);
individual dba MILLER LAW GROUP, ) TBMP §§ 503-506)
)
Applicant )
Mark: MILLER LAW GROUP

Application No. 77/343,411
Publication Date: May 6,2008

MOTION TO STRIKE; MOTION FOR A MORE DEFINITE STATEMENT;
MOTION FOR JUDGMENT ON THE PLEADINGS
L INTRODUCTION.

Pursuant to Rules 12(e) and (f) of the Federal Rules of Civil Procedure and
Sections 505 and 506 of the Trademark Trial and Appeal Board Manual of Procedure
(“TBMP”), Applicant Michele Ballard Miller, an individual, dba Miller Law Group
(“Applicant”) hereby moves to strike allegations, statements and documents by Opposer
Mitchell Miller, a professional corporation, dba Miller Law Group (“Opposer”) in its
Notice of Opposition (“Opposition™) that are so vague or ambiguous that Applicant
cannot reasonably be required to frame a responsive pleading within the meaning of Rule
12(e) or that are redundant, immaterial and/or impertinent within the meaning of Rule

12(f) under the Federal Rules of Civil Procedure. Applicant also requests that part of the
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pleading be dismissed for failure to state a claim under Rule 12(b)(6) of the Federal Rules
of Ciﬁl Procedure and TBMP Section 503.

Finally, Applicant asks for judgment on the pleadings pursuant to Rule 12(c) of
the Federal Rules of Civil Procedure and TBMP Section 504, because Opposer has plead
facts which must be taken as true, and which establish that Opposer first used MILLER
LAW GROUP as a mark in December, 2006, more than cight years affer Applicant’s first
use of MILLER LAW GROUP as a mark.

The Federal Rules of Civil Procedure require that a pieading “shall contain (1) a
short and plain statement of the grounds upon which the court’s jurisdiction depends...(2)
a short and plain statement of the claim...and (3) a demand for judgment...”. Fed. R.
Civ. P. 8(a). The TBMP likewise provides that a notice of opposition must include a
short and plain staternent of the reasons why opposer believes it would be damaged by the
registration of the opposed mark. TBMP § 309.03(a)(2). “Evidentiary matters (such as
for example, lists of publications or articles in which a term sought to be registered by an
applicant is alleged to be used descriptively) should not be pleaded in a complaint. They

are matters for proof, not for pleading.” Id.; McCormick & Co v. Hyerade Food Products

Corp, 124 U.S.P.Q. 16, 17 (TTAB 1959).

The Notice of Opposition filed by this Opposer reflects a lack of understanding of
the jurisdiction of the Board and its decision-making ability. Furthermore, the Opposition
contains so many repetitive and irrclevant allegations that answering them serially would
only create more confusion. Therefore Applicant requests the Board to strike improper
allegations and documents and require, where appropriate, dismissal of allegations unless

and until a proper pleading is filed and served. Applicant should be excused from
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answering any portion of this Opposition unless and until Opposer pleads the basis for

opposition in a way that Applicant can respond.

II. THE NOTICE OF OPPOSITION MAKES CLAIMS THAT EXCEED THE
JURISDICTION OF THE TTAB; THESE ALLEGATIONS SHOULD BE
STRICKEN.

Section 17 of the Lanham Act, 15 U.S.C. Section 1067, specifically empowers the
TTAB “to determine and decide the respective rights of registration. 15 U.S.C. §

Ao

) (emphasis added). Section 102.01 of the TBMP states, “[tThe Board is not

authorized to determine the right to use, nor may it decide broader questions of
infringement or unfair competition.” TBMP § 102.01. The Board’s sole authority is to
determine the right to register, not to award damages, injunctive or other relief,

Every allegation in the Notice of Opposition that relates to a restriction on use of
any term or mark by Opposer, or any damages, or any claim of unfair competition or
restriction on competition exceeds the jurisdiction of the Board and should be stricken.
The Notice of Opposition rambles and repeats itself, which makes it difficult to quantify
all of the allegations that should be stricken on this ground, however there are several
sections of the pleading that refer to Opposer’s right to use his given name, his name as a
mark, his name as a tradename, etc. These claims of right to use are irrelevant and
outside the scope of this Opposition. At a minimum, the following paragraphs of the
Notice of Opposition should be stricken for lack of jurisdiction:

Paragraphs 10, 11, 12, 13 (which incorporates prior paragraphs), 22 (which
incorporates prior paragraphs), 28 (which incorporates prior paragraphs), 31 (which

incorporates prior paragraphs), 35(which incorporates prior paragraphs), 41(which
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incorporates prior paragraphs), 50(which incorporates prior paragraphs), 54(which
incorporates prior paragraphs), 65 and all numbered claims for relief.

The Board also lacks jurisdiction to determine the claims of third parties who may
- be damaged by registration of Applicant’s mark. Section 13 of the Lanham Act, 15
U.S.C. Section 1063, provides in pertinent part that “[ajny person who believes that /e
would be damaged by the registration of the mark...may ...file an opposition....” 15

U.S.C. § 1063(a) (emphasis added). Opposer has no standing and the Board has no

jurisdiction to determine damage that any third parties may incur from registration of

Applicant’s mark. Nevertheless, Opposer pleads the alleged rights and alleged damages

of third parties, all of which are irrelevant to this proceeding, outside the scope of the

Board’s jurisdiction and should be stricken from the Opposition. At a minimum, the

paragraphs that should be stricken on this ground include:

Paragraphs 45, 55-59, 62-68, and each paragraph incorporating allegations of these

paragraphs by reference (Paragraphs 50 and 54).

II.  APPLICANT’S INCOMPREHENSIBLE, IMMATERIAL AND
IMPERTINENT COMMENTS AND ALLEGATION IN ITS OPPOSITION
SHOULD BE STRICKEN IN THEIR ENTIRETY AND A PROPER
NOTICE OF OPPOSITION ORDERED.

Federal Rule of Civil Procedure 8(a) provides that a pleading should state in short
and plain terms the basis of each claim asserted. Fed. R. Civ. P. 8(a). The TBMP
likewise provides that a notice of opposition must include a short and plain statement of
- the reasons why opposer believes it would be damaged by the registration of the opposed
mark. TBMP § 309.03(a)(2). “Evidentiary matters (such as for example, lists of

publications or articles in which a term sought to be registered by an applicarit is alleged

to be used descriptively) should not be pleaded in a complaint. They are matters for
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proof, not for pleading.” Id. McCormick & Co v. Hygrade Food Products Corp, 124

US.P.Q. 16, 17 (TTAB 1959).

It is well established that through a motion to strike, redundant, immaterial,
impertinent or scandalous matter can be deleted from a pleading in the Board’s discretion.
Fed. R. Civ. P. 12(f); TBMP §506.01. Further, the Board has the discretion to strike
statements that have no material bearing on the outcome of the proceeding. Harsco Corp,

v. Elec. Sci., Inc., 9 U.S.P.Q. 2d 1570, 1571-72 (TTAB 1998) (striking allegations that

even if proven, would have no effect on the outcome of the proceeding). Petitioner’s
Notice of Opposition is replete with allegations that do not refer or relate to proper
grounds to oppose registration, and contains allegations that are repeated and slightly
rephrased several times so as to render them unintelligible. Opposer has inctuded ists of
domain names, lists of entities that purportedly use the name “Miller”, telephone listings,
website printouts and other printouts all relating to alleged third party use of the term
“miller”. These are extraneous anci outside the scope of proper pleading. On this ground,
the following Paragraphs, at a minimum, should be stricken:

Paragraph 6-8, 10, 16-19, 26, 30, and 44-46. All of the Paragraphs that incorporate
these paragraphs should also be stricken.

The allegations of the Notice of Opposition contain superfluous, unconnected
‘statements of law and legal arguments that have no place in a notice of opposition and
deserve no consideration by the Board. For example, Paragraph 24 states: “[g]eneric
marks are not registrable”. Paragraph 25 states: “[t]he services Applicant specified for
the Alleged Mark are legal services, in International Class 45.” Paragraph 32 states:
“la]pplicant’s Alleged Mark is merely a trade name pursuant to 15 USC § 1127. Trade

names are not registrable as marks, and thus the Service Mark must be refused
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registration”. Paragraph 33 states: “Applicant uses the Alleged Mark to identify her

business and/or vocation and thus the Alleged Marks functions as and is a trade name”

and Paragraph 34 states: “Opposer used and continues to use Opposer’s Name as a trade
name”. Such statements are extraneous and irrelevant. Applicant cannot respond to
allegations such as these that have no legal significance.

Paragraph 24-25, 32-34 and all of the paragraphs that incorporate these paragraphs
by reference should also be stricken.

IV.  COUNT IV OF OPPOSER’S PLEADING IS WHOLLY CONCLUSORY
AND FAILS TO STATE A CLAIM UPON WHICH RELIEF CAN BE
GRANTED UNDER RULE 12(B)(6).

Count IV purports to state a ground upon which the Board should refuse
registration, namely that “Appiica.nt’s alleged Mark is merely a trade name pursuant to 15
US.C. Section 1127 [and] [t]rade names are not registrable as marks, and thus the Serviée
Mark must be refused registration.” See Notice of Opposition, p.8:1-3. It is well
established that tradé names that are used as marks are registrable, and that a trade name

can function as a service mark. See Trademark Manual of Examining Procedure

(“TMEP”) Section 1202.01; Application of Walker Process Equipment. Inc. 43 CCPA

913,233 F.2d 329, 332, 110 U.S.P.Q. 41, 43 (1956). Opposer must be required to state,
-if it can, in what respect Applicant’s mérk is not used as a service mark. The entirety of
Count IV, including Paragraphs 31-34, éf the Opposition, should be stricken on this |
ground pursuant to Rules 12(b)(6), Rule 12(e) and Rule 12(f) of the Federal Rules of

Civil Procedure.
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V. APPLICANT IS ENTITLED TO JUDGMENT ON THE PLEADINGS
UNDER RULE 12(C); TBMP SECTION 504.

Opposer appears to allege that there may be a likelihood of confusion between its
use of the MILLER LAW GROUP mark and Applicant’s MILLER LAW GROUP mark.
See Opposition, p.8, 9. Aiaplicant agrees that the marks are identical and used for
ideﬁtical services, legal services. Applicant also believes that its claim of rights in the
mark is superior, and, based on the allegaﬁéné in Paragraph 9 requests the Board to rule

as a matter of iaw that confusion is likely between Opposer’s MILLER LAW GROUP
| common law mark and Applicant’s applied-for MILLER LAW GROUP mark.

Opposer alleges in Paragraph 9 that “[s]ince on or about December 2006, Opposer
has used and continues to use its name, “Miller Law Group, P.C.”...which is similar to
Applicant’s Alleged Mark.” See Opposition, p. 8, 9. In its application to register,
Applicant states under penalty of perjury that she first used her mark in commerce in
August 31, 1998. That is over eight years prior to the admitted first use of “Miller Law
Group” by Opposer. Therefore Applicant requests the Board to rule as a matter of
undisputed fact, based on Opposer’s pleadings and the facts in the application record, that
Applicant’s rights in the MILLER LAW GROUP mark are superior. This will narrow the
issues in this Opposition and prevent further spurious claims of senior rights in
Applicant’s MILLER LAW GROUP mark by Opposer.

VL. OPPOSER SHOULD BE REQUIRED TO STATE PLAINLY WHAT THE

BASIS FOR OPPOSITON IS UNDER RULE 12(E); TBMP SECTION 505.

In its entirety, Opposer’s pleading is circular and repetitive, Applicant requests
the Board to require Opposer 1o state clearly the grounds for opposition and to state a

claim within the specified jurisdiction of the Board, based on the standing of the Opposer
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and on recognized bases for opposition. In the alternative, Applicant requests the Board

to dismiss entirely Opposer’s Notice of Opposition.

VIL | CONCLUSION.

For the reasons stated above, Applicant respectfully requests that the Board grant
its Motion to Strike, Motion For a More Definite Statement and Motion For J udgment on
the Pleadings with respect to first use and lkelihood of confusion, so that this matter can
proceed efficiently and effectively. The time to answer to this pleading should be tolled
under TBMP Section 503 until such time as a proper Notice of Opposition, if any, can be

filed and served.

Respectfully submitted,

LAWOFFICE OF ANNE HIARING

I
A |
Dated:, | ' ey '
s i > Hiaridg Hgiking, Esq
i Kristin de la Vega, Esq.
Law Officé.of Anne Hiaring
711 Grand Avenue, Suite 260
San Rafael, CA 94901
Tel: (415) 457-2040
Fax: (415)457-2822

Email: infof@hiaringlaw.com

Attorney for Applicant
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CERTIFICATE OF SERVICE BY MAIL

This is to certify that one copy of the foregoing MOTION TO STRIKE; MOTION
FOR A MORE DEFINITE STATEMENT; MOTION FOR JUDGMENT ON THE
PLEADINGS (Fed. R. Civ. Proc. 12(b)(6), 12(c), 12(e)-(f); TBMP §§ 503-506) was
mailed by first class mail, postage prepaid, to Opposer on )_4{ \ ?ﬁ . 2008:

Nick Heimlich, Esq.

Miller Law Group, P.C.

260 Sheridan Avenue, Suite 208
Palo Alto, California 94306
Tel:  (650) 566-2290

Fax: (650) 566-2298

F.m,qﬂ: nheim]ir‘h/n?lmﬂler] onm

nh ch@millerlg.com

ated: &'\Aﬂ Mj’ |
Dated Ur "ML | fw Signed:%&s&[‘,\ N,UQ\_L[&\\/ZKL\
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