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By the Board:

This case comes up for consideration of applicant’s
motion to dismiss the fraud claims and to strike other
allegations from the second amended notice of opposition,
and opposer’s motion to compel discovery responses.' The
motions are contested. The delay in acting upon this matter
is regretted.

Opposer filed the second amended notice of opposition

on March 18, 2010 following the Board’s February 16, 2010

! Applicant’s opposition includes a separate motion to compel

which was filed in violation of the Board’s suspension order.
Applicant’s motion to compel will not be addressed except to the
extent that the Board generally addresses the conduct of
discovery at the end of the order.
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order finding that opposer’s fraud claims do not include a
proper pleading of the scienter element of fraud. The Board
deferred consideration of the motion to compel until any
motion to accept an amended pleading of fraud had been
granted or denied.
SECOND AMENDED NOTICE OF OPPOSITION IS ACCEPTED

The second amended notice of opposition not only amends
the existing claim of fraud based on misrepresentations
regarding applicant’s exclusive right to use the mark (Count
VI) as directed by the Board, but adds a second basis for
fraud with allegations of misrepresentations in the opposed
application regarding applicant’s ownership, and amends
opposer’s already-acceptable claim that applicant was not
the owner of the mark at the time the application was filed
to repeat the allegations regarding fraud (Count V).

The Board liberally grants leave to amend pleadings at
any stage of a proceeding when justice so requires. Fed. R.
Civ. P. 15(a); Boral Ltd. v. FMC Corp., 59 USPQ2d 1701 (TTAB
2000). The timing of a motion for leave to amend under Fed.
R. Civ. P. 15(a) i1s a major factor in determining whether
applicant would be prejudiced by allowance of the proposed
amendment. Boral Ltd. v. FMC Corp., 59 USPQ2d at 1703.
Here, while opposer does not move for amendment or explain
why the second fraud claim was not part of its original

pleading, the Board notes that applicant does not contest
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the timing of the new claim, and that the new claim is
related to the existing claims of non-ownership and fraud.
Accordingly, the Board will not exclude the new claim in the
second amended notice of opposition from consideration
because opposer failed to move for amendment.

Turning first to the amendments to the ownership claim,
we decline to strike the additional allegations. We agree
that they are unnecessary to the claim, but motions to
strike are not favored, and matter will not be stricken
unless it clearly has no bearing upon the issues in the
case. Harsco Corp. v. Electrical Sciences Inc., 9 USPQ2d
1570, 1571 (TTAB 1988) (reasonable latitude permitted in
statement of claims).

With respect to applicant’s motion to dismiss the
amended and new fraud claims, the allegations based on
“information and belief” are not fatal to the claim because
they are accompanied by specific factual allegations. With
respect to the alleged misrepresentations regarding
applicant’s ownership, opposer alleges (941) that the
specimens submitted with the application show a different
entity as owner of the mark, and that (942) the
misrepresentations were made “in order to procure a
registration of the Alleged Mark to which Applicant was not
entitled.” With respect to the alleged misrepresentations

regarding third party use, opposer alleges (948) that
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applicant was notified by opposer on December 13, 2007 of
other users of “Miller Law Group”, and that (§50) applicant
misrepresented its exclusive right to use the mark in its
application “to procure a registration to which Applicant
was not entitled.”

With its allegations regarding intent, opposer has
remedied the defects in its pleading of fraud. See
Daimlerchrysler Corporation and Chrysler, LLC v. American
Motors Corporation, 94 USPQ2D 1086, 1089 (TTAB 2010) (“we
find the assertions in para. No. 30, combining the
references ‘material misrepresentations’ ‘knowingly made’
and ‘to procure” a registration, to constitute an allegation
of respondent's intent’). Accordingly, applicant’s motion
to dismiss the amended fraud claims for legal insufficiency
and to strike the new allegations pertaining to the non-
ownership claim is denied, and the second amended notice of
opposition is accepted as the operative pleading for this
case.

MOTION TO COMPEL IS DENIED

On October 9, 2009, opposer served its first set of
interrogatories, requests for the production of documents
and things, and requests for admission. Applicant served
its responses on November 13, 2009. On November 25, 2009,
opposer served applicant with a letter listing the

deficiencies in applicant’s response, called applicant on
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December 1, 2009, and on January 21, 2010, opposer filed the
instant motion to compel responses to the first set of
discovery requests.

With the exception of a few “examples”, opposer’s
motion to compel does not designate specific responses that
are unacceptable. Opposer fails to acknowledge that any of
applicant’s responses were appropriate, instead contending
“the deficiencies extend to virtually the entire set of
interrogatories and requests for production.” This is
plainly incorrect because many interrogatories sought
factual information which was provided (No. 9 identify
shareholders, No. 10 identify locations).

Other responses by applicant address the interrogatory
sufficiently but apparently fail to provide the desired
response. When asked to describe the sophistication of
applicant’s clients (No. 1), applicant responded that its
clients were businesses and the general public, and when
asked why the mark acquired distinctiveness (No. 11)
answered that the mark had been in continuous use since
1998. While, as addressed below, applicant made
unreasonable objections in some instances, opposer made no
effort to address reasonable objections, particularly those
made in response to opposer’s request for virtually all
documents pertaining to applicant’s business (No. 25

documents and things sufficient to summarize the annual
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sales and profitability information about services offered
by Applicant under MILLER LAW GROUP from the date of first
use to the present). Finally, applicant’s response
indicates that on December 7, 2009, less than two weeks
after serving its deficiencies letter, opposer served
applicant with a second set of discovery requests which was
largely duplicative of the first. As this motion on the
sufficiency of the first set of discovery requests makes
clear, opposer did not withdraw its first set of discovery
requests or attempt to address applicant’s objections with
the second set, which appears to have been interposed to
express opposer’s displeasure with applicant’s responses.?
For these reasons we find that opposer did not make the
required good faith effort to resolve its discovery issues
with applicant before filing this motion, and its motion to
compel is denied.’

However, the Board would be remiss to resume
proceedings without noting the deficiencies in applicant’s
participation in discovery. As applicant was repeatedly

informed by opposer, the Board’s standard protective order

2 On January 12, 2010 applicant served its responses to the

second set of discovery requests.

3 Opposer’s motion, which requests the Board to compel

responses where sufficient responses were already made and to
hazard guesses as to why applicant’s responses were unacceptable
to opposer, is improper as to form. Motions to compel must
indicate the contested request, the response, the good faith
attempt to resolve the dispute, and the reason for finding the
original or amended response unacceptable.
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for the protection of confidential information is
automatically in effect for all proceedings and is only
amended by stipulation of the parties or by motion granted
by the Board. Upon receipt of the discovery responses
seeking information which is discoverable yet confidential,
and learning that opposer would not stipulate to amendment,
applicant should have - within its time for responding to
the discovery request - moved to amend the Board’s standard
protective order. Georgia-Pacific v. Solo Cup Co., 80
UsSpPQ2d 1950 (TTAB 2006) .

Similarly, applicant is not entitled to merely assert
that requested information is being withheld as privileged
but must produce a privilege log. M.C.I. Foods Inc. V.
Bunte, 86 USPQ2d 1044, 1048 (TTAB 2008). If the request
would be burdensome to complete, applicant’s obligation is
not to refuse all information, but to offer a representative
sample, with an explanation why the total number of
responsive documents would be burdensome to produce.
Neville Chemical Co. v. Lubrizol Corp., 184 USPQ 689, 690
(TTAB 1975) (burden of calculating sales and advertising
figures in round numbers for six categories of goods for
each year since 1936 mitigated by limiting sales figures to
five most recent years). While many of opposer’s requests
were overly broad or sought information irrelevant to this

proceeding, applicant’s multiple form objections and refusal
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to produce any documents did nothing but prolong this

proceeding and raise the level of contentiousness.

Because opposer’s requests and applicant’

both failed to comply with the Board’s rules,

S responses

the Board will

manage subsequent discovery in this proceeding as follows:

a) Both parties are ordered to review the
discovery guidelines listed at Trademark
Trial and Appeal Board Manual of Procedure

(TBMP) 8414 (2nd ed. rev. 2004), whi
available at the Office website,
www.uspto.gov.

ch is

b) The Board will spend no more time on the

overly broad discovery requests alre

ady

served by opposer. Opposer must serve new
discovery requests within ten days of the
mailing date of this order. Applicant must
review its own discovery requests to ensure
that they comply with this order and, if they
do not, must serve amended requests within

ten days of the mailing date of this

order.

c) Both parties are allowed until forty days

from the mailing date of this order

to serve

responses to all discovery requests by email

or overnight delivery.
d) Both parties must produce responsive

documents at the same time that it serves its
responses to document requests, except if a

motion to amend the standard protect

ive order

has been filed, the parties may refrain from
serving responsive confidential documents

until the Board rules on the motion.
e) No unconsented motions may be filed
proceeding without the Board’s expre

in this
ss

permission, which is to be obtained by

calling Board attorney Elizabeth Dunn at the

phone number listed at the top of this order.
f) If the Board permits an unconsented motion

which is not potentially-dispositive
case, the parties should anticipate

briefing may be curtailed and the mo
be addressed by the Board in a phone
conference with the parties.

of this
that
tion will

g) If either party’s conduct demonstrates less

than the full cooperation in discove

ry that

the Board expects, the Board will sanction
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the party by further restricting their
participation in discovery or ability to use
discovery responses received.

Proceedings herein are resumed. Applicant is allowed

until thirty days from the mailing date of this order to

file its answer to the amended notice of opposition.

Expert Disclosures Due 11/1/10
Discovery Closes 12/1/10
Plaintiff's Pretrial Disclosures 1/15/11
Plaintiff's 30-day Trial Period Ends 3/1/11
Defendant's Pretrial Disclosures 3/16/11
Defendant's 30-day Trial Period Ends 4/30/11
Plaintiff's Rebuttal Disclosures 5/15/11
Plaintiff's 15-day Rebuttal Period

Ends 6/14/11

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits must be served
on the adverse party within thirty days after completion of
the taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark
Rules 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.129.
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