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MOTION TO DISMISS; MOTION TO STRIKE

Pursuant to Rules 12(b){6) and [2(f) of the Federal Rules of Civil Procedure and
Sections 503 and 506 of the Trademark Trial and Appeal Board Manual of Procedure
(“TBMP”), Applicant Michele Ballard Miller dba Miller Law Group (“Applicant™)
hereby moves that the Trademark Trial and Appeal Board (the “Board”): (1) dismiss the
Fifth and Sixth Counts in the Second Amended Notice of Opposition (“Second Amended
Opposition”) filed by Opposer Mitchell Miller dba Miller Law Group (“Opposer™) for
failure to state a claim upon which relief can be granted and (2) strike allegations in the
Second Amended Opposition that are irrelevant and impertinent, as follows:

L INTRODUCTION

Despite the Board’s twice rejecting Opposer’s allegations of fraud in this
proceeding, Opposer has apparently not yet understood the extremely heavy burden that a
litigant bears to even plead a claim of fraud on the USPTO. With Opposer’s newest
filing, its Second Amended Opposition, Opposer has for the third time fallen far short of
this high pleading standard, In fact, the Second Amended Opposition does little more
than repeat, in slightly more embellished language, the same claims that the Board has
already twice rejected as insufficient. Applicant therefore requests that the Board dismiss
the Fifth and Sixth counts in Opposer’s Second Amended Complaint alleging fraud
against Applicant once and for all. Applicant further requests that the Board strike
Opposer’s additional allegations of fraud sprinkled throughout other portions of the
Second Amended Opposition as irrelevant and impertinent to the few remaining counts in

this proceeding.
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Opposer has had ample opportunity to allege a fraud claim against Applicant.
Three times it has failed to do so and should be barred from making any more attempts
and delaying this proceeding further.

1L ARGUMENT
A, Despite Three Attempts, Opposer’s Fraud Count (Count V) Still Fails
to State a Claim Upon Which Relief Can Be Granted and Should Be
Dismissed Under Federal Rule of Civil Procedure 12(b)(6).

Federal Rule of Civil Procedure 9(b) requires that the circumstances constituting
an alleged fraud must be pled with particularity. The purpose of a motion to dismiss is to
allow for the elimination of “actions that are fatally flawed in their legal premises and
destined to fail, and thus to spare litigants the burdens of unnecessary pretrial and trial
activity.” Fiat Group Automobiles, S.p.A. v. ISM, Inc., 94 U.S.P.Q.2d 1111, 2010 WL
956670, *2 (T.T.A.B. 2010) (quoting Advanced Cardiovascular Systems, Inc. v. SciMed
Life Systems, Inc., 998 F.2d 1157, 26 U.S.P.Q.2d 1038, 1041 (Fed. Cir. 1993)). The
Board has repeatedly indicated to Opposer that its fraud claims do not meet the high
pleading standard for such claims and is, in fact, fatally flawed. Opposer’s Second
Amended Opposition, like its predecessors, suffers from the same terminal malady. As
further explained below, Opposer’s fraud count (Count VI) remains insufficiently pled
and should be dismissed with prejudice under FRCP 12(b)(6).

1. The pleading standard for claims of fraud on the USPTO is
extremely high.

Pursuant to Trademark Rule 2.116(a), the sufficiency of a litigant’s pleading of a
fraud claim is governed by FRCP 9(b). Intellimedia Sports, Inc. v. Intellimedia Corp., 43
U.S.P.Q.2d 1203, 1997 WL 398344, *2 (T.T.A.B. 1997); see also King Automotive, Inc.

v. Speedy Muffler King, Inc., 667 F.2d 1008 (C.C.P.A. 1981). The standards for alleging
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fraud on the USPTO are particularly high because “the very nature of the charge of fraud
requires that it be proven ‘to the hilt’ with clear and convincing evidence. There is no
room for speculation, inference or surmise and, obviously, any doubt must be resolved
against the charging party.” In re Bose Corp., 580 F.3d 1240, 1243 (Fed, Cir. 2009)
(citing Smith Int’l, Inc. v. Olin Corp., 209 U.S.P.Q. 1033, 1044 (T.T.A.B. 1981).

Further, subjective intent is an indispensible element of a fraud claim. In re Bose,
580 F.3d at 1245, This is because the declaration submitted to the USPTO accompanying
an application for a frademark registration is made on “belief” and/or “information and
belief” precisely “to preclude a definitive statement by the affiant that could be ordinarily
used to support a charge of fraud.” Intellimedia Sports, Inc., 1997 WL 398344 at *3
(quoting Kemin Industries, Inc. v. Watkins Products, Inc., 192 U.S.P.Q. 327 (T.T.A.B.
1976)). Indeed, the oath “is phrased in terms of subjective belief, such that it is difficult,
if not impossible, to prove objective falsity and fraud so long as the affiant or declarant
has an honestly held, good faith belief.” Id. (citing J. Thomas McCarthy, McCarthy on
Trademarks and Unfuir Competition § 31:76 (3d Ed., 12/96)). As a result, a plaintiff in
an inter partes proceeding before the Board bears an extremely high pleading burden to
survive a motion to dismiss under FRCP 12(b)(6). As set forth below, Opposer once
again fails to meet this high pleading standard.

2, Opposer’s Fraud Count (Count VI) does not allege facts that
establish each of the elements of a claim for fraud on the
USPTO.

Opposer’s fraud claim is based on two separate theories. First, according to

Opposer, Applicant allegedly committed fraud because the owner reflected on the

trademark application—i.e., Applicant Michele Ballard Miller dba Miller Law Group—is

allegedly not the same entity on the specimens submitted with the application. (See
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Paragraphs 41 through 43 of Second Amended Opposition). As a result, Opposer
contends, the real owner of the mark is Applicant’s affiliated corporation, Miller Law
Group, P.C., not Applicant. For the purposes of this motion Applicant will refer to this
fraud theory as Opposer’s “Ownership Theory.”

Second, Opposer alleges that Applicant’s cease and desist letters to Opposer and a
Google search accompanying one of those letters establish that Applicant was aware of
third parties with superior rights to the mark at the time she filed her trademark
application. (See Paragraphs 44 to 51 of Second Amended Opposition). For the purposes
of this motion, Applicant will refer to this fraud theory as Opposer’s “Third Party Use

Theory.” Opposer fails to sufficiently plead a fraud claim under either of these theories.

a) Opposer’s Ownership Theory fails to state sufficient facts
to negate Applicant’s subjective belief of ownership in her
declaration to the USPTO,

Opposer’s entire Ownership Theory rests on an alleged but unsubstantiated
inconsistency between Applicant’s declaration that she believed that she was “the owner
of the trademark/service mark sought to be registered” and the specimens attached to the
application, which consist of webpages with a copyright notice at the bottom stating the
owner of the copyright to the webpages was Miller Law Group, P.C. Opposer claims that
this alleged inconsistency-—between Applicant Michele Ballard Miller dba Miller Law
Group and Miller Law Group, P.C.—means that the true owner of the trademark was
Miller Law Group, P.C., not Applicant Michele Ballard Miller dba Miiler Law Group.

As a result, Opposer argues, Applicant committed fraud on the USPTO. Opposer is
incorrect. Such factual allegations, even if taken as true, do not state a claim for fraud on

the USPTO.
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In order to counter Applicant’s oath stating she believed that she was the owner of
the mark, Opposer must also allege specific facts clearly negating Applicant’s subjective
application, See, e.g., Galleon, S.4., et al. v. Havana Club Holding, S.A., et al., 2004 WL
199225, * 17 (T.T.A.B. 2004). In Galleon, S.4., the Board in addressing the respondent’s
motion to dismissed, corrected the petitioner’s inaccurate allegation that the respondent
knew it was not the owner of the mark when it applied for it, stating that the respondent
“merely represented that it believed that it was the owner of the mark in the original
application.” Galleon, S.A., 2004 WL 199225 at * 17 (emphasis in original). Similarly,
Opposer inaccurately alleges that the application states Applicant is the owner of the
mark. (See, e.g., Paragraph 37, lines 6-7 to the Second Amended Opposition). Like in
Galleon, 5.4., the Board should correct Opposer’s inaccurate allegations and construe
Applicant’s declaration as a statement under oath that Applicant merely believed that she
was the owner of the mark.

This distinction is important because if “there is reasonable doubt as to who is the
owner of the mark, it is not fraud to state in the application oath that one ‘believes
himself, or the firm, corporation or association in whose behalf he makes the verification,
to be the owner of the mark sought to be registered.”” Galleon, S.4., 2004 WL 199225 at
*17. Thus, the applicant’s subjective belief of ownership is the most important factor,
and an opposer claiming fraud on the USPTO bears the heavy burden of alleging
sufficient specific facts to negate the applicant’s subjective belief reflected in the
declaration,

Here, Opposer does not allege—nor can it—that Applicant did not reasonably
hold the belief that she, doing business as her firm Miller Law Group, was the owner of

the mark applied for instead of her corporate entity, Miller Law Group, P.C. Further,
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Opposer does not even allege that Applicant “Michele Ballard Miller dba Miller Law
Group” and “Miller Law Group, P.C.” are actually distinct. Moreover, even if Opposer
did so (and taking that allegation as true for the purposes of this motion), it is not fraud
for Applicant to declare that she held the belief that she, doing business as “Miller Law
Group,” was the owner of the mark rather than the entity Miller Law Group, P.C.
Therefore, Opposer’s Ownership Theory of fraud fails to state a claim, cannot be properly

alleged, and should be dismissed with prejudice.

b) The Second Amended Opposition adds no substantive
allegations to the previous iteration of Opposer’s Third
Party Use Theory of fraud, which the Board has already
twice rejected as insufficiently pled.

Like with any fraud claim, an opposer claiming that the declaration or oath in the
applicant’s application for registration was executed fraudulently because there was
another use of the same or a confusingly similar mark at the time the oath was signed
must meet a very high pleading bar. To withstand a motion to dismiss, the opposer must
plead facts with particularity that, if proven, would establish that:

There was in fact another use of the same or confusingly similar mark at
the time the oath was signed; (2) the other user had legal rights superior to
applicant’s; (3) applicant knew that the other user had rights in the mark
superior to the applicant’s, and either believed that a likelihood of
confusion would result from applicant’s use of the mark or had no
reasonable basis for believing otherwise; and that (4) applicant, in failing
to disclose these facts to the Patent and Trademark Office, intended to
procure a registration to which it was not entitled.

Intellimedia Sports, Inc., 1997 WL 398344 at *2. Opposer’s Second Amended
Opposition falls far short of this high standard once again.

In each of its notices of opposition, Opposer has relied on the same three

documentary pieces of evidence to support its Third Party Use Theory of fraud.
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Specifically, Opposer claims that Applicant committed fraud on the USPTO based on
Applicant’s December 13, 2007 and March 18, 2008 cease and desist letters to Opposer
and the November 20, 2007 Google search for “Miller Law Group” attached to
Applicant’s December 13, 2007 cease and desist letter, all of which purportedly indicate
that Applicant was aware of superior third party uses of the mark.

Unfortunately for Opposer, the Board has already correctly ruled that this
evidence, by itself, cannot legally serve as the basis of a claim for fraud on the USPTO.
Specifically, as the Board stated in its August 6, 2009 order denying Opposer’s motion
for “judgment on the pleadings and summary judgment:”

Here, as noted, Opposer’s motion is based on the fact that applicant sent a

letter on December 13, 2007 with an attachment described as a “Google

search,” The letter itself does not directly refer to third parties that have

superior rights in the mark MILLER LAW GROUP. The search summary

and the letter do not establish that there is no genuine issue of material fact

that applicant knew that any other entities had rights superior to those of

applicant to use the mark MILLER LAW GROUP, or a confusingly

similar mark, either at the time she signed the declaration in her

application or thereafter. In particular, the limited wording surrounding

the search term in the Google search results is insufficient to establish that

each occurrence of the term MILLER LAW GROUP was a trademark use

or that, if they were trademark uses, that the other users of the term had

legal rights superior to applicant’s rights. (August 6, 2009 order, pg. 4)

In finding the cease and desist letters and Google search insufficient to plead fraud, the
Board noted that “a trademark applicant has no duty to investigate potential conflicting
uses that might be found through a trademark search, and therefore there is no duty to
investigate specific information such as when a third party may have started using the
mark.” (August 6, 2009 order, pg. 5) (quoting Maids to Order of Ohio, Inc. v. Maid-to-
Order, Inc., 78 U.S.P.Q.2d 1899, 1907 (T.T.A.B. 2006)). In addition, the Board’s

February 16, 2010 order denying Opposer’s motion for reconsideration of the denial of its
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motion for “judgment on the pleadings and summary judgment” further held that the
factual allegations in Opposer’s First Amended Notice of Opposition were insufficient to
state a claim for fraud against the USPTO. (February 16, 2010 order, pg. 5).

Opposer’s Second Amended Opposition adds nothing substantive to the First
Amended Opposition and therefore suffers from the same defects. Indeed, the only
factual additions to the fraud count from the earlier version was the addition of the
unsupported Ownership Theory of fraud (discussed above) and unsupported, conclusory
allegations about Applicant’s alleged intent. Opposer’s evidentiary underpinnings for its
fraud claim remain unchanged from the previous notice of opposition. The Second
Amended Opposition still provides no specific allegations regarding third party uses
superior to Applicant’s that Applicant knew about when she filed her trademark
application, as the Board indicated Opposer must do in order to properly plead a fraud
claim. The Board has repeatedly dismissed similar (and oftentimes more detailed) claims
at the pleading stage for failure to meet the high pleading threshold for fraud claims. See,
e.g., ntellimedia Sports, Inc., 1997 WL 398344 at *2; Qualcomm Inc. v. FLO Corp.,
2010 WL 985358, *2 (T.T.A.B. 2010); Galleon, S.A4., 2004 WL 199225 at * 17-19, The
Board should dismiss Opposer’s fraud claim so that this matter may proceed on the few

claims for which Opposer has been able to meet the pleading standard.

c) Opposer’s Fraud Claim is based on unsupported
“information and belief,” which does not meet the
heightened pleading standard for a fraud claim under FRCP
9(b).

Opposer’s inability to sufficiently allege facts to support its fraud count is

underscored by the fact that the fraud count is alleged almost entirely on the basis of

“information and belief.” (See Paragraphs 41-46 and 50-51 of Second Amended
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Opposition). Such allegations are insufficient to support a fraud claim unless
accompanied by facts to support the basis for the belief. Asian and Western Classics B.V.
v. Lynn Selkow, 2009 WL 4081699, *1 (T.T.A.B. 2009). As discussed with the
Ownership Theory, above, Opposer does not allege facts to support the bald assertion that
Applicant’s subjective declaration of ownership was false. Similarly, with regard to
Opposer’s Third Party Use Theory, the only factual basis for the Opposer’s alleged
“information and belief” that Applicant committed fraud on the USPTO are the same
cease and desist letters and Google search that the Board has already deemed insufficient,

Given the number of opportunities Opposer has been given to sufficiently allege a
fraud claim, Opposer’s fraud count should therefore be dismissed with prejudice. See,
e.g., Bayer Consumer Care AG v. Belmora LLC, 2009 WL 962814 at *7 (dismissing with
prejudice under FRCP 12(b)(6) count for fraud where after filing three versions of a
petition to cancel, the petitioner still failed to allege the superior rights of third parties to
the mark that formed the basis of the fraud claim). Opposer has been afforded ample
opportunity to sufficiently plead a fraud claim against Applicant. It has failed each time
and should not be allowed to delay this proceeding further.

B. Opposer’s Count V should also be dismissed with prejudice because it
is nothing more than a recast version of Opposer’s insufficiently pled
fraud count,.

Though Opposer’s Count V is titled a claim for violation of Section 1 of the
Lanham Act, the allegations themselves make clear that this is, in fact, a claim for fraud.
Indeed, the bases for Opposer’s Count V are the same two claims of fraud Count VI, and
the factual allegations underlying both counts track nearly exactly. (Cf. Paragraphs 36-39
and Paragraphs 41-51 of the Second Amended Opposition). In such circumstances,

allegations may be treated as fraud claims—even if not described as such—and are
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subject to the same high pleading standard. See, e.g., Qualcomm Inc., 2010 WL 985358,
*2 (treating stray allegations in a notice of opposition that the Applicant “knew or should
have known” of the opposer’s prior use as allegations of fraud subject to the heightened
fraud pleading standard). The Board should therefore treat Count V as what it really is—
a reiteration of Opposer’s insufficiently pled fraud claim-—and dismiss Count V with
prejudice as well.

C. Because Opposer Cannot Maintain a Fraud Claim Against Applicant,

Extraneous Allegations Relating to Fraud Throughout the Second
Amended Opposition Should Be Stricken Under Federal Rule of Civil
Procedure 12(f).

Federal Rule of Civil Procedure 8(a) provides that a pleading should state in short
and plain terms the basis of each claim asserted. Fed. R. Civ. P. 8(a). The TBMP
likewise provides that a notice of opposition must include a short and plain statement of
the reasons why opposer believes it would be damaged by the registration of the opposed
mark. TBMP § 309.03(a)(2). It is well established that through a motion to strike,
redundant, immaterial, impertinent, or scandalous matter can be deleted from a pleading
in the Board’s discretion. Fed. R. Civ. P. 12(f); TBMP §506.01. Further, the Board has
the discretion to strike statements that have no material bearing on the outcome of the
proceeding. Harsco Corp. v. Elec. Sci., Inc., 9 U.S.P.Q. 2d 1570, 1571-72 (T.T.A.B.
1998) (striking allegations that even if proven, would have no effect on the outcome of
the proceeding). The Board may also strike any impermissible or insufficient claim. See,
e.g., Ohio State Univ. v. Ohio Univ., 51 U.S.P.Q.2d 1289, 1293 (T.T.A.B. 1999); Western
Worldwide Enters. Group, Inc. v. Qingdao Brewery, 17 U.S.P.Q.2d 1137 (T.T.A.B. 1990)

Because Opposer’s fraud claim fails to state a claim upon which relief can be

granted and should be dismissed, Counts V and VI should be stricken in their entirety.
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Further, any extraneous allegations of fraud are irrelevant and impertinent to the
remaining claims. These irrelevant allegations should also be stricken. These allegations,
which are separate from the allegations set forth in the insufficiently pleaded Counts V

and V1 are:

(a) Paragraph 5, second sentence (lines 2-3)
(b)  Paragraph 10—All sentences but the first
(c) Paragraphs 12-15 in their entirety
In addition, the following paragraphs should be stricken to the extent that they purport to
incorporate by reference the above list of extraneous allegations of fraud: Paragraphs 16,
23, 28, 31, 35, and 40,
"
i
i
"
i
I
1/
"
1
i
1
i/

"
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III. CONCLUSION.

For the reasons stated above, Applicant respectfully requests that the Board grant
its Motion to Dismiss and Motion to Strike with respect to Counts V and VI of the
Second Amended Opposition and strike Counts V and VT in their entirety, as well as the
referenced extraneous paragraphs alleging fraud. The time to answer to this pleading
should be tolled under TBMP Section 503 until such time as a proper notice of

opposition, if any, can be filed and served.

Respectfully submitted,

HIARING + SMITH, LLP

Dated: /% // 7; z2e/0 By:

Anne Hiaring Hocking

Carol Smith

Hiaring + Smith, LLP

101 Lucas Valley Road, Suite 300
San Rafael, CA 94903

Tel: (415)457-2040

Fax: (415) 457-2822

Email: info@hiaringsmith.com

Attorney for Applicant
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CERTIFICATE OF SERVICE BY MAIL

This is to certify that one copy of the foregoing MOTION TO DISMISS; MOTION TO
STRIKE (Fed. R. Civ. Proc. 12(b)(6), 12(f); TBMP §§ 503-506) was mailed by first
class mail, postage prepaid, to Opposer on i[{ﬂ / , 2010:

Margarita Calpotura, Esq.

Miller Law Group, P.C.

260 Sheridan Avenue, Suite 208
Palo Alto, California 94306

Tel:  (650) 566-2290

Fax: (650) 566-2298

Email: mcalpotura@millerlg.com
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