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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mitchell Miller, a Professional Corporation Opposition No. 91184841

dba MILLER LAW GROUP P.C.
APPLICANT’S RESPONSE TO
Opposer, OPPOSER’S MOTION TO
Vs, TO COMPEL DISCOVERY AND

MOTION FOR PROTECTIVE

ORDER

)
)
)
)
)  COMPEL AND CROSS MOTION
)
)
Michele Ballard Miller, )
)
)

Applicant.

APPLICANT’S RESPONSE TO OPPOSER’S MOTION TO COMPEL AND
APPLICANT’S CROSS MOTION TO COMPEL DISCOVERY;IMPLEMENT A
DISCOVERY PLAN AND MOTION FOR PROTECTIVE ORDER
Pursuant to Trademark Rule 2.120 (¢), (f) and (h), and the Federal Rules of Civil

Procedure 37, Applicant Michele Ballard Miller (“Applicant™), through her attorney of
record, responds to Opposer’s Motion To Compel Production of Documents and
Interrogatories served by Opposer Mitchell Miller, a professional corporation dba Miller
Law Group P.C, (*Opposer”) on January 21, 2010; and Applicant hereby files a cross
motion for an order 1) compelling Opposer to respond to Applicant’s Requests for
Admissions and to provide the witness Mitchell Miller to attend his noticed deposition
(Applicant will amend the notice for a date following the Boards’ ruling on this matter)
and to produce documents; 2) setting forth a rational discovery plan on narrowed issues

3) modifying terms of the standard protective order and 4) holding an oral hearing with

counsel to resolve these matters.
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L PROCEDURAL BACKGROUND OF THIS OPPOSITION

Applicant applied to register the mark MILLER LAW GROUP on December 4,
2007 with the U.S. Patent and Trademark Office (“USPTO”) (App. Ser, No. 77/343,411),
claiming use of the mark since August 31, 1998 for legal services. The USPTO approved
the application and published it for opposition on May 6, 2008.

Opposer filed its Opposition to Applicant’s mark on June 25, 2008. In response,
Applicant filed a Motion to Strike; Motion for More Definite Statement; and Motion for
Judgment on the Pleadings on July 16, 2008. On December 16, 2008, the Board granted
in part and denied in part Applicant’s motion and ordered Opposer to file an Amended
Opposition, which it filed with the Board on January 14, 2009 alleging various grounds
for opposing the mark, including fraud.

Opposer filed its first Motion for Judgment on the Pleadings and for Partial
Summary Judgment on March 11, 2009. The Board denied this motion by its Order dated
March 25, 2009. Opposer then filed a second Motion for Judgment on the Pleadings and
for Partial Summary Judgment on April 10, 2009. The Board denied this motion by its
Order dated August 6, 2009. On August 25, 2009 Opposer filed a Motion for
Reconsideration of the Board’s denial of the second Motion for Judgment on the
Pleadings and Motion for Summary Judgment and Motion for Suspension, This motion
is pending.

Opposer then served Applicant with its first sef of written discovery
(interrogatories, request for admissions and request for document production, see Exhibit
A to Declaration in Support of Response to Opposer’s Motion to Compel and Cross
Motion to Compel Discovery and Motion for Protective Order (*Decl.””)) on October 9,

2009 to which Applicant responded on November 13, 2009. Opposer served Applicant

Applicant’s Opposition to Opposer’s Motion to Compel and Cross Motion
Opposition No. 91184841 2
Ref: MILLER 1.1




with a second set of written discovery on December 7, 2009 (interrogatories, request for

admissions and request for document production, see Exhibit B to Decl). Opposer’s

second set of discovery requests were mostly duplicative of its first discovery requests.
Applicant answered Opposer’s second set of discovery on Januvary 12, 2010. See Exhibit
C to Decl. Opposer objected to Applicant’s discovery on January 13, 2010 and filed this
Motion to Compel on January 21, 2010.

IT. FACTS

This opposition reflects an apparent grudge held by an attorney named Mitchell
Miller who practices in Palo Alto, California, near San Francisco, where Applicant’s
main office is. Mr. Miller did business as “Miller & Fanwick”. Applicant learned in 2007
that he planned to do start to business as MILLER LAW GROUP, which Applicant has
done business under since 1998. Applicant protested this use on the grounds that two
MILLER LAW GROUP firms in the same geographic area would create confusion, Mr.
Miller declined to change his plans. He then opposed registration of Applicant’s MILLER
LAW GROUP mark.

As soon as Opposer served discovery, it became clear that Opposer wished to use
the rules of discovery to punish Applicant by requiring burdensome and overbroad
documents, and delving into Opposer’s financial affairs. Applicant belicves that this
Opposition can be disposed of if two issues are first resolved: 1) priority of use by
Applicant and 2) use of MILLER LAW GROUP as a mark. Applicant has asked Opposer
to limit initial discovery to these two issues, with a view toward a summary disposition.
Applicant has agreed to make Michele Miller, the namesake of Applicant, available for
deposition, and has also sought the deposition of Mr. Miller, the Opposer.
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Opposer has resisted the efforts to narrow discovery, has served duplicative sets of
discovery, has ignored the responsive answers to discovery that Applicant has served and
instead moved to compel, and finally has refused to tailor the protective order in the case
to protect the trade secret information of Applicant law firm,

Opposer first responds to the issues raised by Applicant’s motion to compel, and
then asks for its own affirmative relief with respect to discovery.

HI. ARGUMENT

Opposer moved the Board on January 21, 2010 for an order to compel responses
to its first sef of discovery claiming that Applicant failed to supply any documents to
Opposer in discovery. This is untrue: 10 days before Opposer filed its motion to compel
it had received Applicant’s responses and production of documents to Opposer’s second
set of discovery requests (which were for the most part duplicative, even verbatim copies
of its first set of discovery requests.)

Opposer has served a total of 137 requests for production of documents (38
production of document requests are attached to Opposer’s notice of deposition of

Michele Miller), 22 interrogatory requests and 23 requests for admissions in two different

sets of discovery demands. Opposer claims that Applicant “produced no documents”
(Motion to Compel, page 3 line 21). This is false, and it was false when Opposer wrote
it. The difficulty here is Opposer’s unabridged propensity for asking duplicative and
irrelevant questions. The challenge is how to respond to incoherent, redundant,
disorganized and irrelevant discovery demands with refevant answers and documents.
For example, Opposer’s First Requests for Production Request Nos. 1, 3, 4, 5, 8,
9,12, 14, 16, 21 are duplicated in Opposer’s Second Set of Requests for Production Nos.

7,10,12, 13,15, 16, 17, 18, 19, 20, 21. (See Exhibits A and B to Decl.) Applicant
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provided responsive answers to interrogatories, admissions and the production of a box
full of documents to Opposer on January 12, 2010. They are responsive and relevant to
Opposer’s first and second sets of discovery requests. [Applicant’s Responses to the
Second Set of Discovery Requests served on January 12, 2010 are attached as Exhibit C
to Decl.].

Furthermore, Opposer’s appears to be taking the scattershot approach to
discovery, file churning at every opportunity to produce prolific irrelevant discovery
demands. Even Opposer has difficulty explaining this disorganized effort in its motion to
compel. With the absence of clarity, Opposer had to resort to grouping certain
evidentiary concepts together and mixing interrogatories and document production
requests under broad subject matter headings instead of pinpointing and itemizing
specific relevant discovery issues.

Efforts by Applicant to Streamline Relevant Discovery

Opposer served Applicant with its first sef of written discovery on October 9,
2009. Applicant’s counsel telephoned Opposer’s counsel and proposed a streamlined
approach to discovery. The purpose was to limit initial discovery to two issues: 1) first
use of the MILLER LAW GROUP mark and 2) use of MILLER LAW GROUP as a
mark. Applicant included an offer to provide Michele Miller, for an early deposition
after an initial production of documents. Opposer rejected this proposal stating it was
premature.

Instead of cooperating with Applicant and assisting in a rational discovery
process, Opposer served yet another set of written discovery requests which simply
repeated many earlier requests. [Exhibit D to Decl. is Applicant’s communication to

Opposer regarding its intent to respond to the second set of discovery. ]
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Applicant’s Objections to Overbroad and Highly Confidential Financial

Information That Is Marginally Relevant

Opposer has consistently sought discovery of Applicant’s confidential financial
records. Applicant objects on the grounds 1) it is irrelevant to the issue of priority, and 2)
it is highly confidential and should not be shared with Opposer, who is itself a law firm
and could misuse the information. (Opposer’s counsel is an employee of Opposer’s law
firm). Applicant sought Opposer’s agreement to modify the standard protective order in
order to limit who could review the restricted material to outside counsel, Such limitation
is the rule, not the exception, in TTAB cases. Opposer resists this because it is handling
the prosecution of this opposition in-house, with its own lawyers, who are not entitled ,
any more than any other in-house lawyer would be, or any other business person would
be, to highly confidential information.

Applicant had originally sought the protective order modification in a letter dated
October 3, 2008 following a telephonic discovery conference held on September 4, 2008,
[See Exhibit E to Decl. which is an email from Applicant’s counsel to Opposer’s counsel
requesting the modification and attaching the prior request}. In a phone call on December
1, 2009 Opposer advised Applicant’s counsel that he would not stipulate to any protective
order modification. [See emails dated November 30, 2009 and December 1, 2009
attached as Exhibit F to Decl.].

The Contested Areas of Discovery

Opposer argues in its motion to compel that Applicant has not provided evidence
in 7 different substantive legal areas. Applicant responds to these arguments as follows:

a) Evidence of Applicant’s First Use. Applicant’s response to Opposer’s

Interrogatory No. 3 provides Opposer with its evidence of use of Applicant’s mark
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as it was submitted fo the Trademark Office. Furthermore, during a telephone
call on December 1, 2009 Applicant offered to provide Opposer with the
testimony of Michele B. Miller regarding the actual first use of Applicant’s mark.
Opposer rejected this offer. Opposer apparently believes that a specimen of the
actual first use must be produced, whereas Applicant offered its testimony of first
use. Nevertheless, Applicant produced documents on January 12, 2010
evidencing use of its mark. Opposer had these documents in its possession before
it filed its motion to compel claiming no documents were produced.

b) Acquired Distinctiveness. Applicant produced numerous documents spanning

use of its trademark MILLER LAW GROUP over a decade in response to
Opposer’s Request for Production No. 18 on January 12, 2010,

¢) Denial that Mark is Merely Descriptive. Applicant responded to Opposer’s

Request for Admission No. 13 with an absolute denial. Opposer didn’t like the
answer, so Opposer duplicates this request in Production No, 44. Applicant has
responded to the discovery requests. It is Opposer’s burden to prove its claim that
Applicant’s mark is descriptive; it cannot expect documents in support of this
allegation from Applicant who denies the claim and has no information on it.

d} Applicant Responded to Production of Document Requests Nos. 30-34, 37-44.

Opposer’s production of document requests relating to Opposer’s Requests for
Admission numbers 1,2, 3,4, 5,6, 7, 8,9, 10, 11, 12, 13 were answered. For
example, Opposer has asked Applicant to verify what existed on the internet on
September 17, 2009 at 4:17pm. Applicant has not kept a copy of what existed on
the internet at that time and stated so in its response. Similar requests and

answers follow in Admission numbers 2, 3, and again Applicant cannot produce
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what it does not have. Opposer’s Production of Document Requests Numbers 30-
34 again asks for these documents; again Applicant’s answer is the same. A
similar fishing expedition occurs in Opposer’s Second Set of Production of
Document Requests Nos. 5 - 6. However, Applicant produced a copy of the web
pages it submitted with its Trademark App. Ser. No. 77/343,411 which provides
Opposer with evidence of Applicant’s use of its Mark MILLER LAW GROUP
prior to Opposer’s adoption of its name. Opposer’s continuing insistence to
compel production of documents that Applicant does not have is just simply
harassment. Applicant is aware of the continuing obligation to supplement
discovery responses when it learns of new information or finds additional,
relevant documents it will, of course, supplement its discovery responses.

e) Applicant Responded to Production of Document Requests Nos. 1-27,

Opposer was aware at the time it drafted this language that Applicant had in fact
produced documents. Opposer’s document production demands seek the
production of things that simply do not exist. For example, there was no fraud in
the trademark application and there are no documents that evidence the lack of
fraud.

f) Applicant’ Responses to Opposer’s Interrogatories. Applicant has attached as

Exhibit C to Decl. its Responses to Opposer’s Second Set of Interrogatories.
Applicant believes that these are fully sufficient,

g) Opposer’s Interrogatory Nos. 1,2, 3, 11, 12. Applicant secks registration of its

mark MILLER LAW GROUP for legal services. Opposer is a law firm that offers
legal services to the public. Applicant provided answets to each of these

interrogatories; there is no mystery here. Furthermore, it is common knowledge
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that the general public consists of individuals who possess a wide spectrum of
sophistication and knowledge and Applicant need not speculate on this.

Iv. APPLICANT’S CROSS MOTION TO COMPEL TO DISCOVERY

Pursuant to Federal Rule of Civil Procedure 37 and Trademark Rule 2.120(e)}(1)
Applicant hereby moves for an order compelling a response to Applicant’s First Set of
Requests for Admissions and the attendance of the witness Opposer, Mitchell Miller, at
his deposition and the production of documents as noticed in the deposition,

Applicant bases this request on Opposer’s Objections to provide responses to
Applicant’s Requests for Admissions and failure to attend the noticed deposition of
Opposer, Mitchell Miller.

Opposer has refused to respond to discovery and refused to produce Mr. Miller on
the grounds that discovery was “premature.”

Applicant served Opposer with its First Set of Requests for Admission and
noticed the deposition of Opposer, Mitchell Miller, on December 10, 2009. The
deposition notice erroneously scheduled Opposer’s deposition for Sunday, January 10,
2010. On January 6, 2010 Applicant subsequently amended the notice of Deposition for
January 29, 2010. Opposer responded on January 13, 2010 objecting. [Applicant’s
Discovery Requests and Notice and Amended Notice of Depositions and Opposer’s
Objections are all attached as Exhibit G to Decl.].

During a meet and confer telephone call on January 22, 2010 [See communication
with Opposer attached as Exhibit H to Decl.] counsel for Applicant asked Opposer’s
counsel to explain what he meant by his objection that the discovery was premature.
Opposer’s counsel repetitively stated, “It is premature under Rule 26” refusing to provide

any further explanation and refusing to cooperate.
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If Opposer had offered the truthful explanation that Applicant had not filed its
Initial Disclosures instead of stonewalling , Applicant would have simply filed its Initial
Disclosures and conferred with Opposer on rescheduling the Opposer’s deposition. This
cross motion to compel could have been avoided. Unfortunately, given the extent of
Opposer’s propensity to game the system rather than acting cooperatively it is clear that
the Board’s assistance is necessary to complete the discovery process.

Opposer was aware that in October, 2009 Applicant’s first counsel of record
became gravely ill and took an immediate leave of absence. The undersigned counsel was
asked to take over her caseload. Applicant discovered that initial disclosures had not been
filed on January 27, 2010, and served its Initial Disclosures on Opposer the following
day. Therefore, all discovery is now properly served, and the deposition is properly
noticed. Applicant moves the Board to order Opposer to comply with discovery and make
Mr. Miller available.

As stated above, Applicant believes that this Opposition can be disposed of with a
summary disposition after discovery on two topics: 1) priority of use of the MILLER
LAW GROUP mark and 2) use as a trademark of MILLER LAW GROUP. Applicant has
asked Opposer to conduct discovery in two phases: initial discovery on these issues, and
further discovery on other issues, if necessary. Opposer has refused and indeed discussion
on this topic has been foreclosed by Opposer’s in-house counsel. Applicant therefore asks
for an oral hearing with the presence of the Interlocutory Attorney and an order of the
Board setting forth a discovery plan that will limit the issues initially to these two, with
follow-up, as necessary.

Opposer seeks to personally view, himself or through his in-house law associate,

the confidential documents of Applicant. Applicant moves the Board to modify the
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protective order in this matter to limit who may view Applicant’s confidential responses
and documents to outside counsel, as is usual.

Applicant requests an oral hearing on Opposer’s motion and Applicant’s cross
motion to compel discovery. Applicant believes the TTAR’s Interlocutory Attorney can
assist the parties in setting rational parameters on the scope of discovery.

V. CONCLUSION

Based on the pleadings, these papers and the Trademark Rules of Practice,

Applicant respectfully requests that Opposer’s Motion to Compel be denied and

Applicant’s Cross Motion to Compel Discovery be granted,

Respectfully submitted,

HIARING £SMITH

Dated: February(_é: 2010 ' By:

. Smith, 8sq.
Anne Hiaring Hocking, Esq.
Kristin Newman de la Vega, Esq.
Hiaring + Smith, LLP
101 Lucas Valley Road, Suite 300
San Rafael, CA 94903
Tel: (415) 457-2040
Fax: (415) 457-2822

Email: inioiphiarneloy o

Attorneys for Applicant
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CERTIFICATE OF SERVICE BY MAIL

This is to certify that one copy of the foregoing Applicant’s Opposition to
Opposer’s Motion to Compel and Cross Motion to Compel was mailed by first class
mail, postage prepaid, to Opposer:

Nick Heimlich, Esq.

Miller Law Group

260 Sheridan Avenue, Suite 208
Palo Alto, CA 94306

Tel: (650) 566-2290

Fax: (650) 566-2298

Email: nheimlich@millerlg.com

Opposer

Dated: /,é(_/) : / d/ » ){fd\ /

Signed: / -

Opp No. 91184841

Proof of Service




