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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mitchell Miller, a Professional Corporation Opposition No. 91184841
dba MILLER LAW GROUP P.C.
APPLICANT’S OPPOSITION TO
OPPOSER’S MOTION FOR
RECONSIDERATION ON
BOARD’S RULING ON
OPPOSER’S MOTION FOR
JUDGMENT ON THE
PLEADINGS AND MOTION FOR
PARTIAL SUMMARY

JUDGMENT

Opposer,
VS.
Michele Ballard Miller,

Applicant.

APPLICANT’S OPPOSITION TO OPPOSER’S MOTION FOR RECONSIDERATION

Pursuant to Trademark Rule 2.127, and the Federal Rules of Civil Procedure, Applicant
Michele Ballard Miller (“Applicant”), through her attorney of record, opposes this Motion for
Reconsideration of the Board’s August 6, 2009 Ruling on Opposer’s Motion for Judgment on the
Pleadings and Motion for Partial Summary Judgment (“Motion for Reconsideration Motion™)
brought by Opposer Mitchell Miller, a professional corporation dba Miller Law Group P.C.
(“Opposer™) on August 21, 2009,

Applicant’s Opposition is timely filed per Trademark Rule 2.127(b) and 2.119(c) as the
Reconsideration Motion was served by mail on August 21, 2009.!
I BACKGROUND

On August 6, 2009, the Board issued its Ruling Denying Opposer’s Motion for Judgment
on the Pleadings and Summary Judgment (“Ruling”) on Opposer’s alleged fraud claim that

Applicant fraudulently stated in her application that she had the exclusive right to use the

' The proof of service for the Reconsideration Motion indicates that Opposer served Applicant by mail and email.
Applicant never agreed to accept service by email per Trademark Rule 2.119(b)(6).
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MILLER LAW GROUP mark when Applicant knew of other uses of the same or confusingly
similar mark. (“Motion”). See Ruling, p.5.

Opposer, not satisfied with the Board’s Ruling, filed this Reconsideration Motion
asserting that the Board erred in its Ruling as it did not apply the “correct legal standard”.
Reconsideration Motion, p.1:24-25. Applicant opposes this Reconsideration Motion.

IL ARGUMENT

Opposer’s Reconsideration Motion requests that the Board reconsider two issues: 1) the
admissibility of evidence under Trademark Rule 2.122 and 2) the legal standard applicable to a
fraud claim.

A, Admissibility of “Exhibit A”, the Google Search Results.

Opposer is adamant that the Board should have considered Applicant’s Exhibit A
attached to the Answer as part of the record in reviewing the Motion as one for Judgment on the
Pleadings under Trademark Rule 2.122. However, Applicant is perplexed by Opposer’s
argument because regardless of the Board’s characterization of Opposer’s Motion as either one
for Judgment on the Pleadings or one for Partial Summary Judgment, the Board considered the
Google search results attached as Exhibit A to Applicant’s Answer in reaching its decision. See
Ruling, pp. 2-3 (“we will consider the letter and attached search results in connection with
opposer’s alternative motion for summary judgment”).

Essentially a motion for summary judgment and a motion for judgment on the pleadings
require the same decision to be reached by the Board: that the moving party is entitled to
judgment as a matter of law whether by demonstrating undisputed facts as established by the
pleadings or by establishing no genuine issue of material facts, See Fed. R. Civ. P. 12(c),
56(c)(2); Land O' Lakes Inc. v. Hugunin, 88 USPQ2d 1957, 1958 (TTAB 2008); Baroid Drilling

Fluids, Inc. v. Sun Drilling Products, 24 USPQ2d 1048 (TTAB 1992); TBMP §§504.02 and
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528.01 (2d ed. rev. 2004). Applicant respectfully states that the Board’s Ruling would not have
differed had the Board considered Opposer’s Motion as one for Judgment on the Pleadings as
opposed to one for Partial Summary Judgment for the reasons discussed below.

B. Standard of Fraud in the Oath Declaration.

Opposer also argues that the Board incorrectly applied the fraud standard articulated in
Intellimedia Sport Inc. v. Intellemedia Corp., 43 USPQ 2d 1203 (TTAB 1997). Opposer argues
that because the instant case is factually distinguishable from /ntellimedia, that case does not
apply. According to Opposer, the Intellimedia case is distinguishable because it concerned a
registrant that did not know about the petitioner’s prior use of a mark whereas in this case,
Applicant knew of Opposer’s use of the mark and other users as established by the Google search
results.

Opposer’s argument highlights Opposer’s failure to grasp one of the requirements in
establishing a claim of fraud based on the applicant’s oath declaration: it is not whether a party

knows of a prior user but whether that party knows of a prior user with rights to superior to that

of its own such that the party could not have held a good faith belief in its right to use the mark.

See Hornby v. TJX Companies, Inc., 87 USPQ2d 1411, 1423 (TTAB 2008); Maids to Order of
Ohio Inc. v. Maid-to-Order Inc., 78 USPQ2d 1899, 1908 (TTAB 2006); Intfellimedia Sports Inc.
v. Intellimedia Corp., 43 USPQ2d 1203, 1207 (TTAB 1997); Woodstock’s Enterprises Inc.
(California) v. Woodstock’s Enterprises Inc. (Oregon), 43 USPQ2d 1440, 1444 (TTAB 1997); S
“McCarthy on Trademarks and Unfair Competition” (“McCarthy™) (4th ed. March 2006) §
31:75-77,

As the Board correctly held, Opposer’s “evidence™ falls woefully short in establishing
that Applicant knew that there were other users of the service mark MILLER LAW GROUP with

legal rights superior to that of Applicant when the application was filed. See Ruling, p.4.
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The Board correctly applied the law concerning this type of fraud claim to the facts before

it. The Board’s Ruling should stand and Opposer’s Reconsideration Motion be denied.

III. CONCLUSION
For the reasons set forth above and as reasoned by the Board in its August 6, 2009

Ruling, Applicant respectfully requests that Opposer’s Reconsideration Motion be denied.

Respectfully submitted,
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Kristin Newman de lg" Vega, Esqg.
Law Office of Anne Hiaring
711 Grand Avenue,
San Rafael, CA 94901
Tel: (415) 457-2040

Fax: (415) 457-2822
Email: info@hiaringlaw.com

LAW O I% (0]

Dated: August 31, 2009 By:

Attorneys for Applicant
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CERTIFICATE OF SERVICE BY MAIL

This is to certify that one copy of the foregoing APPLICANT’S OPPOSITION
TO OPPOSER’S MOTION FOR RECONSIDERATION ON BOARD’S RULING
ON OPPOSER’S MOTION FOR JUDGMENT ON THE PLEADINGS AND
MOTION FOR PARTIAL SUMMARY JUDGMENT was mailed by first class mail,
postage prepaid, to Opposer:

Nick Heimlich, Esq.

Miller Law Group

260 Sheridan Avenue, Suite 208
Palo Alto, CA 94306

Tel: (650) 566-2290

Fax: (650) 566-2298

Email: nheimlich@millerlg.com

Opposer

Signed: Kristin N. de la Vega

Dated: g///é'f/ﬁﬁ Wf

Opp No. 91184841
Proof of Service



