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In re Application Serial No. : 77343411

For the Mark : MILLER LAW GROUP
Filed : December 4, 2007
Published on : May 6, 2008

Nick Heimlich (CA State Bar No. 233232)
MILLER LAW GROUP, P.C.

260 Sheridan Avenue, Suite 208

Palo Alto, CA 94306

Telephone: (650) 566-2290
Facsimile: (650) 566-2298

Email: nheimlich{@millerlg.com

Attorney for Opposer

IN THE UNITED STATES PATENT AND TRADEMARK
OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MITCHELL MILLER, A PROFESSIONAL | OPPOSITION NUMBER 91184841

CORPORATION, a California Professional
Corporation, dba MILLER LAW GROUP, MOTION FOR RECONSIDERATION ON

P.C, BOARD’S RULING ON OPPOSER’S MOTION
FOR JUDGMENT ON THE PLEADINGS AND
Opposer, MOTION FOR PARTIAL SUMMARY
V. JUDGMENT

MICHELE BALLARD MILLER, an
individual, dba MILLER LAW GROUP,
Applicant.

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
MOTION FOR RECONSIDERATION

I ARGUMENT

a. SUMMARY OF BOARD’S RULING

Based on the application of the wrong legal standard as it relates to the admissibility of

evidence and a distinguishable case from the case before the Board for evaluating fraud in a
trademark case, the Board denied Opposer’s motion for judgment on the pleadings and Opposer’s
motion for summary judgment. Opposer brings this motion for reconsideration to have the correct

legal standards applied to Opposer’s Motions.

First, the Board ruled that, “[bJecause exhibits to pleadings are not part of the record, and
opposer’s motion relies on the letter submitted as an exhibit to the answer, we cannot treat the

motion as one for judgment on the pleadings.” (Board Ruling, p. 2, third paragraph). The Board did
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not cite any legal authority for this proposition. Further, there is no legal basis for the Board
decision, as the Board incorrectly summarized Trademark Rule 2.122, the relevant rule regarding
using Exhibits in a motion for judgment on the pleadings. Trademark Rule 2,122, only prevents a
party from using its own Exhibits for its own motion. The rule does not limit the consideration of
the opposing party’s exhibits nor does the rule make the broad sweeping declaration that exhibits
are not part of the record,” (/bid.} as the Board contends. As such, the Board is mistaken. The
Board’s mistake of law was the basis for the Board not considering Opposer’s motion for judgment
on the pleadings. Opposer therefore, asks the Board to consider the opposing party’s exhibit and to

rule upon Opposer’s motion for judgment on the pleadings.

Second, the Board cited Intellimedia Sport Inc. v. Intellimedia Corp., 43 USPQ2d 1203, 1206
(TTAB 1997), for the standard of fraud in evaluating Opposer’s Motion for Summary Judgment.
However, the Intellimedia case is distinguishable because in that case the trademark registrant did

not know of other users of the mark at the time of signing the trademark application. Here,

Applicant did know of other users of the mark as proven by her own exhibits. Accordingly, the

Board should apply the standard in the case, Bart Schwartz International Textiles, Ltd. v. Federal

Trade Com., 48 C.C.P.A. 933 (C.C.P.A. 1961) in this Opposition proceeding.

B. STANDARD FOR MOTION FOR RECONSIDERATION

Pursuant to 37 CFR 2.127(b), Opposer makes a motion for reconsideration of the Board’s
interim ruling denying Opposer’s Motion for Judgment on the Pleadings and Motion for Summary
Judgment dated August 6, 2009. A motion for reconsideration is based upon the premise that
“pased on the facts before it and the prevailing authorities, the Board erred in reaching the order it
issued.” 37 CFR 2.129 (c). Here, the Board refused to consider Opposer’s Motion for Judgment on
the Pleadings because the Board found that the opposing party’s exhibits are not part of the record.
However, as set forth above, Trademark Rule 2.122 only limits the consideration of the moving
party’s own exhibits. The Board cited no legal authority for its position that, counter to the plain

reading of Trademark Rule 2.122, exhibits in the opposing party’s pleading do not form part of the
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record. Opposer therefore requests that the Board reconsider Opposer’s Motion for Judgment on

the Pleadings.

Additionally, the Intellimedia case is distinguishable because in that case, the applicant did not

know of the other users of the mark at the time of the application. The correct standard to apply is

the one stated in Bart Schwartz International Textiles. Ltd. v. Federal Trade Com., 48 C.C.P.A. 933
(C.C.P.A. 1961) as follows: “The obligation which the Lanham Act imposes on an applicant is that
he will not make knowingly inaccurate or knowingly misleading statements in the verified

declaration forming a part of the application for registration.”

Applicant violated the standard in Bart when Applicant knowingly made misleading
statements in the verified declaration. Exhibit A to Applicant’s answer, which is admissible
pursuant to Trademark Rule 2.122 proves Applicant’s knowledge of other users of the mark even
though Applicant declared, under penalty of perjury, that she had no knowledge of other users of

her mark. Therefore, Opposer requests that the Board reconsider Opposer’s Motion for Summary

Judgment.

Respectfully submitted,
Dated: S , 2009 MILLER LAW GROUP, P.C.
Attorney for Opposer

Nick Heimlich ’
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In re Application Serial No. :77343411

For the Mark : MILLER LAW GROUP
Filed : December 4, 2007
Published in the Trademark

Official Gazette on : May 6, 2008

Nick Heimlich (CA State Bar No. 233232)
MILLER LAW GROUP, P.C.

260 Sheridan Avenue, Suite 208

Palo Alto, CA 94306

Telephone:  (650) 566-2290
Facsimile: (650) 566-2298

Email: nheimlich@millerlg.com

Attorney for
MITCHELL MILLER, A PROFESSIONAL CORPORATION,
a California Professional Corporation, dba MILLER LAW GROUP, P.C.

Opposer

IN THE UNITED STATES PATENT AND TRADEMARK
OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MITCHELL MILLER, A OPPOSITION NUMBER 91184841
PROFESSIONAL CORPORATION, a
California Professional Corporation, dba | POINTS AND AUTHORITIES IN

MILLER LAW GROUP, P.C., SUPPORT OF AND
MOTION FOR SUSPENSION PENDING

Opposer, DECISION ON MOTION FOR
JUDGMENT ON THE PLEADINGS
v. AND/OR MOTION FOR PARTIAL
SUMMARY JUDGMENT
MICHELE BALLARD MILLER, an
individual, dba MILLER LAW GROUP,

Applicant.

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

MOTION FOR SUSPENSION AND POINTS AND AUTHORITIES

Filed concurrently with, or shortly before or thereafter to this Motion for
Suspension of TTAB proceedings is a motion to reconsider Opposer’s Motion for

Judgment on the Pleadings and Motion for Summary Judgment. Per Trademark Rule

1
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2.127(d) (37 CFR 2.127(d), the TTAB will suspend the proceedings pending the decision
on the motion. Given, that the motion for reconsideration affects a Motion for Judgment on
the pleadings and may resolve many of the issues in this proceeding, it is in the interests of
judicial economy that all time periods set forth in the TTAB scheduling Order including

discovery periods, case management requirements, and testimony periods be put on hold
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immediately and thereafter reset after a decision on the motion.

Dated: A‘\L}ﬁ{u?}';/ , 2009

By:

Respectfully submitted,

MILLER LAW GROUP, P.C.
Attorney for Opposer

Nick Heimlich -
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In re Application Serial No. : 77343411

For the Mark : MILLER LAW GROUP
Filed : December 4, 2007
Published in the Trademark

Official Gazette on : May 6, 2008

Nick Heimlich (State Bar No. 233232)
MILLER LAW GROUP, P.C.

260 Sheridan Avenue, Suite 208

Palo Alto, CA 94306

Telephone:  (650) 566-2290
Facsimile: (650) 566-2298

Email: nheimlich@millerlg.com

MITCHELL MILLER, A PROFESSIONAL CORPORATION,
a California Professional Corporation, dba MILLER LAW GROUP, P.C.

Opposer
IN THE UNITED STATES PATENT AND TRADEMARK

OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MITCHELL MILLER, A OPPOSITION NUMBER 91184841

PROFESSIONAL CORPORATION, a

California Professional Corporation, dba

MILLER LAW GROUP, P.C,,
PROOF OF SERVICE:

MOTION FOR SUSPENSION, MOTION
FOR JUDGMENT ON THE PLEADINGS,
MOTION FOR SUMMARY JUDGMENT

Opposer,

V.

MICHELE BALLARD MILLER, an
individual, dba MILLER LAW GROUP,

Applicant.

i
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Proof of Service - MOTION FOR SUSPENSION, MOTION RECONSIDERATION OF MOTION FOR
JUDGMENT ON THE PLEADINGS, MOTION FOR SUMMARY JUDGMENT
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MITCHELL MILLER, A PROF. CORP. OPPOSITION NUMBER 91184841

V. MICHELE BALLARD MILLER

PROOF OF SERVICE BY EXPRESS MAIL, FAX, EMAIL
Fed. R. Civ. P. 5(b)

I declare under penalty of perjury under the laws of the State of California, and the United
States that I am over the age of eighteen (18) years, and am not a party to the above-referenced
action. My business address is 260 Sheridan Ave. Suite 208, Palo Alto, CA 94306, and my telephone
number is (650) 566-2290.

On this date, I served the following documents:

1. MOTION FOR SUSPENSION PENDING MOTION TO RECONSIDER
OPPOSER’S MOTION FOR JUDGMENT ON THE PLEADINGS AND MOTION
FOR PARTIAL SUMMARY JUDGMENT,

2. MOTION FOR RECONSIDERATION OF MOTION FOR JUDGMENT ON THE
PLEADINGS AND MOTION FOR PARTIAL SUMMARY JUDGMENT.

on the parties or person(s) in this matter by placing a true and correct copy thereof in a sealed
envelope, by service as specified below, originating in Palo Alto, CA,-addressed as follows:

Anne Hiaring

Law Office of Anne Hiaring

711 Grand Ave Ste 260

San Rafael, CA 94901-3511

Email: info@hiaringlaw.com, kristin@hiaringlaw.com
Tel: 415-457-2040

Fax: 415-457-2822

SENT VIA:

{X] U.S. Mail First Class

[ 1Facsimile

[ ] Express Mail (US POSTAL SERVICE) POST OFFICE TO ADDRESSEE
[X] Email.

Executed in Palo Alto, California on 4 v CI U 7’L .-l / , 2009

444/1//

Nick Heimlich

Proof of Service - MOTION FOR SUSPENSION, MOTION RECONSIDERATION OF MOTION FOR
JUDGMENT ON THE PLEADINGS, MOTION FOR SUMMARY JUDGMENT




