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By the Board: 

 
 This case comes up on opposer’s motion, filed April 10, 

2009, for “judgment on the pleadings and summary judgment” 

on the pleaded claim of fraud.1  Specifically, opposer 

alleges that there is no genuine issue of fact that 

applicant knowingly made false and material statements to 

the Office when asserting her exclusive right to use the  

                                                 
1 In addition to the claim of fraud, opposer has opposed the 
registration of applicant’s mark on the grounds that the mark is 
primarily merely a surname, generic, merely descriptive, merely a 
trade name, and that applicant’s application is void because 
applicant was not the owner of the mark when the application was 
filed. 
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mark MILLER LAW GROUP, and that applicant’s answer admits 

applicant’s knowledge of other users of the mark prior to 

her application filing date. 

 The relevant paragraph of the amended notice of 

opposition on which opposer bases its motion states:  

37.  On or about December 13, 2007, 
Applicant’s Attorney, Ms. Hiaring, sent 
a letter regarding the Alleged Mark to 
Opposer’s Office, claiming Opposer could 
not use Opposer’s Name.  This letter 
indicates that Applicant had notice of 
Other Users similar to Opposer and thus 
Applicant committed fraud on the 
Trademark Office by failing to disclose 
such conflicting uses of Applicant’s 
Alleged Mark. 

 

Applicant’s answer to this paragraph states: 

Applicant denies the allegations 
contained in Paragraph 37 except that 
Applicant admits that she sent a letter 
dated December 13, 2007 to Opposer 
through her attorney of record, Anne 
Hiaring Hocking, Esq., objecting to 
Opposer’s use of the identical mark.  A 
true and correct copy of the December 
13, 2007 letter is attached as Exhibit 
A. 
 

 Because exhibits to pleadings are not part of the 

record, and opposer’s motion relies on the letter submitted 

as an exhibit to the answer, we cannot treat the motion as 

one for judgment on the pleadings.  However, because 

applicant admitted that her attorney sent the letter, and 

because it is available for the Board’s consideration, we 

will consider the letter and attached search results in 
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connection with opposer’s alternative motion for summary 

judgment. 

 A party moving for summary judgment has the burden of 

establishing the absence of any genuine issues of material 

fact and that it is entitled to judgment as a matter of law.  

See Fed. R. Civ. P. 56(c).  A genuine issue with respect to 

a material fact exists if sufficient evidence is presented 

that a reasonable fact finder could decide the question in 

favor of the non-moving party.  See Opryland USA Inc. v. 

Great American Music Show, Inc., 970 F.2d 847, 23 USPQ2d 

1471 (Fed. Cir. 1992).  Thus, all doubts as to whether any 

factual issues are genuinely in dispute must be resolved 

against the moving party and all inferences must be viewed 

in the light most favorable to the non-moving party.  See 

Olde Tyme Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 

USPQ2d 1542 (Fed. Cir. 1992). 

 Opposer’s fraud claim is based on the assertion that 

applicant’s declaration in her application was executed 

fraudulently in that she knew of others’ uses of the same or 

a confusingly similar mark at the time the declaration was 

signed.  In order to establish such a claim, opposer must 

show that there is no genuine issue that: (1) there was 

another use [or other uses] of the same or a confusingly 

similar mark at the time the oath was signed; (2) the other 

user[s] had legal rights superior to applicant's rights; (3) 
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applicant knew that the other user[s] had rights in the mark 

superior to applicant's, and either believed that a 

likelihood of confusion would result from applicant's use of 

her mark or had no reasonable basis for believing otherwise; 

and (4) applicant, in failing to disclose these facts to the 

Patent and Trademark Office, intended to procure a 

registration to which applicant was not entitled.  See 

Intellimedia Sport Inc. v. Intellimedia Corp., 43 USPQ2d 

1203, 1206 (TTAB 1997).   

 Here, as noted, opposer’s motion is based on the fact 

that applicant sent a letter on December 13, 2007 with an 

attachment described as “a Google search”.  The letter 

itself does not directly refer to third parties that have 

superior rights in the mark MILLER LAW GROUP.  The search 

summary and the letter do not establish that there is no 

genuine issue of material fact that applicant knew that any 

other entities had rights superior to those of applicant to 

use the mark MILLER LAW GROUP, or a confusingly similar 

mark, either at the time she signed the declaration in her 

application or thereafter.  In particular, the limited 

wording surrounding the search term in the Google search 

results is insufficient to establish that each occurrence of 

the term MILLER LAW GROUP was a trademark use or that, if 

they were trademark uses, that the other users of the term 

had legal rights superior to applicant’s rights.  “The 
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application oath is … phrased in terms of a subjective 

belief, thereby making it extremely difficult to prove fraud 

so long as the signer has an honestly held, good faith 

belief.”  Woodstock's Enterprises Inc. (California) v. 

Woodstock's Enterprises Inc. (Oregon), 43 USPQ2d 1440, 1444 

(TTAB 1997).  See also Maids to Order of Ohio Inc. v. Maid-

to-Order Inc., 78 USPQ2d 1899, 1907 (TTAB 2006)(“[A] 

trademark applicant has no duty to investigate potential 

conflicting uses that might be found through a trademark 

search, and therefore there is no duty to investigate 

specific information such as when a third party may have 

started using a mark.”). 

 Here, after careful consideration of all evidence and 

arguments, the Board finds that opposer has failed to carry 

its burden of establishing the absence of a genuine issue of 

material fact as to any element of the pleaded fraud claim, 

and therefore it has failed to demonstrate that it is 

entitled to judgment as a matter of law.  In view thereof, 

opposer's motion for summary judgment is denied.  

     Dates are reset as follows: 
 
Expert Disclosures Due 11/11/09 
Discovery Closes 12/11/09 
Plaintiff's Pretrial 
Disclosures 1/25/10 
Plaintiff's 30-day Trial Period 
Ends 3/11/10 
Defendant's Pretrial 
Disclosures 3/26/10 
Defendant's 30-day Trial Period 5/10/10 
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Ends 
Plaintiff's Rebuttal 
Disclosures 5/25/10 
Plaintiff's 15-day Rebuttal 
Period Ends 6/24/10 

 
 In each instance, a copy of the transcript of 

testimony, together with copies of documentary exhibits, 

must be served on the adverse party within thirty days after 

completion of the taking of testimony.  Trademark Rule 

2.l25. 

 Briefs shall be filed in accordance with Trademark 

Rules 2.128(a) and (b).  An oral hearing will be set only 

upon request filed as provided by Trademark Rule 2.l29. 

*** 


