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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mitchell Miller, a Professional Corporation )  Opposition No. 91184841
dba MILLER LAW GROUP P.C. )
) OPPOSITION TO OPPOSER’S
Opposer, ) MOTION FOR JUDGMENT ON
: )  THE PLEADINGS AND MOTION
Vs. )  FORPARTIAL SUMMARY
) JUDGMENT
Michele Ballard Miller, )
)
Applicant. )

OPPOSITION TO OPPOSER’S MOTION FOR JUDGMENT ON THE
PLEADINGS AND MOTION FOR PARTIAL SUMMARY JUDGMENT

Pursuant to Trademark Rule 2.127, and the Federal Rules of Civil Procedure,
Applicant Michele Ballard Miller (“Applicant™), through her attorney of record, opposes
this Motion for Judgment on the Pleadings and Motion for Partial Summary Judgment
brought by Opposer Mitchell Miller, a professional corporation dba Miller Law Group
P.C. (“Opposer™)

I FACTtJAL BACKGROUND

| Applicant applied to register the mark MILLER LAW GROUP on December 4,
2007 with the U.S. Patent and Trademark Office (“USPTO”) (App. Ser. No. 77/343,411),
claiming use of the mark since August 31, 1998. The USPTO approved the application
and published it for opposition on May 6, 2008.

Opposer filed its Opposition to Applicant’s mark on June 25, 2008. In response,
Applicant filed a Motion to Strike; Motion for More Definite Statement; and Motion for
Judgment on the Pleadings on July 16, 2008. On December 16, 2008, the Board granted

in part and denied in patrt Applicant’s motion and ordered Opposer to file an Amended
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Opposition, which it filed with the Board on January 14, 2009 alleging various grounds
for opposing the mark, including fraud.

Applicant filed her answer to the Amended Opposition on February 13, 2009,
Applicant attached as Exhibit A her counsel’s December 13, 2007 cease and desist letter
to Opposer advising of Applicant’s superior rights to the MILLER LAW GROUP mark.
1L ARGUMENT

Opposer moves this Board for judgment on the pleadings or in the alternative
partial summary judgment on the ground that Applicant committed frand when she filed
her application to register the MILLER LAW GROUP mark. See Count VI fo Amended
Opposition, pp. 6-8; Opposer’s Points and Authorities in Support of and Motion for
Judgment on the Pleadings and Motion for Partial Summary Judgment (Opposer’s
Motions™). |

Specifically, Opposer argues that Applicant was aware of prior use in the United
States of the MILLER LAW GROUP mark by third-parties, as evidenced by a Google
search engine report which accompanied the December 13, 2007 cease and desist letter.
Those Google searph results reveal the existence of Applicant’s MILLER LAW GROUP,
the existence of Opposer’s prior name, MILLER & FANWICK, newly re-named
MILLER LAW GROUP, and two other MILLER LAW GROUPS in remote geographical
locations. These Google search results, Opposer argues, prove that Applicant lied when
she stated in her application to register that: “no other person...has the right to use the
mark in commerce” and that therefore Applicant committed fraud. See Opposer’s
Motions, pp. 1-2.

Applicant did not lie when she stated under oath, to the best of her knowledge,

that “no other person...has the right to use the mark in commerce”, and denies that this
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allegation constitutes fraud. This is because knowledge Qf the existence of other users
does not equate with a belief that such users have rights at all, much less rights superior to
Applicant. Indeed, Applicant sent Opposer a cease and desist letter because Opposer
changed its name from MILLER & FANWICK to MILLER LAW GROUP many, many
vears gffer Applicant had been doing business as MILLER LAW GROUP. The mere
existence of Opposer’s listing as MILLER LAW GROUP in these results hardly
establishes that Applicant believed this entity or any others had prior rights. Applicant
has built up a substantial business as MILLER LAW GROUP since 1998 - over more
than ten years. Therefore Applicant did not lie, and did not commit fraud when she stated
that, to the best of her knowledge “no other person...has the right to use the [MILLER
LAW GROUP] mark in commerce”

The Board’s opinions on similar facts are consistent with this conclusion. For

example, in Homby v, TJIX Companies, Inc., opposer, the actress Twiggy, alleged that the

applicant made a false statement when it claimed it, not Twiggy, had the right to use the

mark TWIGGY. Homby v. TIX Companies, Inc., 87 USPQ 2d 1411 (TTAB 2008). No

facts supported the conclusion that the applicant knew of Twiggy or knew of any
trademark rights in TWIGGY. Id. at 1423. In particular, Twiggy had stopped making
trademark use of TWIGGY in 1970. Id. Furthermore the Board held that “[no]
cases...have held that the language in the declaration of the application requires an
applicant to reveal third-party use other than trademark use....”. 1d.

In Maid to Order of Ohio Inc. v. Maid-to-Order, Inc., the Board observed that:

“‘ItJhe oath is phrased in terms of a subjective belief, such that it is difficult, if not
impossible, to prove objective falsity and fraud so long as the affiant or declarant has an

honestly held, good faith belief.”” Maid to Order of Ohio Inc. v. Maid-to-Order, Inc., 78
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USPQ 2d 1899, 1908 (TTAB 2006), citing 5 “McCarthy on Trademarks and Unfair

Competition” (“McCarthy™) (4th ed. March 2006} § 31:76 (emphasis in original). The

Board went on to observe its rule that:

‘if the other person’s rights in the mark, vis-&-vis the applicant’s rights are
not known by applicant to be superior or clearly established, e.g. by court
decrees or prior agreement of the parties, then the applicant has a
reasonable basis for believing that no one else has the right to use the mark

- in commerce, and that applicant’s averment of that reasonable belief in its
application declaration or oath is not fraudulent.’

Id., citing Intellimedia Sports Inc. v. Intellimedia Corp., 43 USPQ 2d 1203 (TTAB 1997)

(“Intellimedia™); American Security Bank v. American Security and Trust Company, 571

F.2d 564, 197 USPQ 65, 67 (CCPA 1978) (the statute “require[s] the statement of beliefs
about exclusive rights, not their actual possession. Appellant has produced no evidence

impugning appellee’s beliefs.”) (emphasis in original) [bank had used AMERICAN

SECURITY BANK for decades].

In Maid to Order, the facts showed that applicant had in fact a good faith belief
that another user had not used MAID TO ORDER in interstate commerce, and no fraud
was found.

In Woodstock’s Enterprises Inc. {California) v. Woodstock’s Enterprises, Inc.

(Oregon), allegations were made that the Oregon-based applicant who operated
WOODSTOCK’S restaurants committed fraud by stating it had rights to register when
there were other WOODSTOCKS restaurants known to it in California. Woodstock’s

Enterprises Inc. (California) v. Woodstock’s Enterprises, Inc. (Oregon), 43 USPQ 2d

1440 (TTAB 1997). In fact, however, applicant believed that it had superior rights to the
California operations. The Board noted that “/applicant], as the senior user, and in the

absence of a court holding or a concurrent use proceeding, is entitled to an unrestricted
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federal registration in spite of the existence of junior users who might have common law

rights of use in California.” 1d. at 1444—_1445 (emphasis added); accord, Intellimedia;
McCarthy, §§ 31:75-31:77.

A. Standard for Motion for Judgment on the Pleadings or in the Alternative
Motion for Partial Summary Judgment

The Board should only grant a Motion for Judgment on the Pleadings under the
Federal Rule of Civil Procedure 12(c) if the moving party clearly establishes that there is
no general issue of material fact to be resolved and that the moving party 1s entifled to
judgment as a matter of law. Baroid Drilling Fluids Inv. v. Sun Drilling Products, 24
USPQ 2d 1048; 1049 (TTAB 1982).

“For purposes of the motion, all well-pleaded factual allegations of the
nonmoving party are assumed to be true and the inferences drawn therefrom are to be
viewed in a light most favorable to the nonmoving party. Id.

The Board may also construe Opposer’s Motion for Judgment on the Pleadings as
a Motion for Partial Summary Judgment if it believes the Google search engine result list,
which was attached as part of Exhibit A to Applicant’s Answer, is outside the scope of

the pleadings but admissible evidence. Wellcom Foundation 1.td. v. Merck & Co., 46

USPQ 2d 1478, n.2 (TTAB 1998); DAK Industries Inc. v. Daiichi Kiosho Co., 35 USPQ

2d 1434, 1436 (TTAB 1995).

Assuming Opposer’s Count VI allegation of fraud based on the declarant oath in
the application is true, which Applicant denies, Opposer has not established that it is
entitled to judgment as a matter of law as to its fraud count whether by its Motion for

Judgment on the Pleadings or by Partial Summary Judgment.
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B. Proving Fraud Is A Heavy Burden

Fraud in obtaining a trademark registration “occurs when an applicant knowingly
makes false, material representations of fact in connection with his application.” Torres

v, Cantine Torresella S.r.L., 808 F.2d 46, 1 USPQ 2d 1483, 1484 (Fed. Cir. 1986);

McCarthy, supra, § 31:59-77.
It is well settled that Opposer bears a “heavy burden of proof” in establishing

fraud in procurement of a registration. See Woodstock’s, supra, 43 USPQ 2d at 1443;

McCarthy, supra, § 31:68.

C. Opposer Fails As a Matter of Law to Establish That Applicant Lacked
Good Faith Belief That No One Else Had the Right to Use the Mark at
the Time of Filing the Application to Register the MILLER LAW
GROUP Mark - :

As sole evidence of “fraud”, Opposer relies upon the Google search results
described above. These results are not proof that any third party has rights to the
MILLER LAW GROUP mark superior to those of Applicant, particularly Opposer. The
results of the Google search'do not contradict Applicant’s good faith belief that no one
else had the superior legal right to use the mark. These results are not evidence of senior
trademark use, or trademark use at all. Hornby, 87 USPQ 2d at 1423; Maid to Order, 78
USPQ 2d at 1908; Woodstock’s, 43 USPQ 2d 1443-1445.

Applicant had no duty to make known these entities because she believed, in good

faith, herself to be the senior user of the mark. See Airport Canteen Services, Inc. v.

Farmer’s Daughter, Inc, 184 USPQ 622, 628 (TTAB 1974) (no duty to disclose persons

who are using the mark if applicant believes its rights are superior).
In its moving papers, Opposer states, “[t]he Google search results prove that

Apphicant knew of similar marks before her trademark application”. Opposer’s Motion,
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p.4:20-21. What Opposer fails to grasp is that knowledge of any use of a mark does not
defeat Applicant’s subjective good faith belief to her legal right to use the mark. It is only
if Applicant knew of users with clearly established trademark rights prior to her own that
such knowledge may serve to establish fraud. Applicant did not have such belief.” More
importantly, Opposer has not established that Applicant lacked such belief.

In this case, Applicant, in good faith, based on almost ten years of use, applied to
register the mark MILLER LAW GROUP. The Google search results do not change
Applicant’s good faith belief at the time of filing her application that she is entitled to
register the mark. If anything, the Google results supports Applicant’s good faith belief
in her superior right to the mark as they indicate that Opposer only recently started to do
business as “Miller Law Group”, when previ‘ously it did business as “Miller & Fanwick™.
See Applicant’s Answer, Exhibit A.

HI. CONCLUSION

Opposér’s motion claiming Applicant fraudulently filed her application because
Opposer was doing business as “Miller Law Group” at the time demonstrates Opposer’s
deep misreading of the law. Applicant disputes Opposer’s rights to use MILLER LAW
GROUP and did not make fraudulent claims about its right to register because of
Opposer’s existence, or the existence of any other “Miller Law Group”.

1
il

i/

Opposition to Motion for Judgment on Pleadings; and
Motion for Partial Summary Judgment 7
Ref: MILLER 1.1



Based on the pleadings and these papers, Applicant respectfully requests that

Opposer’s Motions be denied.

Respectfql_],yv-s-ubmittcg,

Dated: March __, 2009
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This is to certify that one copy of the foregoing Applicant’s Opposition to
Opposer’s Motion for Judgment on the Pleadings and Motion for Partial Summary
Judgment was mailed by first class mail, postage prepaid, to Opposer:

Nick Heimlich, Esq.

Miller Law Group

260 Sheridan Avenue, Suite 208
Palo Alto, CA 94306

Tel: (650) 566-2290

Fax: (650) 566-2298

Email: nheimlich@millerlg.com

Opposer
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Signedi Kristin N. de la Vega
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