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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mitchell Miller, .a Professional Corporation

}  Opposition No. 91184841
dba MILLER LAW GROUP P.C. )
) ANSWER TO OPPOSER’S
Opposer, ) AMENDED OPPOSITION
)
. VS, )
| )
Michele Ballard Miller, )
)
Apphcant. )
Mark: MILLER LAW GROUP
Serial No.: 77/343,411
Filing Date: December 4, 2007

Publication Date: May 6, 2008

ANSWER TO AMENDED NOTICE OF OPPOSITION

Pursuant to Trademark Rule 2.106, and the Federal Rules of Civil Procedure,
Applicant Michele Ballard Miller (“Applicant™), through her attorney of record, Law
Office of Anne Hiaring, answers the Amended Notice of Opposition (“Opposition™)
brought by Mitchell Miller, a professional corporation dba Miller Law Group P.C.
{(“Opposer”).

This Answer to the Amended Opposition is timely filed as pér the Board’s Order
dated December 16, 2008 resetting the trial schedule, including the time for Applicant to
Answer the Opposition. The Board required Applicant to answer the Opposition thirty
(30) days from date of service of the Opposition. Opposer served the Opposition January
14, 2009. |

Applicant responds to the allegations in the Opposition as follows:

Answer 1
Ref: MILLER 1.1



Applicant is without sufficient information to admit or deny the allegations in the

first preamble of the Opposition except that Applicant denies that Opposer will be

As to the second preamble paragraph of the Opposition, Applicant admits that
Serial No. 77/343,477, MILLER LAW GROUP, is her application filed December 4,
2007 by her attorney of record, Anne Hiaring Hocking, Esq., and published in the Official
Gazette on May 6, 2008.

Applicant believes no response is required as to the third preamble paragraph of
the Opposition.

1. Applicant denies that Opposer will be damaged by registration of
Applicant’s mark MILLER LAW GROUP (“Mark™). Applicant is without sufficient
knowledge or information to admit or deny the remaining allegations contained in

Paragraph 1 of the Opposition and on that basis denies those allegations.

2. Admit.

3. Deny.

4. Deny.

5. Applicant denies the allegations contained in Paragraph 5 except that

Applicant admits that the term “MILLER” can be a surname.

6. Applicant admits that Opposef currently uses the business name, “Miller
Law Group, P.C.” (“Opposer’s Business Name™) to offer legal services, which can be
classified in Class 45. Applicant admits that Opposer’s Business Name is similar to
Applicant’s Mark. As to the remaining allegations in Paragraph 6, Applicant is without
sufficient knowledge or information to admit or deny the remaining allegations and on

that basis denies those éllegationsﬂ

Answer 2
Ref* MILLER 1.1



7. Applicant is without sufficient knowledge or information to admit or deny

- the allegations contained in Paragraph 7 and on that basis denies each and every-

8. | Applicant denies that registration of her Mark will restrict Opposer’s rights
to use the term “Miller”.

9. Deny.

10.  Applicant reincorporates by reference her Responses to Paragraphs 1

_through 9.

11.  Deny.

12, Applicant denies the allegations contained in Paragraph 12 except that
Applicant admits that her surname is Miller.

13.  Applicant denies the allegations contained in Paragraph 13 except that
Applicant admits that the phrase “LAW GROUP” is disclaimed as used in Applicant’s
Mark.

14.  Applicant denies the allegations contained in Paragraph 14 except that
Applicant admits that the phrase “LAW GROUP” is disclaimed as used in the Mark and
Applicant admits that she applied to register the mark MILLER LAW GROUP.

15.  Deny.

16. Deny.

17.  Applicant reincorporates by reference her Responses to Paragraphs 1
through 16.

18.  Applicant denies that the phrase “Miller Law Group” is generic.
Applicant admits that the phrase “Law Group” can be generic.

19.  Admit.

Answer 3
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20.

21,

22.

through 21.

23.

24,

25.

- through 24,

26.

27.

28.

Group, P.C.”

29.

through 28.

30.

31.

32.

through 31.

33.

34.

35.

36.

37.

Deny..

Deny.

Deny.

Deny.

* Applicant reincorporates by reference her Responses to Paragraphs 1

Deny.
Deny.

Applicant admits that Opposer currently uses the trade name, “Miller Law

Applicant reincorporates by reference her Responses to Paragraphs 1

Deny.
Deny.

Applicant reincorporates by reference her Responses to Paragraphs 1

Deny.
Deny.
Deny.
Deny.

Applicant denies the allegations contained in Paragraph 37 except that -

Applicant admits that she sent a letter dated December 13, 2007 to Opposer through her

Answer

Ref: MILLER 1.1
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attorney of record, Anne Hiaring Hocking, Esq., objecting to Opposer’s use of the

identical mark. A true and correct copy of the December 13, 2007 letter is attached as

38.  Applicant denies the allegations contained in Paragraph 37 except that
Applicant admits that she sent a letter dated March 18, 2008 to Opposer through her
| attorney of record, Anne Hiaring Hocking, Esq., objecting to Oppdser’s use of the
identical mark. A true and correct copy of the March 18, 2008 letter is attached as
Exhibit B.

AFFIRMATIVE DEFENSES

1. The Amended Notice of Opposition fails to state grounds upon which
relief can be granted because Applicant’s mark is not descriptive, generic or merely a
surname. Further, Applicant has used her mark over nine years prior to that of Opposer.

WHEREFORE, Applicant prays that this Amended Notice of Opposition be
dismissed with prejudice and that Applicant be granted a registration for the MILLER
LAW GROUP mark applied for.

Respectfully submitted,

' LAW OFFIC‘E’%VNE HIARING
Dated: February /22009 By: (\

Anne Hiaring Hocking, Esq.
Kristin Newman de la Vega, Esq.
Law Office of Anne Hiaring

711 Grand Avenue, Suite 260
San Rafael, CA 94901

Tel: (415)457-2040

Fax: (415)457-2822

Email: info@hiaringlaw.com

Attorneys for Applicant

Answer 5
Ref: MILLER 1.1



CERTIFICATE OF SERVICE BY MAIL

This is to certify that one copy of the foregoing Answer was mailed by first class
mail, postage prepaid, to Opposer:

Nick Heimlich, Esq.

Miller Law Group

260 Sheridan Avenue, Suite 208
Palo Alto, CA 94306

Tel: (650) 566-2290

Fax: (650) 566-2298

Email: nheimlich@millerlg.com

Opposer

Dated: c%/ / 5/ < 67 M/M\

Signed: Krig‘tinv N.dela Vega

Opp No. 91184841
Proof of Service



Anne Hiarin

attorney at faw

' VIA FACSIMILE & U.S. MATL,

(650) 566-2298

December 13, 2007

Miller & Fanwick, LLP
260 Sheridan Avenue, Suite 208
Palo Alto, California 94306-2009

Attn:  Mitch Miller, Esq.
Kerry Fanwick, Esqg.

Re:  Infringement of the MILLER LAW GROUP Service Mark
Our Fﬂe Miller 1.1

Dear Mssrs. Miller & Fanwick

I am trademark counsel to Miller Law Group, who have done business as Miller Law
Group since 1998 and are a leading firm in the employment law field. Please refer to my
client’s website at www.millerlawgroup.com. My client has two locations — one in Marin
" County and one in the Financial District of San Francisco. Iis reputation extends
thronghout the Bay Area and represents clients from all over the country and the world.

It recently came to my client’s attention that you provide legal services as “Miller &
Fanwick” and that you propose to call your practice “Miller Law Group”. See the
attached page from a Google search.

My client has established a solid reputation in its field as MILLER LAW GROUP for
overa decade and is concerned that your use of MILLER LAW GROUP is likely to
create confusion in the marketplace. Should you actually practice as “Miller Law Group”,
your firm and its services could be confused with the MILLER LAW GROUP. As you
may know, trademark owners have the duty to police third-party use of the same or
similar marks. If they do not do so, and such use is uncontrolled, valuable trademark
rights can be lost.

We are sure you understand that two law firms cannot do business using the exact same
name, particularly where both firms operate in Northern California. Confusion is
inevitable — by clients, by courts and all of those with whom we as lawyers do business.
My client’s goodwill in the THE MILLER LAW GROUP mark would be impaired by
your use of the exact name.

EXHIBIT A

711 Grand Avenue 1415 457 2040
Suite 260

San Rafael, California 94901

1415 457 2822

anna@hiaringlaw.com



My client is not interested in putting your firm to any hardship and believes, based on
information to date, that it is possible that you can continue as Miller & Fanwick or
“Miller Law Offices” or the like — just not MILLER LAW GROUP.

If you will agree to refrain from adoption of MILLER LAW GROUP, use of the words
“Miller law group” in any form in a domain name, in wallpaper, web search terms or in
any other way, my client need not take any formal action at this time. '

In closing, please be assured that Miller Law Group wishes Miller & Fanwick continued

success in its practice and is hopeful that its need to protect its rights will be viewed as a

necessary and prudent part of doing business, not untoward.

Please respond to this letter at your earliest convenience, personally or through your

counsel, but to keep this matter active, no later than December 28, 2007. If you have any
- questions about the above, please contact me personally, or through your attorney. Your

_cooperation is greatly appreciated. :
Sincerely yours,
Anne Hiaring

Enclosure

cc: Michelle Miller, Esq. (via u.s. mail only)
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Web Images Video News Maps Gmail more v Sign in
Google 1 ] '
. Advanced Search

Web Resulis 1 - 10 of about 6,920,000 for miller law group. (0.15 seconds)
Tip: Save time by hitting the return key instead of clicking on "search”

Miller Law Group

2002 Miller Law Group, Professional Corporation. All rights reserved. Website
Development by Bothwell Marketing - Disclaimer ...
vaww.milterlawgroup.com/ - 10k - Cached - Similar pages

Miller Law Group - Our Attorneys

The attorneys at Miller Law Group have extensive experience guiding management
through the difficult issues facing employers. At Miller Law Group, ...

veww. millerlawgroup.com/attorngys. him - 14k - Cached - Similar pages -

[ More resuits from www.milleriawgroup.com 1

Reading PA Business Law Attorneys | Ephrata Estate Planning ...

If you would tike to speak fo a lawyer about an intellectual property, estate planning, estate
administration, business faw, or sporis and enteriainment law ...
www.milierlawgroup.net/ - 20k - Cached - Similar pages

MILLER FANWICK LLP.

111. ENTER THE OFFICE. Copyright ® 2000- Miller & Fanwick, LLP. All Rights Reserved
Design by First e-Commerce Corporation.

waww. mftaw.com/ - 3k - Cached - Similar pages

The Miller Law Group '

Miller & Fanwick, LLP has changed its name. The new name is Miller Law Group. The
new website will be operating shortly. The old website www.mflaw.com ...

www. milierlg.com/ - 4k - Cached - Similar pages

Miller Health Law Group, APLC
Los Angeles based firm representing healthcare providers and medical groups.
vww.millerhsalthlaw.comy/ - Similar pages

‘The Miller Law Group - a West L awn, Pennsylvania (PA) Business ...
After working at large corporations, and a large law firm, the attorneys at the Miller Law
Group were unhappy with the state of legal representation in ...
anyers.ﬁnc_%Iaw.com/!awyer/iawyer_dirlsearch!jsp/proﬂle_viewFim.jsp?ofﬁceUid=8092526
- 28k - Cached - Similar pages o _

J. Bruce Miller Law Group Profile _

Eirm Profite for J. Bruce Miller Law Group brought to you by Lawyers.com.

EMap of 605 W Main St Louisville, KY 40202 _
www.anyers.com/Kentucky/Louisville/.J.—Bruce—m?ﬁ%er—La\&r-Group—582265—f.h‘ﬁml -37k-
Cached - Simijar pages

The Miller Law Group, L.L.C. Profile

Firm Profile for The Miller Law Group, LLC brought to you by Lawyers.com.

wwew zwyers.com/Florida/Kissimmes/T he-fdiller-Law-Group,-L.L.C.-4788898-L himl - 27K -
Cached - Similar pages

{ More resulis from www.lawyers.com ]
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Miller Law Group P.C. - Ultimate Hotel Buysrs Guide -

Twenty + years representing ownars and management regarding operations, renovation
and development of lodging properties from economy to luxury.

www Uitimatehotelbuyersguide. com/company.php?
id=332&company=Hiller+Law+Group+P.C, - 28k - Cached - Similar pages
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Try Google Desktop: search your computer as easily as you search the web..
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Search within results | Language Tools | Search Tips | Dissatisfied? Help us improve

©2007 Google - Google Home - Advertising Programs - Business Solutions - About Google
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LAW OFFICE OF ANNE HIARING
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Mitch Miller Anne Hiating
Kerty Fanwick

COMPANY: . DATE:

 Miller & Fanwick, LLP 12/13/2007

FAX NUMBER: TOTAL NO. OF PAGES INCLUDING COVER:
650-566-2298 5

" PHONE NUMBER: . . SENDER’S REFERENCE NUMBER:
' MILLER 1.1

RE: ’ YOUR REFERENCE NUMBER:
Infringement of
MILLER LAW GROUP

DurceNt [OrorREVIEW [ PLEASE COMMENT [ PLEASE REPLY [ PLEASE RECYCLE

NOTES/COMMENTS:

Please see attached. Otiginal to follow via mail.

ATTORNEY-CLIENT PRIVILEGE & CONFIDENTIALITY NOTIGE: Information on this sheet & accompanying pages
contains Attorney-Client privileged and confidential information. Do not disciose or discuss this information with
anyone than the intended recipient. Unauthorized disclosure is strictly prohibited. CALL THE PHONE NUMBER
BELOW IMMEDIATELY COLLECT IF YOU RECEIVE THIS FAX IN ERROR.

711 GRAND AVENUE, SUITE 260
SAN RAFAEL, CA 94901
PHONE 415.457.2040 FAX: 415.457.2822



Anne Hiaring

attorney at law

VIA FACSIMILE & U.S. MAIL

(650) 566-2298

March 18, 2008

Miller & Fanwick, LLP
260 Sheridan Avenue, Suite 208
Palo Alto, California 94306-2009

Attn:  Mitch Miller, Esq.
Nick Heimlich, Esq.

Re: Infringement of the MILLER LAW GROUP Service Mark
Qur File: Miller 1.1

Dear Mr, Miller & Mr. Heimlich:

I follow up on my conversation recently with Mr. Heimlich about the registrability of
marks for legal services. There is no doubt that names of law firms are registerable as
marks. Indeed, the application to register MILLER LAW GROUP has been approved by
the Trademark Office:

Mark MILLER LAW GROUP (Block letters)

Status Pending, Passed by Examiner - Awaiting Publication
review '

Status Date  Mar 14, 2008

Register Principal

Ser./App. No. 77-343411

Int1Class 45 - Persanal, Social, and Security Services
Goods/Services LEGAL SERVICES
U.S.Class 100, 101 |
- 1st Use Aug 31, 1988
Commerce Use  Aug 31, 1998

711 Grand Avenue EXHIBIT B

Suite 260 .
San Rafael, Caiifornia 94901

t 415 457 2040

f 415 457 2822

anne@hiaringlaw.com



Filing Date  Dec 4, 2007

Disclaimer "LAW GROUP"

Numerous other marks have been registered for legal services, for example: PERKINS
COIE, BINGHAM MCCUTCHEN and ORRICK. A search of pending and registered
federal marks reveals nearly 17,000 records of registrations or pending applications for
marks for “legal services™.

Mr. Heimlich believed that MILLER LAW GROUP was merely descriptive, but indeed it
is not, and has been long used, establishing a reputation associated with MILLER LAW
GROUP. '

Therefore another firm operating as MILLER LAW GROUP will only confuse clients,

. divert business and possibly injure the reputation of each firm that uses the same name.
Therefore Miller Law Group must renew its objection to continued use of MILLER LAW
GROUP by the former “Miller and Fanwick”. As stated, there is no objection to MILLER
LAW OFFICE, MILLER LAW, MILLER COUNSEL or the like. It is the identical firm
name to which my client objects. Similarly, your firm can retain the domain
www.mflaw.com.

Please advise that your firm will change its name without further delay. As the firm has
an established reputation as “Miller and Fanwick”, changing to another “Miller” name
should not present any difficulty to the efficient and successful continuation of this law
practice,

Please advise your firm’s willingness to comply with this request by the end of the month
to avoid consideration of forma] legal action .

Sincerely yours,
Anne Hiaring

Enclosure

cc:  Michelle Miller, Esq. (via w.s. mail only)
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