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Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Quiksilver, Inc.

Granted to Date 08/27/2008

of previous

extension

Address 15202 Graham Street
Huntington Beach, CA 92649
UNITED STATES

Attorney Mark A. Finkelstein

information Latham & Watkins LLP

650 Town Center Drive, Suite 2000
Costa Mesa, CA 92626

UNITED STATES

ipdocket@Iw.com Phone:714-540-1235

Applicant Information

Bristol, CT 06010
UNITED STATES

Application No 77010370 Publication date 04/29/2008
Opposition Filing | 06/16/2008 Opposition 08/27/2008
Date Period Ends
Applicant ESPN, Inc.

ESPN Plaza

Goods/Services Affected by Opposition

Class 041. First Use: 1995/06/24 First Use In Commerce: 1995/06/24
All goods and services in the class are opposed, namely: Organizing and conducting sports
competitions featuring a wide variety of sports; entertainment services, namely, providing television
and radio programs about sports competitions accessible by radio, television, or computer networks;
entertainment services, namely, providing information, news and commentary in the field of sports by
means of video and audio footage for television broadcasts, for radio broadcasts, and via computer
networks; providing a web site featuring video clips of sporting competitions provided over the
Internet; and providing information in the field of sports competitions accessible by television, radio,
wireless and mobile devices and global computer networks

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/
Registration No.

NONE Application Date

NONE



http://estta.uspto.gov

Registration Date NONE

Word Mark The "Gen X Brand" - please see images in the attached Notice of
Opposition on page 3.
Goods/Services Clothing and related products, advertising, marketing and

manufacturing of same.

Attachments Notice of Opposition - 77010370.pdf ( 7 pages )(352090 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Mark A. Finkelstein/
Name Mark A. Finkelstein
Date 06/16/2008




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re the Application of ESPN, Inc.
Serial No.: 77/010,370

Filed: September 29, 2006
Trademark: X

Published: April 29, 2008

Quiksilver, Inc., ) OPPOSITION NO.:
a Delaware corporation, )
)
Opposer, )
v. )
)
ESPN, Inc, )
a Delaware corporation, )
)
Applicant. )

NOTICE OF OPPOSITION

Trademark Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1451
Alexandria, Virginia 22313-1451
Dear Sir or Madam:

Quiksilver, Inc. (“Quiksilver”) is a Delaware corporation with its headquarters located at
15202 Graham Street, Huntington Beach, California 92649. Pursuant to Section 13 of the
Lanham Act (15 U.S.C. § 1063), Quiksilver hereby opposes the application of ESPN, Inc.
(“ESPN”), Serial No. 77/010,370, for the mark “X” for “organizing and conducting sports

competitions featuring a wide variety of sports; entertainment services, namely, providing

television and radio programs about sports competitions accessible by radio, television, or
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Mark: X
Serial No.: 77/010,370

computer networks; entertainment services, namely, providing information, news and
commentary in the field of sports by means of video and audio footage for television broadcasts,
- for radio broadcasts, and via computer networks; providing a web site featuring video clips of |
sporting competitions provided over the Internet; and providing information in the field of sports
competitions accessible by television, radio, wireless and mobile devices and global computer
networks” in International Class 41. Quiksilver believes that it will be damaged by the
registration of this mark.

As grounds for opposition, Quiksilver alleges as follows:

QUIKSILVER AND ITS MARKS

1. In 1976, Quiksilver began operations as a California company, making
boardshorts and other clothing products for surfers in the United States under a license
agreement with the Quiksilver brand founders in Australia. Quiksilver expanded its product
offerings in the 1980s as it grew its distribution channels.

2. Brand building has been a key to Quiksilver’s growth, and the company
has always maintained its roots in the boardriding lifestyle. Today, Quiksilver’s products are
sold in many countries throughout the world, primarily in surf shops, snow shops, skate shops,
and select department stores.

3. Quiksilver owns multiple international and domestic trademarks
associated with its well-known product lines. One of its well-known marks is the ubiquitous

mountain and wave logo (the “Quiksilver logo”):

(o

The Quiksilver logo is used as a stand-alone mark, and also is incorporated into several of

Quiksilver’s other marks.
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Mark: X
Serial No.: 77/010,370

4. Since no later than 1986, a decade prior to ESPN’S alleged June 24, 1995
date of first use, Quiksilver began incorporating an “X” symbol into some of its clothing items.

5., Subsequently, and by no later than 1989, Quiksiiver developed the
Generation X brand, which was created to symbolize a new generation of surfers and
boardriders, and utilized the “X” as the consistent centerpiece of the brand image. The X
symbol, which has been incorporated into many different designs, constitutes a trademark of
Quiksilver. The designs are collectively referred to as the “Gen X Brand.” Examples of these

design are:

6. Quiksilver has consistently used the Gen X Brand on clothing products
and in its advertising since at least 1989. By virtue of Quiksilver’s longstanding and continuous
use of the Gen X Brand in connection with its clothing and related products, Quiksilver has
extensive common law rights in and to its Gen X Brand.

7. By virtue of this use, Quiksilver has established a reputation for quality
and goodwill associated with its Gen X Brand. Consumers identify Quiksilver’s Gen X Brand
and related designs with, and as originating exclusively from, Quiksilver.

8. Quiksilver has invested considerable time, effort, and expense in the
development, marketing, and manufacturing of products under its Gen X Brand, and continues to
do so.

9. Clothing and related products associated with the Gen X Brand are now,
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Mark: X
Serial No.: 77/010,370

and have been, advertised, promoted and widely shipped, distributed, and sold in interstate
commerce and internationally.

ESPN AND ITS APPLICATION FOR X

10.  On information and belief, ESPN is a Delaware corporation, with its
principal place of business at ESPN Plaza, Bristol, Connecticut 06010,

11.  On September 29, 2006, ESPN filed an application to register the ma;k
“X” based on actual use in commerce for “organizing and conducting sports competitions
Seaturing a wide variety of sports and providing coverage of same via television, radio and the
internet; provision of online computer video games via the internet, wireless and mobile devices;
video clips of sporting competitions provided over the internet; photo and video archives of
sporting competitions provided over the internet; provision of sports information via television,
radio, the internet, wireless and mobile devices” in Class 41.

12.  Responses to Office Actions were filed on July 3, 2007 and January 15,
2008, and an Examiner’s Amendment was issued on March 13, 2008, amending the services in
the application to read: “organizing and conducting sports competitions featuring a wide variety
of sports; entertainment services, namely, providing television and radio programs about sports
competitions accessible by radio, television, or computer networks; entertainment services,
namely, providing information, news and commeﬁtary in the field of sports by means of video
and audio footage for television broadcasts, for radio broadcasts, and via computer networks;
providing a web site featuring video clips of sporting competitions provided over the Internet;
and providing information in the field of sports competitions accessible by television, radio,
wireless and mobile devices and global computer networks” in Class 41.

13.  ESPN alleges its date of first use of the mark was as early as June 24,
1995. On information and belief, ESPN is basing this first use date on its use of the mark

4
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Mark: X
Serial No.: 77/010,370

X GAMES on sporting competitions that began in 1995.

14. ESPN has sued Quiksilver in federal court in the Southern District of New
- York, claiming trademark infringement, dilution, and unfair competition and asserting four |
trademark registrations for the X GAMES mark (ESPN, Inc. v. Quiksilver, Inc., Case No. 08-
CV-4222-CM (the “Federal Court Action™)).

15. Quiksilver is the senior user of the Gen X Brand, as it began using the Gen
X Brand several years before ESPN’s alleged first use date of June 24, 1995.

16.  ESPN has admitted in the Federal Court Action that Quiksilver’s Gen X
Brand is sufficiently similar to its X GAMES mark to create a likelihood of confusion. By
logical implication, since ESPN’s “X” mark is even more similar to the Gen X Brand than
ESPN’s X GAMES mark, ESPN, on information and belief, also contends that the Gen X Brand
is likely to cause confusion vis-a-vis its “X’” mark.

17.  Since Quiksilver is the senior user of the Gen X Brand, any likelihood of
confusion, mistake, or deception is being caused by ESPN’s junior use of its “X” mark.

18.  Accordingly, Quiksilver will be damaged by the registration sought by
ESPN because such registration would support and assist ESPN in the confusing, misleading,
and deceptive use of ESPN’s “X” mark and would give to ESPN color of exclusive statutory
rights to such designation in violation of Quiksilver’s supetior rights.

WHEREFORE, Quiksilver believes that it will be damaged by the registration of
ESPN’s mark and prays that ESPN’s application be denied.
Please recognize as attorneys for Quiksilver Mark A. Finkelstein, Jennifer L.

Barry, Deborah A. Gubernick, and the law firm of Latham & Watkins LLP, 650 Town Center

Drive, Suite 2000, Costa Mesa, California 92626-1925. Please address all communications to
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Mark: X
Serial No.: 77/010,370

Mark A. Finkelstein of Latham & Watkins LLP at the address set forth below.
The official fee is submitted herewith. Please charge Deposit Account No.

. 500524 for any additional fees which may be required, or credit any overpayment to this

account.
Respectfully submitted,
LATHAM & WATKINS LLP
o sz
Dated: (g/ / By: /!

Mark A. Finkelstein

650 Town Center Drive, 20™ Floor
Costa Mesa, California 92626-1925
Telephone: (714) 540-1235
Facsimile; (714) 755-8290
ipdocket@LW.com

Attorneys for Petitioner
Quiksilver, Inc.
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Mark: X
Serial No.: 77/010,370

CERTIFICATE OF SERVICE

I, Anna Kwan, hereby certify that, on June 16, 2008, I served a true and correct copy of the
foregoing NOTICE OF OPPOSITION by first-class mail upon:

Kristen M. Walsh
Nixon Peabody LLP
1100 Clinton Square
Rochester, NY 14604
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