
 
 
 
 
 
 
 
am/sb/gcp      Mailed:  October 26, 2009 
 

Opposition No. 91183461   

Merck KGaA 

v. 

Santhera Pharmaceuticals 
(Schweiz) AG 

 
George C. Pologeorgis, Interlocutory Attorney: 
 

 On September 30, 2009, applicant filed a proposed 

amendment to its application Serial No. 77196079, with 

opposer's consent and in accordance with the provisions of a 

settlement agreement between the parties. 

 By the proposed amendment applicant seeks to change the 

identification of goods for International Classes 1 and 5 as 

follows:1 
 
International Class 1  
 
from  
 

"Chemicals for use in industry and science;  reagents for 
scientific and medical research use."  

 
to   
 

"Chemicals for use in industry and science for use in the 
 fields of small molecule pharmaceuticals and the 
 treatment of neuromuscular and ophthalmological diseases; 

                                                 
1 The identification of services in International Class 42 
remains unchanged.   
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 reagents for scientific and medical research for use in 
 the fields of small molecule pharmaceuticals and the 
 treatment of neuromuscular and ophthalmological diseases; 
 all of the foregoing excluding cleaning agents for use in 
 laboratories and industries." 
 
International Class 5  
 
from   
 

“Pharmaceutical preparations for the treatment of central 
nervous system-related conditions, neurological and 
muscular diseases, neuro-muscular diseases, muscular 
dystrophies, ataxias, amyotrophia, atrophy, 
ophthalmological diseases; muscle wasting, 
cardiomyopathies, optic nerve degradation, neurological 
indications, memory loss, Lou Gehrig's disease, 
Parkinson's disease, Huntington's  disease, spinal 
muscular atrophies, polyneuropathies, fibromyalgia, 
mononeuropathies, neuromuscular junction disorders, 
myotonia and myopathies; reagents for medical use.”  

 
to   
 

“Pharmaceutical preparations for the treatment of 
 central nervous system-related conditions, neurological 
 and muscular diseases, neuro- muscular diseases, muscular 
 dystrophies, ataxias, amyotrophia, atrophy, 
 ophthalmological diseases; muscle wasting, 
 cardiomyopathies, optic nerve degradation, neurological 
 indications, memory loss, Lou Gehrig's disease, 
 Parkinson's disease, Huntington's disease, spinal 
 muscular atrophies, polyneuropathies, fibromyalgia, 
 mononeuropathies, neuromuscular junction disorders, 
 myotonia and myopathies; reagents for medical use in 
 connection with the aforementioned diseases.” 

 

 Amendments to the identification of goods may be approved 

if, among other things, the resulting amendment serves to 

clarify or limit the goods as published.  Additions to the 

identification of goods will not be permitted.  See Trademark 

Rule 2.71(a). 
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Inasmuch as the proposed amendment to International Class 

5 is clearly limiting in nature as required by Trademark Rule 

2.71(a), and because opposer consents thereto, this amendment 

are approved and entered.  See Trademark Rule 2.133(a). 

 The proposed amendment for International Class 1, 

however, is unacceptable inasmuch as it may include goods that 

fall into more than one class, i.e., “active chemical 

ingredients for use in the manufacture of small molecule 

pharmaceuticals for treating neuromuscular and 

ophthalmological diseases” in International Class 1 and 

“chemical preparations for the treatment of neuromuscular and 

ophthalmological diseases” in International Class 5, and 

“reagents for scientific and medical research for use in the 

research of small molecule pharmaceuticals and research of the 

treatment of neuromuscular and ophthalmological diseases” in 

International Class 1, and “reagents for the treatment of 

neuromuscular and ophthalmological diseases” in International 

Class 5.  Accordingly, the proposed amendment to Class 1 is 

not approved and will not be entered. 

 Under the circumstances, the parties are allowed until 

thirty days from the mailing date of this order to submit an 

amendment which overcomes the deficiency noted above or to 

otherwise inform the Board how they wish to proceed in this 

matter.   

 Proceedings herein are otherwise suspended.  If no 

response to this order is received within the time set, 
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proceedings will be resumed, and appropriate dates will be 

reset.   

 

 


