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March 27, 2008

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

Madam:

Transmitted herewith for filing is a Notice of Opposition of Specialty Retailers, Inc. in
the matter of U.S. trademark application Serial No. 77/183,549 for the mark “HANNAH JO.”
Also enclosed is a return, self-addressed postcard.

Also enclosed is a check in the amount of $300.00 in payment of the fee for filing this
Notice of Opposition (Class 25). The Commissioner is hereby authorized to credit any
overpayment or charge any additional fees in the above-mentioned case to Deposit Account No.
500449. A duplicate of this sheet is enclosed.

I hereby certify that this correspondence is Respectfully submitted,
being deposited in the United States Postal
Service as first class mail in an envelope

addressed to: Commissioner for Trademarks,
P.O. Box 1451, Alexandria, Virginia 22313- Q{M% )
1451, on March 27, 2008. Jédnifer B. Rader
MCcAFEE & TAFT
M Two Leadership Square, Tenth Floor
Uennifer B. Rader 211 North Robinson

Oklahoma City, Oklahoma 73102
Phone: (405) 235-9621
Fax: (405) 235-0439

Attorney for Opposer
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Filing Date: 5/17/2007
Mark: HANNAH JO
Published in the Official Gazette at page TM 778, February 26, 2008

In re United States Application Serial No. 77/183,549 TT AB

Specialty Retailers, Inc.
Opposer,

\2 Opposition No.

Hannah Jo Inc.

S’ S N s N N N N o’

Applicant.

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

NOTICE OF OPPOSITION

In the matter of the application for registration of HANNAH JO, United States
Application Serial No. 77/183,549 filed May 17, 2007, by Hannah Jo Inc, published for

opposition on page TM 778 of the Official Gazette on February 26, 2008, Opposer, Specialty

Retailers, Inc., believes that it would be damaged by such registration and hereby opposes the
registration of the mark for all goods in International Class 025. The grounds for opposition are
as follows:

1. Specialty Retailers, Inc. (“Opposer™) is a Texas limited partnership with a general
partner of SRI General Partner, LLC. Opposer has a principal place of business at 10201 Main

Street, Houston, Texas 77025.
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2. Opposer owns and operates retail stores that market and sell clothing items
throughout the United States.

3. At least as early as May 29, 1975, Opposer’s predecessor in interest began using
in interstate commerce the distinctive trademark HANNAH in association with women’s ready
to wear apparel, namely, dresses, slacks, skirts, blouses, sweaters, jackets, coats, sleepwear,
headwear, hosiery, belts, shoes and scarves. The HANNAH mark has been continuously used in
interstate commerce in connection with these goods since that time.

4. On May 14, 1987, Opposer’s predecessor in interest filed United States
Application Serial No. 73/660,672 to register the HANNAH mark for women’s ready to wear
apparel, namely, dresses, slacks, skirts, blouses, sweaters, jackets, coats, sleepwear, headwear,
hosiery, belts, shoes and scarves in International Class 025 and retail store services in the field of
women’s ready to wear apparel in International Class 042 in the United States Patent &
Trademark Office (‘USPTO”). On February 2, 1988, the USPTO issued United States
Registration Number 1,475,067 for the HANNAH mark on the Principal Register.

5. Opposer is the current owner of United States Registration No. 1,475,067 for the
HANNAH mark by virtue of assignment of the entire interest and goodwill. The assignment was
recorded in the USPTO at Reel/Frame 3622/0472 on September 17, 2007.

6. Opposer has expended a great deal of effort and money to market and promote its
goods and services associated with the HANNAH mark. The HANNAH mark is very well
known in the clothing industry throughout the United States. By carefully controlling the quality
of the goods and services, Opposer has built up an excellent reputation and valuable goodwill in

association with its HANNAH mark.
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7. As evidenced by its publication in the Official Gazette on page TM 778 of the

February 26, 2007 issue, Hannah Jo Inc. (“Applicant”) filed Application Serial No. 77/183,549
to register the HANNAH JO mark on the Principal Register in the USPTO for goods in
International Class 025. In the application, Applicant listed the goods associated with the mark
as “dress shirts, knit shirts, polo shirts, shirts, shirts for suits, short-sleeved or long-sleeved t-
shirts, short-sleeved shirts, t-shirts, dress suits, dresses, dresses made from skins, skirts and
dresses, Capri pants, cargo pants, denim, leather pants, pants, sweat pants, canvas shoes, leather
shoes, shoes, mock turtle-neck sweaters, sweaters, turtleneck sweaters, v-neck sweaters, jackets,
coats and hats.”

8. Opposer clearly has prior use with respect to Applicant’s HANNAH JO mark.
Upon information and belief, Applicant did not begin using HANNAH JO in commerce prior to
April 1,2006. Opposer, through its predecessor in interest, has continuously used the HANNAH
mark in interstate commerce since at least as early as May 29, 1975. Therefore, Opposer’s use
and registration of the HANNAH mark precedes Applicant’s earliest possible priority date with
respect to the mark by at least thirty (30) years.

9. Opposer’s HANNAH mark and Applicant’s HANNAH JO mark are very similar
in their entireties as to sight, sound and connotation and create a similar commercial impression.
Furthermore, the goods listed in the application for HANNAH JO are very similar and in some
instances identical to the goods identified by Opposer’s HANNAH mark. As a result of the
similarity between Opposer’s mark and the HANNAH JO mark and because the goods
associated with Applicant’s mark are very similar and in some instances identical to the goods
associated with Opposer’s mark, registration and use of HANNAH JO in connection with

Applicant’s goods is likely to cause confusion among purchasers who are likely to believe that

3062218_1.DOC




.

Applicant’s goods are in some way associated or connected with or sponsored, authorized of
warranted by Opposer.

10. If Applicant is allowed to register HANNAH JO, it will obtain statutory rights to
the mark that will conflict with and substantially degrade Opposer’s rights in United States
Registration No. 1,475,067 as well as Opposer’s superior common law rights to its HANNAH
mark. Opposer’s goodwill and reputation will be jeopardized by Applicant’s registration of
HANNAH JO. Poor quality of Applicant’s goods would greatly harm Opposer’s reputation and
translate to lost sales. Furthermore, Applicant would be unjustly enriched b); its use of
HANNAH JO and would unfairly reap the benefit of Opposer’s goodwill and reputation.

WHEREFORE, Opposer respectfully requests that this Opposition be sustained and that
registration of HANNAH JO in International Class 025 evidenced by United States Application

Serial No. 77/183,549 be refused and any other and further relief as is deemed just and proper.

I hereby certify that this correspondence is being Respectfully submitted,
deposited in the United States Postal Service as first

class mail in an envelope addressed to:
Commissioner for Trademarks, P.O. Box 1451,
Alexandria, Virginia 22313-1451. Jenmfer B. Rader

MCcAFEE & TAFT
Tenth Floor, Two Leadership Square
211 North Robinson

7 - Oklahoma City, Oklahoma 73102
Date: 5 gf? g Telephone:  (405) 235-9621
Facsimile: (405) 235-0439
Attorney for Opposer
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CERTIFICATE OF SERVICE

This is to certify that a true and correct copy of the above and foregoing NOTICE OF
OPPOSITION was mailed, certified mail return receipt requested, on this 27th day of March, 2008,
to:

Maurice B. Pilosof

P.O. Box 691937

West Hollywood, CA 90069
ATTORNEY FOR APPLICANT

7

McAfee & Taft A Professional Corporation
Suite 1000, 2 Leadership Square
211 N. Robinson

Oklahoma City, Oklahoma 73102
Telephone (405) 235-9621

Fax (405) 235-0439

Attomey for Opposer
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