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1 RHGI contacted Duke’s counsel and was informed that Duke’s counsel had no

objection to RHGI filing this motion through ESTTA in the name of Duke’s counsel.  

2 Duke also assigned to RHGI the mark “Come Hungry Darling!” and the associated

application, which are not subject to this proceeding.  

IN THE

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE

TRADEMARK TRIAL AND APPEAL BOARD

_____________________________________________________________________________

Sizzler USA Franchise, Inc. )

) Application Serial No. 78/932669

vs. ) Opposition No. 91/182564

)

Lana Duke )

______________________________________________________________________________

MOTION FOR SUBSTITUTION OF DEFENDANT

OR IN THE ALTERNATIVE, MOTION TO JOIN PARTY AS DEFENDANT

______________________________________________________________________________

NOW COMES, Ruth’s Hospitality Group, Inc. (“RHGI”)1, the assignee of the mark “IF 

IT DOESN’T SIZZLE, SEND IT BACK” by virtue of an assignment executed with Lana Duke,

in which Duke assigned all rights, title and interest in the mark and application to RHGI. As a

result of this assignment and pursuant to Section 512.01 of the Trademark Trial and Appeal

Board Manual of Procedure (TMBP), RHGI hereby petitions to be substituted as the defendant

in these proceedings, or in the alternative, to be joined as a party defendant. 

Facts

RHGI entered into an assignment agreement with Lana Duke (“Duke”) on October 24,

2008 in which Duke agreed and did assign to RHGI the right title and interest in the mark “IF IT

DOESN’T SIZZLE, SEND IT BACK”2 and the application for that mark (collectively, the

“Mark”) filed with the U.S. Patent & Trademark Office (“PTO”).  On October 29, 2008, counsel



for RHGI recorded this assignment with the PTO.  See Exhibit A.    

Argument

I. RHGI should be substituted as the defendant in these proceedings rather

than joined.  

Pursuant to Section 3.71(d) of the Rules, “the assignee of a trademark application ... may

prosecute a trademark application ... or file papers against a third party in reliance on the

assignee’s trademark application ... to the exclusion of the original applicant... [provided that]

the assignee [establishes] ownership in compliance with Section 3.73(b).”  RHGI has taken such

steps to confirm its ownership of the mark by filing with the Assignment Services Branch the

assignment document for recordation.  The document was duly recorded on October 29, 2008, as

demonstrated in Exhibit A.  

RHGI should be substituted for Duke as the defendant in these proceedings for several

different reasons detailed below:

A. RHGI is now the sole owner of the mark and the application and as such,

has the sole interest in the outcome of this proceeding. 

By virtue of the assignment executed by the parties, RHGI is now the sole owner of the

mark and application at issue here.  Duke has no further interest in this matter, nor can the Board

take any action against her through these proceedings.  The only party that the Board can take an

action against is RHGI. 

B. Substitution will save resources and be more convenient.

Allowing RHGI to be substituted as a party would save TTAB resources because the

Board would only have to consider the claims of one defendant, rather than potential multiple

claims of two defendants.  It would also save Sizzler time and effort in responding to and dealing

with two separate defendants. Moreover, RHGI has previous experience in similar litigation with



3 In May 2008, Ruth’s Chris Steak House, Inc. formally changed its name to Ruth’s

Hospitality Group, Inc.  

Sizzler before the Board, specifically in the matter of Sizzler USA Franchise, Inc. v. Ruth’s Chris

Steak House, Inc.3, Opp. No. 91179895,  involving the mark “{FRIENDS OF RUTH’S} AN

EVEN HIGHER DEGREE OF SIZZLE”.  That proceeding was terminated and the application

was allowed to mature into a registration after RCSH filed a motion for summary judgment to

which Sizzler failed to file a response.  The Board granted the motion as conceded.  RHGI is

therefore uniquely positioned to defend this claim, and has a vested interest in obtaining a similar

outcome that preserves its marks.

C. As the owner of the mark, RHGI has a vested interest in directing the

defense of the application for its benefit only.  

As stated in the March 2008 motion for an extension of time in which to file an answer, it

is extremely desirable to RHGI that it be the sole party in this proceeding from the start so that it

can have complete control over the direction and management of the proceedings.  RHGI and

Duke’s strategies for handling this matter could differ and RHGI does not want to be constricted

in how it manages this litigation because of these differences.

II. In the alternative, should this motion to substitute not be granted, RHGI

petitions to be joined as a party defendant with Duke.  

Pursuant to TBMP Section 512.01, where an assignee to an application has not been

substituted for the original party, the assignee must be joined as a party in the proceeding, in

keeping with Section 3.71(d) of the Rules.  

For the reasons stated above, RHGI respectfully requests that the Board GRANT its

motion to substitute itself as the party defendant for Duke, or in the alternative, to join RHGI as a

party defendant in this proceeding. 
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