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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
JOHNSON & JOHNSON and, )
ROC INTERNATIONAL S.AR.L., )
Opposers, ) . .
) Consolidated Opposition Nos.
V. ) 91-182,207 (parent)
) 91-184,467
OBSCHESTVO S OGRANITCHENNOY )
OTVESTVENNOSTIU WDS, )
)
Applicant. )

OPPOSERS’ BRIEF IN OPPOSITION TO APPLICANT’S MOTION TO AMEND
ANSWER TO INCLUDE COUNTERCLAIM FOR PARTIAL CANCELLATION

Opposers, Johnson & Johnson and ROC International S.A.R.L. (together “Opposers”),
respectfully submit the following brief in response to Applicant’s Motion to Amend Answer to
Include Counterclaim for Partial Cancellation of Reg. No. 1015041 (“Applicant’s Motion”).
Opposers oppose Applicant’s Motion for the reasons set forth below.

INTRODUCTION

In this proceeding, well after discovery was closed and just days before the opening of
Opposers’ testimony period, Applicant filed a motion for leave to add a cancellation
counterclaim. This motion is based on facts known to Applicant for at least two years, as
supplemented by discovery requests served on the last day of discovery, and is patently untimely.
The counterclaim also serves no “useful purpose,” and thus leave to file it ought not be granted
under Board precedent to that effect. The motion for leave should be denied accordingly.

FACTS
Discovery opened in Opposition No. 91/182,207 (the parent opposition) on April 11,

2008. Applicant’s amended Answer in the parent opposition was filed May 11, 2008 and
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accepted on August 7, 2008, without objection by Opposers. Applicant’s amended Answer did
not include a counterclaim, but did include certain defenses, the assertion of which presumably
was believed by Applicant’s counsel to be grounded in the necessary factual basis and good faith
under Fed. R. Civ. P. 11. One such defense pled by Applicant is that “Opposer has failed to
adequately maintain . . . any trademark or proprietary rights it may have in its alleged
trademarks.” (Applicant’s Amended Answer to Notice of Opposition dated May 19, 2008,
docket entry 8.)

Also on August 7, 2008, the Board consolidated Opposition Nos. 91/184,467 and
91/182,207 and adopted the scheduling order in the later-filed opposition.

Applicant’s initial discovery requests consisted of: (1) Applicant’s First Set of
Interrogatories served on June 23, 2008 (“Applicant’s Interrogatories™); and (2) Applicant’s First
Request for Production of Documents also served on June 23, 2008 (“Applicant’s REPs™).

Opposers’ served responses and objections to Applicant’s Interrogatories and RFPs on
July 28, 2008. For purposes of Applicant’s Motion, the relevant discovery requests are
Applicant’s Interrogatory No. 2, RFP No. 16, and RFP No. 17.

Applicant’s Interrogatory No. 2 requested:

Identify and describe with specificity each good and service in
connection with which the Opposers’ Marks, or any variation
thereof, have been used or is currently being used by Opposer, or
any authorized user of the marks. (See Exhibit A hereto.)

Opposers’ July 28, 2008 Response to Interrogatory No. 2 answered:

Opposers’ Marks are used primarily in connection with skincare
products, including, without limitation, facial serum, eye créme,
hand créme, moisturizing sunscreen, night créme, daily
moisturizer, facial cleaners. Additionally, Opposers refer applicant
to their website, www.rocskincare.com, which contains

information regarding Opposer’s products bearing the ROC mark.
(See Exhibit B hereto.)




Applicant’s RFP No. 16 requested:

Representative samples of all advertising and promotional documents
bearing Opposers’ Marks, including, without limitation, brochures,
catalogues, circulars, leaflet, direct mail pieces, newspaper and magazine
advertisements, commercials, telephone book advertisements, price lists,
trade association listings, annual reports, and any other material such as
labels, tags, packages, containers, decals stamps, and name places used by
Opposers’, their distributors, or other sellers of Opposers’ goods and/or
services in the United States. (See Exhibit C hereto.)

Opposers’ July 29, 2008 Response to RFP No. 16 answered:

Opposers will produce a representative sample of non-privileged,
responsive documents at a mutually agreeable time and place.
Additionally, Opposers refer Applicant to their website,
www.rocskincare.com, which contains some sample promotional
materials bearing Opposers’ Marks. (See Exhibit D hereto.)

Applicant’s RFP No. 17 requested:

Photographs or samples of all types of goods and/or services bearing or
sold under Opposers’ Marks in the United States. (See Exhibit C hereto.)

Opposers’ July 29, 2008 Response to RFP No. 17 answered:

Opposers will produce a representative sample of non-privileged,
responsive documents at a mutually agreeable time and place.
Additionally, Opposers refer Applicant to their website,
www.rocskincare.com, which contains images of product bearing
Opposers’ Marks. (See Exhibit D hereto.)

On November 12, 2008 and again on December 5, 2008, Opposers supplemented their responses
to Applicant’s RFP Nos. 16 & 17 by producing documents showing sample packaging and
photographs of products bearing Opposers’ Marks. (Documents produced by Opposers at
J&J01333-01376, J&J 01567-01568, and J&J 01581-1592, attached as Exhibit E hereto.)
Applicant, apparently satisfied with Opposers’ discovery responses, did not take further
discovery on the topic of Opposers’ past and/or current use of Opposers’ Marks until the last day

of discovery (set pursuant to Order dated June 23, 2010), 21 months later, on September 14,



Corp. v. Bravo Co., 64 U.S.P.Q.2d 1597, 1604 (T.T.A.B. 2002) (two year unjustified delay to
add claim merits denial of request to amend); see generally TB.M.P. § 507.02(b) (collecting
cases).

B. Applicant Unreasonably Delayed Until the Final Day of the Discovery Period to
Serve Additional Discovery Requests In Any Event.

Even if there were any merit to Applicant’s contention that it lacked adequate factual
basis to assert its counterclaim until December 2010, Applicant’s delay in serving its RFAs until
the last day of a discovery period that was open for over two and a half years wholly undercuts
its contention that it acted with reasonable diligence in investigating the facts that it now relies
upon to support its motion for leave.

Applicant’s delay until September 10, 2010 is wholly unreasonable and Applicant has
offered no justification for its delay. Cf. Byer California v. Clothing for Modern Times Lid., 95
U.S.P.Q.2d 1175, 1177 (T.T.A.B. 2010) (applicant’s late knowledge of opposer’s intended trial
witness due in part to applicant’s service of discovery requests on the last day of discovery);
Dating DNA LLC v. Imagini Holdings Ltd., 94 U.S.P.Q.2d 1889, 1893 (T.T.A.B. 2010)
(explaining the importance of serving discovery requests early in the discovery period). Even if
it could be contended that the information learned by Applicant in 2008 was somehow
insufficient to give Applicant notice of Opposers’ then-current use, at minimum it would have
merited follow-up discovery. Yet in serving discovery only on the last day of discovery,
Applicant well knew that it would have only days before the commencement of testimony to
review that new information, and that Opposers would be prejudiced thereby. At minimum,
Applicant should have served RFAs promptly after Opposers completed their discovery

responses in 2008.



There is no reasonable explanation for Applicant’s delay, except to infer that Applicant
was attempting to ambush Opposers with grounds for a counterclaim once discovery had closed,
despite Applicant’s development of and satisfaction with facts allegedly supporting Applicant’s
counterclaim since 2008. Accordingly, Applicant’s Motion should be denied.

IL. Applicant’s Motion Should Be Denied Because Applicant’s Counterclaim Serves No
Useful Purpose.

Separate and apart from the timeliness of Applicant’s Motion, the Board should exercise
its discretion to deny Applicant leave to amend because Applicant’s proposed new claim serves
no useful purpose, within the meaning of settled Board precedent.

In Octocom, the applicant/counterclaimant sought to amend its answer to add a claim for
partial cancellation of the opposer’s registration on the theory that the opposer had abandoned its
registration due to nonuse on specific goods. 16 U.S.P.Q.2d at 1785. As recited by the Federal
Circuit in its opinion on appeal, the Board properly denied the applicant’s amendment “[b]ecause
allowing the amendment would serve no useful purpose.” Id.  Specifically, in denying
applicant’s request to amend to assert the counterclaim, the Board found that “the likelihood-of-
confusion issue without the restriction of [Opposer’s] goods would be essentially the same as
with the proposed restriction.” Id.

In this case, Applicant’s newly alleged counterclaim similarly serves no useful purpose.
Applicant seeks to delete rouge, skin powder, and liquid foundation from one of Opposer’s
pleaded registrations. However, even if Applicant were to prevail on its abandonment and partial
cancellation claim, Reg. No. 1,015,041 — ROC & Design would remain in force in connection
with “cosmetic and skin preparations, namely, eye make-up, sun-tan cream, moisturizing cream,
cleansing creams, skin creams, skin lotions and facial soap.” Further, Opposers’ two other

pleaded registrations — Reg. No. 3,407,724 — ROC covering “facial skin lotions, skin



moisturizers, skin creams, skin toners and cleansers; body lotions; hand cream; anti-wrinkle
cream; non-medicated lip protectants; and sunblock preparations” and Reg. No. 1,794,589 —
ROC & Design covering “cosmetic preparations; namely, cleansing, moisturizing and body
lotion, creams and suntan creams” — remain intact.

Simply put, the deletion of rouge, skin powder and liquid foundation serves no useful
purpose because the underlying “likelihood-of-confusion issue without the restriction of
[Opposer’s] goods would be essentially the same as with the proposed restriction.” Id. Valid
registrations would remain for numerous other skin care goods. There is nothing about the
character of the specific goods of which Applicant secks leave to pursue cancellation that would
materially alter the comparison of Applicant’s goods to Opposers’ goods in this proceeding.
Regardless of the outcome of Applicant’s counterclaim, the question of likelihood of confusion
will be determined based on a comparison of Opposers’ skin care goods and Applicant’s oral
care goods. As such, Applicant’s Motion should be denied for this reason as well.

CONCLUSION

For the reasons set forth herein, Opposers respectfully submit that Applicant’s Motion to
Amend Answer to Include Counterclaim for Partial Cancellation of Reg. No. 1015041 should be
denied as untimely because Applicant unreasonably delayed in seeking leave to amend. In
addition or in the alternative, Applicant’s Motion should be denied because Applicant’s

counterclaim serves no useful purpose.
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Respectfully submitted,

JOHNSON & JOHNSON

- )‘;@;{ S. Cpupbel]
Brian A. Coleman {
Jaye S. Campbell

Gaynne G. Zimmerman
Drinker Biddle & Reath LLP
1500 K Street, N.W., Ste. 1100
Washington, D.C. 20005-1209
Tel: 202-842-8800

Fax: 202-842-8465
dctrademarks@dbr.com
Counsel for Opposers




CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing OPPOSERS’ BRIEF IN
OPPOSITION TO APPLICANT’S MOTION TO AMEND ANSWER TO INCLUDE
COUNTERCLAIM FOR PARTIAL CANCELLATION was served on counsel for Applicant, at
the following address of record, by first class mail, postage prepaid, as well as electronic mail,
this 3rd day of January 2011:

Erik M. Pelton, Esq.

Erik M. Pelton & Associates, PLLC
P.O. Box 100637

Arlington, VA 22210
emp@tm4smallbiz.com

Chiye S Chnp M/
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OPPOSERS’ EXHIBIT A

Consolidated Opp. No. 91/182,207 (parent)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Johnson & Johnson and _ )
Roc International S.A.R.L.
Opposer, , ) Opposition No. 91182207
v o ) Application. Serial No. 79032762
Applicant. ) ) eé’;’;. R «9:i"'~.>,~,..»5: e B we bl e

BEEMNERALIZING Olat (LARE SYSTEMK

. APPLICANT’S FIRST SET OF INTERROGATORIES TO OPPOSER

Pursuant to Rﬁles 26 and 33 of the Federal Rules of Civil Procedure, 37 C.F.R. § 2.120,
~and fhe Trademark Rules of Practice, Applicant WDS (“*WDS” or “Applicant™), by counsel,
hereby requests that Opposers Johnson & Johnson and ROC International FS.A.R.L. (“Johnson &
Johnson” or “Opl;osérs”) answer fully under oath the following interrogatories within thirty (30)
days after service theréof. Thesc; answers are to be sent to Erik M. Pelton & Associates, PLLC,
PO Box 100637, Arlingtén, Virginia 22210.

Note that pursuant to the amended Trademark Trial and Appeal Boqm’ Rules, 72 Fed.
Reg. 42242 (August 1, 2007), Rule 2.11 6(g), the Board'’s standard Protective Order is applicable
in every pending casé, including the present one, commenced on or dfter Ai{gust 31, 2007. Asa |
result, any objections on the basis of “confidentiality” are generally inappropriate.

DEFINITIONS

The following definitions apply to and are deemed incorporated into each question in this
first set of interrogatories: |
1. “Johnson & J ohnéon,” “ROC International S.A.R.L.;” “ROC International,”
“you,” “your,” or “Opposers” means Oppoéers Johnson & Johnson and ROC International

S.A.R.L., their officers, directors, employees, counsel, agents, representatives, or other persons



9. If information is withheld on grounds of privilege or work-product immunity,
a. Identify the information with sufficient particularity to allow the matter to be
brought before the Court, including a description of the infonnatiqn’s type (e.g. event,
conversation, occurrence), subject matter, datev, and i)articipants; and
b. State briefly the legal anci factual basis for the claim of privilege or work-product
protection;

INTERROGATORIES

Interi‘ogatorv No. 1

Identify, as described in Instruction No. 3, the Opposers, Johnson & J ohnsoﬁ and ROC
International S.A.R.L., and the nature of the relationship between the two entities.

ANSWER:

Interrogatory No. 2

'Identify and describe with specificity each good and service in connection with which
the Opposers’ Marks, or any variation thereof, have been used or is currently being used by
| Opposer,‘ or any authorized user of the marks.

ANSWER:

Interrogatory No. 3

With respect to each of the goods and services identiﬁéd in response to Interrogatory No.
2, describe all relevant facts and circumstances regarding the first use of the Opposers’ marks in
interstate commerce in the United States.

ANSWER:

Opposition No. 91182207 Applicant’s First Interrogatories to Opposers p.7



State with particularity the date when Opposer believes its ROC Mark became famous
in connection with Opposefs’ goods or services.

ANSWER:

Interrogatory No. 18

Idéntify all instances within the knowledge of Opposers of dilution of the value of its
ROC Mark as a result of the Applicant’s Mark.

ANSWER:

Interrogatory Nao. 19

For each of the preceding Intefrogatories, identify: all pérsons who were consulted or
parficipated in the preparation of the answer to each Interrogatory; all persons who are presently
knowledgeable as to any of the facts recited in the answer to each Interrogatory; whether_ 61‘ not
such persons were consulted or partiqipated in the preparation of the answer; and aﬂ files and
areas searched in attempting to locéte any documents requested to. be identiﬁed by each
Interrogatory.

ANSWER:

Dated: June 23, 2008
Respectfully Submitted,

Erik M. Pelton, Esq.
Attorney for Applicant

Opposition No. 91182207: Applicant’s First Interrogatories to Opposers p.12



- ERIK M. PELTON & ASSOCIATES, PLLC
PO Box 100637
Arlington, Virginia 22210
(703) 525-8009

CERTIFICATE OF SERVICE

I hereby certify that a true copy of the Applicant’s First Set of Interrogatories to Opposer
was deposited as First Class mail with the United States Postal Service on June 23, 2008, to
counsel for Opposer at:- '

‘ Mary Pat A. Weyback
Drinker Biddle & Reath LLP
1500 K Street, N.W., Ste. 1100

Washington, DC 20005-1209%/ .

By: ,
Erik M. Pelton, Esq.

Opposition No. 91182207: Applicant’s First Interrogatories to Opposers p.13



OPPOSERS’ EXHIBIT B

Consolidated Opp. No. 91/182,207 (parent)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
- BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

JOHNSON & JOHNSON and
ROC INTERNATIONAL S.ARL.,

Opposers,
v. | o Opposition No. 91/182,207

OBSCHESTVO S OGRANITCHENNOY;
OTVETSTVENNOSTIU WDS,

Applicant.'

OPPOSERS’ ANSWERS AND OBJECTIONS TO
' APPLICANT’S FIRST SET OF INTERROGATORIES

Opposers, Johnson & Johnson and ROC International S.A.R.L. (“Oppc').sers”), by their

attorneys, respond to Applicant, WDS (“Applicant’s”), First Set of Interrogatories as follows:

GENERAL OBJECTIONS
 The following Ge‘ne‘fal 'Objections pertain to each of Applicént’s Intetrogatories unless
other&ise specified. o ‘

1. Opposers object to the “Instructions” prefacing each of Applicant’s
Intérro‘gafories to the extent that those Instructions purport to impose any 'obligdtion that is not
contained in, or is more expansive than, the Federal Rules of Civil Pi‘_océd_ufe or the Trademark
Rules of Practice. |

2. . Pursuant to Fed. R. Civ. P. 33 and Trademark Rule 2.120(d)(1), Oppos‘ers object

to the Interrogatories to the extent they exceed seventy-five (75), couhfing subpatts, in niumber.
| 3. Opposers object to the Interrogatories to ‘the'extent that they seek the pro‘duét'ion

of information protected by the attorney-client privilege and/or attorney-work product doctrine

or exemption, or any other privilege. Opposers will not disclose such privileged information and

DC01/2122299.1



Interrogatory No. 2

Identify and describe with specificity each good and service in connection with which
the Opposers’ Marks, or any variation thereof, have been used or is currently being used by

Opposer, or any authorized user of the marks.

ANSWER Opposers’ Marks are used prlmarlly in connection with skincare products mcludlng,
W1thout limitation, fa01a1 serum, eye créme, hand créme, moisturizing sunscreen, night creme,

daily moisturizer, facial cleansers. Additionally, Opposers refer applicant to their website,

- www.rocskincare.com, which contains information regarding Opposers’ preduct bearing_ the

ROC mark.

Interrogatory No. 3

With respect to each of the goods and services identified in response to Interrogatory No.
2, describe all relevant facts and circumstances regarding the first use of the Opposers’ marks in

iriterstate cormmerce in the United Statest

ANSWER: Opposets object to this Interrogatory on the grounds that it is overbroad and unduly
burdensome insofar as it seeks information spanning over two decades’ of use i‘n commerce in the
United States. Due to substantlal personnel movement and the passage of time, such mformatmn
is not likely to be readily avallable Notw1thstandmg and without waiving these obj ectlons and
th"e. general obj eetions, Opposers state that ROC mark was first used in connection with the
| gonds recited in Reg. No. 3,407,724 — ROC as early as 1984, The ROC & Design mark was first
used in eonnectinn with the goods recited in Reg. No. 1,794,589 as eatly as 1984. Opposers’
“search for information responsive to this Interrogeltory is ongoing, and Opposers will update their

_response, as appropriate.

DCO1/2122299.1 ' -4 -



VERIFICATION

&2, declare that | have been warned that willful false statements and

the like so made are punishable by fine or imprigonment, or both, pursuant to Section 1001 of
“Title 18 and that they may jeopardize the Opposer in the above-identified proceeding, that I have
read the responses to Applicant’s First Set of Intetrogatories, and that the responses thersto are

trie or on information and belief are believed to be true.

+2 - ) '6 -
By:. . -\ﬂ'fii,: r‘v,‘.“?yg\ f{-’:." ey ;;,"'J‘L' .

\ ’,:..-:" ¢ o ‘}
Title: i
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CERTIFICATE OF SERVICE

1 ﬁereby certify that a copy of the foregoing OPPOSERS’ ANSWERS AND ;
OBJECTIONS TO APPLICANT’S FIRST SET OF INTERROGATORIES was served on
Applicant this 28th day of July 2008, via first-class mail to:

Erik M. Pelton Esq.

ERIK M. PELTON & ASSOCIATES, PLLC
P.O. Box 100637

Arlington, VA 22210

DCO1/2122299.1



OPPOSERS’ EXHIBIT C

Consolidated Opp. No. 91/182,207 (parent)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Johnson & Johnson and )
Roc International S.A.R.L.
Opposer, ) Opposition No. 91182207
V. ) Application. Serial No. 79032762
WDS ) Mark:
Applicant. )

APPLICANT’S FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS AND THINGS

Pursuant to Rules 26 and 34 of the Federal Rules of Civil Procedure and the Trademark
Rules of Practice, Applicant, WDS (“WDS” or “Applicant”), by counsel, hereby requests that
Opposers Johnson & Johnson and ROC International S.A.R.L. (“Johnson & J ohnson” or
“Opposers”) produce the following documents and things that are in Opposers’ possession,
custody, or control. These documents and things are to be produced, or made available for
copying and inspection, at the offices of Erik M. Pelton & Associates, PLLC, PO Box 100637,
Arlington, Virginia 22210, within thirty (30) days of service hereof.

Note that pursuant to the amended Trademark Trial and Appeal Board Rules, 72 Fi ed.
Reg. 42242 (August 1, 2007), Rule 2.116(g), the Board’s standard Protective Order is applicable
in every pending case, including the present one, commenced on or after August 31, 2007. As a
result, any objections on the basis of “confidentiality” are generally inappropriate.

DEFINITIONS

The following definitions apply to and are deemed incorporated into each of the requests
to produce herein.

1. - “Johnson & Johnson,” “ROC International S.A.R.L.,” “ROC International,”



13, Representative samples of documents and things referring to, relating to, or
commenting upon Opposers’ advertising and/Qr promotional expenditures for any goods and/or
services sold under Opposers’ Marks since 2000, or any variation thereof. |

14. Répresentative savrnplefs of all documents and things referri_ng to or regarding any
~ advertisements, promotions, of sales of Opposers’ goods or services via any third party
distributor that have utilized Opposers’ Marks sihce 2000, including, but not limitéd 1o,
documents specifying ‘the third party distributor, the goods and/or services involved, and the
timeframe during which such advertisement, promotion, or sale occurred.

15. Representative samples of all documents identifyiﬁg the publications and
broadcast media in which Opposers have advertised, is advertising, or has plans to advertise any
of its products or services bearing or sold under Opposers’ Marks in the United States, includi;lg,
but not limited to, the Internet.

16. - Representative samples of all adverﬁsing and promotional documents bearing
Opposers’ Marks, inchiding, without limitation, brochures, catalogues, circulars, leaflets, direct
mail pieces, newspaper and magazine advertisements, commercials, telephone book
advertisements, price lists, trade associatioh listings, annual reports, and any other material such
as labels, tags, packages, containers, decals, stamps, and name plates used by Opposers’, their
distributors, or other sellers of Oppbsers’ goods and/or services in the United States.

17.  Photographs or samples of all types of goods and/or services bearing or sold

“under Opposers’ Marks in the United States.-

18. All documents and things referring to, relating to, or comprising any consumer or.

market survey, test, or ‘study Opposers have conducted or has caused to be conducted regarding

the following:

Opposition No. 91182207: Applicant’s First Request for Production p.10



32.  All documents and things, other than those produced in response to any of the
foregoing requests, upon which Opposers intends to rely in connection with this Opposition

proceeding.

Dated: June 23,2008

Respectfully Submitted,

Erik M. Pelton, Esq.
Attorney for Applicant

By:

ERIK M. PELTON & ASSOCIATES, PLLC -
PO Box 100637

Arlington, Virginia 22210

(703) 525-8009

Opposition No. 91182207 Applicant’s First Request for Production | ' p.13



CERTIFICATE OF SERVICE

I hereby certify that a true copy of the Applicant’s First Request for Production of
Documents and Things was deposited as First Class mail with the United States Postal Service
on June 23, 2008, to the following: :

Mary Pat A. Weyback

Drinker Biddle & Reath LLP
1500 K Street, N.W., Ste. 1100
Washington, DC 20005-1209

By:

Erik ﬁ.yPgiﬁ)n, Esq.

Opposition No. 91182207: Applicant’s First Request for Production | p.14



OPPOSERS’ EXHIBIT D

Consolidated Opp. No. 91/182,207 (parent)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
~ BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

13

JOHNSON & JOHNSON and
ROC INTERNATIONAL S.AR.L.,

Opposers,
v. Opposition No. 91/182,207 .

OBSCHESTVO S OGRANITCHENNOY;
OTVETSTVENNOSTIU WDS,

Applicant.

OP,P_OSERS;_RESPONSES AND OBJECTIONS TO APPLICANT’S
FIRST REQUEST FOR PRODUCTION OF DOCUMENTS

Opposérs Johnson & Johnson and ROC Interﬁational S.AR.L. (‘;OppOSers”), by their
attorneys, respond to Applicant, WDS (“Applicant’s”) First Request for Production of
Documents and Things as follows. |

Opposers hereby incorporate by reference all General Objections set forth in their
Answers and Objections to Applicant’s First Set of Interrogatories, replacing the word
“Inte‘rrbgatofy(ies)” ‘with “Document Request(s)” where necessary. - Opposers object to the
- “Instructions” and “Definitions” prefacing each of Applicant’s document réquests to the extent
that those Instructions and Definitions purport to impose any obligation that is not contained in,
or is more f;xpansive than, the Federal Rules of Civil Procedure or the Trademark Rules of
Practice.

Ali responses herein are subject to the specific objections set forth below, and to ‘aﬁoid
duplication and repetition, each response is also subject to the General Objections.

REQUESTS FOR PRODUCTION

1. All documents and things referring to, relating to, comprising, or commenting on

any entity associated with Opposers that relates to the use of Opposers’ Marks, including, but not

DC01/2122330.1



disclosure of which would cause Opposers econemic end competitive harm. Notwithstandiﬁg
these objections and the general oi)jections, Opposers’ iﬁvestigation is ongoing and, to the exteﬁt
such documents exist, Opposer will produce a representative sample of non-privileged,
responsive documents at a mutually agreeable time and elace up/on entfy of a mutually agreeable-

amended protective order.

16. Representative sampl'es of all advertising and promotional documents bearing
Opposers’ Marks, ineluding, without limitation, brochures, catalegu'es, eifculars,. leaflets, direct
- mail pieces, newspaper and magaziﬁe advertisements, commercials, telephone Book
advertiéements, price lists, trade association listings, annual repoﬁs, and any other material such
as labels, tags, packages, containers, deeals, stamps, and name plates used by Opposers’, their

distributors, or other sellers of Opposers’ goods and/or services in the United States.

- RESPONSE: Without waiving the general objections, Opposers will produce a

representative sample of non-privileged, responsive documents at a mutually agreeable time and

place. Additionally, Opposers refer Applicant to their website, www.rocskincare.com, which

contains some sample promotional materials bearing Opposers’ Marks.

17.  Photographs or samples of all types of goods and/or services bearing or sold

under Opposers’ Marks in the United States.

RESPONSE: Without waiving the general objections, Opposers will produce a

representative sample of non-privileged, responsive documents at a mutually agreeable time and

place. Additionally, Opposers refer Applicant to their website, www.rocskincare.com, which

‘contains images of product bearing Opposers’ Marks.

DCO01/2122330.1 i -8~



CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing OPPOSERS’ RESPONSES AND
OBJECTIONS TO APPLICANT’S FIRST REQUEST FOR DOCUMENTS AND
THINGS was served on Applicant this 28th day of July 2008, via first-class mail to:

Erik M. Pelton Esq. -
ERIK M. PELTON & ASSOCIATES, PLLC
P.O. Box 100637

- Arlington, VA 22210

S g™
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OPPOSERS’ EXHIBIT E

Consolidated Opp. No. 91/182,207 (parent)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Johnson & Johnson and Roc International Opposition No. 91182207 (parent)
S.AR.L. 91184467
Opposers,
_ Application Serial No. 79032762
v. : '
Mark:
Obschestvo s Oranitchennoy; Otvetstvennostiu _
"WdS", L i..&q B ’..v . 1«'«\?
Applicant. % «:§ g ‘%} £ 4 ig i
| ¥o, % BR .
ﬁf‘iiga “%%‘ » %%.!é’ * T“"n“‘ga (‘5 [

REMINERALIZING ORAL CARE SYSTEMS

APPLICANT'S FIRST REQUESTS FOR ADMISSION TO OPPOSER
Applicant Obschestvo s Oranitchennoy; Otvetstvennostiu "st;' (“Applicant™), by
counsel, hereby request that Opposers Johnson & Johnson and Roc International S.A.R.L.
("Opposer™") admit or deny the following statements of law and fact. If objection is made, please
state the reason for the objection, and set forth in detail the reasons why Oplsoser cannot
truthfully admit or deny the matter. Responses to these requests are subject to TBMP §

407.03(b) (footnotes omitted), which states that:

An answer must admit the matter of which an admission is requested; deny the
matter; or state in detail the reasons why the responding party cannot truthfully
admit or deny the matter. “A denial shall fairly meet the substance of the
requested admission, and when good faith requires that a party qualify an answer
or deny only a part of the matter of which an admission is requested, the party
shall specify so much of it as is true and qualify or deny the remainder. An
answering party may not give lack of information or knowledge as a reason for
failure to admit or deny unless the party states that the party has made reasonable
inquiry and that the information known or readily obtainable by the party is
insufficient to enable the party to admit or deny.”

If the responding party 6bjects to a request for admission, the reasons for
objection must be stated. If a responding party believes that a matter of which an



36.  Admit that Opposers do not currently offer “eye make-up” in connection with
Opposers’ ROC marks in the United States.

37.  Admit that Opposers do not currently offer “liquid foundation” in connection with
Opposers’ ROC marks in the United States.

38.  Admit that Opposers do not currently offer “skin powder” in connection with
Opposers’ ROC marks in the United States.

39.  Admit that Opposers do not currently offer “rouge™ in connection with Opposers’
ROC marks in the United States.

40.  Admit that Opposers do not currently offer “facial soap” in connection with
Opposers’ ROC marks in the United States.

41.  Admit that Opposers do not currently offer “skin powder” in connection with
Opposers’ ROC marks in the United States.

42.  Admit that Opposers do not currently offer “hand cream” in connection with
Opposers’ ROC marks in the United States.

43.  Admit that Opposers do not currently offer “non-medicated lip protectants” in
connection with Opposers’ ROC marks in the United States.

44. Admit that Opposers do not currently offer “sunblock preparations™ in connection

with Opposers” ROC marks in the United States.

Opposition Nos. 91182207 & 91184467: Applicant’s First Requests For Admission To Opposer p.7



Dated this 14th day of September, 2010.

Erik M. Pelion -

ERIK M. PELTON & ASSOCIATES, PLLC
PO Box 100637

Arlington, Virginia 22210

TEL: (703) 525-8009

FAX: (703) 525-8089

Attorney for Applicant

~ Opposition Nos. 91182207 & 91184467: Applicant’s First Requests For Admission To Opposer

p.8



CERTIFICATE OF SERVICE

I hereby certify that a true and accurate copy of Applicant’s First Requests for Admission
to Opposer has been served on the following by delivering said copy on September 14, 2010, via

First Class Mail, to counsel for Opposer at the following address:

BRIAN A. COLEMAN

DRINKER BIDDLE & REATH LLP
1500 K STREET NW, SUITE 1100
WASHINGTON, DC 20005-1209

By:

Erik M. Pelton, Esq.

Opposition Nos. 91182207 & 91184467: Applicant’s First Requests For Admission To Opposer

p.9



OPPOSERS’ EXHIBIT F

Consolidated Opp. No. 91/182,207 (parent)



THE anti-aging sKIN CARE experts

FIND RoCE® PHODUCYE:

Anti-Wrinkle ¢ Lift & Define M- Beneflt

& (& o
THE PROMISE 10 Years Back’
Learn more about the

' RoC® RETINOL
 CORREXION®

Click here
to save $3
on your next

RoC® purchase
RoG WE KEEP QUR PROMISES

J&J 01333
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KEOPS®

RANT A BILE
O toaonant

5
MESSES TENUEIS
W;’:(%EP OUR PROMISES?

KEOPS®

A BILLE
DEODORANT A
ROLL-ON DEODGRANT

Efficacité 244
Sans Parfum - Sans Alcool

Effective for 24 hours
Fragrance Free - Aicubol Free

€ 30 mi
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DEEP WRINKLE
NIGHT CREAM *

Contains RoC®RETINOL, an exclusive complex of pure
refinol plus essential minerals, which stimulates cell
renewal o help skin rebuild its own collagen.
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available at a drugstore near you
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exclusive fusion

In an independent clinical study:

94% of women saw a diminished look of WRINKLES,

79% of women experienced improved ELASTICITY
for more defined facial contours.

96% of women experienced BRIGHTER more radiant skin.
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for greater clarity in the eye area,
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OPPOSERS’ EXHIBIT G

Consolidated Opp. No. 91/182,207 (parent)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

' JOHNSON & JOHNSON and
ROC INTERNATIONAL S.AR.L.,

Opposer,

v. : Opposition Nos. 91/182,207 (parent)
: 91/184,467
OBSCHESTVO OGRANITCHENNOY; '
OTVETSTVENN OSTIU “WDS”
Applicant,

OPPOSER’S SUPPLEMENTAL RESPONSES AND OBJECTIONS
TO APPLICANT’S FIRST SET OF REQUESTS FOR ADMISSIONS

Opposers Johnson & Johnson and ROC International S.A.R.L. (“Opposers™), by their

' attorneys, supplement their initial responses to Applicant, WDS (“Applicant’s”) First Set of
Requests for Admissions as follows.

Opposers hereby incorporate by reference all General Obj ections set forth in their
Answers and Objections to Applicant’s First Set of Interrogatories, replacing the word
“Interrogatory(ies)” with “Requests for Admission(s)” where necessary. Opposers object to
these Requests for Admissions to the extent that they purport to request any information that is
not relevant to these proéeedings and /or that Opposers are not obliged to proffer under the
Federal Rules of Civil Procedure or the Trademark Rules of Practice.

REQUESTS FOR ADMISSION

1. Admit that Opposers have conducted a thorough search for documents and

information responsive to Applicant’s First Set of Interrogatories to Opposer, attached as Exhibit

A.

DC\624777
DCO1/2601302.3



36.  Admit that Opposers do not currently offer “eye make-up” in connection with |
_Opposers’ ROC marks in the United States.

RESPONSE:

- Opposers object to this request on the basis of relevance, and on the basis that it is vague
_and ambiguous as to the intended meaning of “eye make up” in the context of this request.

- Subject to and without waiving this objection, denied.

37.  Admit that Opposers do not currently offer “liquid foundation” in connection with

Opposers’ ROC marks in the United States.

RESPONSE:

Opposers object to this request on the basis of relevance, and on the basis that it is vague
and ambiguous as to the intended meaning of “liquid foundation” in the context of this request.

Subject to and without waiving this objection, admitted.

38.  Admit that Opposers do not currently offer “skin powder” in connection with
Opposers’ ROC marks in the United States.

" RESPONSE:

Opposers object to this request on the basis of relevance, and on the basis that it is vague
and ambiguous as to the intended meaning of “skin powder” in the context of this request.

Subject to and without waiving this objection, admitted.

DC\624771ML
-5 -



39. .Adn.lit that Opposers do not 6urreﬁt]y offer “roﬁge” in connection with Opposers’
ROC marké m fhe United States. |
RESPONSE:

Oppdsers object to this requést oﬁ the basis of relevance, and insofar as it is vague or -
ambiguous with feSpect to the meaning of “rouge” iﬁ the context of this request. Subject to and

- without waiving this objection, admitted.

| 40. Admit that Opposers do not currently offer “facial soap” in connection with
Opposers’ ROC mavr,ks.in the United States.
RESPONSE:
Oppésers object to this request on the basis of relevance, and on the basis that it is vague
“and ambigﬁous as to the intended meaning 6f “facial soap” in the context of fhis request. Subject

to and without waiving this objection, denied.

41,  Admit that Opposers do not currently offer “skin powder” in connection with
Opposers’ ROC marks in the United States.

-RESPONSE:

Opposers object to this request on the basis of relevance, and on the basis that it is vague
and ambiguous as to the intended meaning of “skin powder” in the context of this request.

- Subject to and without waiving this objection, admitted.

42.  Admit that Opposers do not currently offer “hand cream” in connection with

Opposers” ROC marks in the United States.

DC\624777\L
226 -



DC\624777\

Respectfully submitted,

| JOHNSON %SON

Brian A. Coleman

Jaye S. Campbell

Gaynne G. Zimmerman*

DRINKER BIDDLE & REATH LLP

* 1500 K Street, N.W., Suite 1100

Washington, D.C. 20005-1209

“Tel: (202) 842-8800
© Fax: (202) 842-8465-

* Admitted in Pennsylvania and New Jersey only.
District of Columbia Bar application pending;

practice supervised by D.C. Bar members pur%uant to

D.C. Bar Rule 49(c)(8).

-8 -



CERTIFICATE OF SERVICE

This is to certify that this E%ay of December 2010, a true copy of the foregoing
Opposers’ Supplemental Responses to Applicants’ First Set of Requests for Admission was
“served, via electronic mail, on:
‘Erik M. Pelton

PO Box 100637
Arlington, Virginia 22210

A

1

DC\624777\1
DCO1/ 26013023



