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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

M2 SOFTWARE, INC. Opposition No. 91180387
Opposer,
V.
For: M2 MARCEL MEDIA
MARCEL MEDIA, LLC Ser. No.: 78/775, 369
Filing Date:  12/16/2005
Applicant.

OPPOSER’S REPLY TO APPLICANT’S RESPONSE TO OPPOSER’S MOTION FOR
DEFAULT JUDGMENT: AFFIDAVIT OF OFFICER ON REPLY

Opposer M2 Software, Inc. (“M2” or “Opposer”) hereby submits its Reply to the Ap-

plicant’s January 7, 2007 Response to Opposer’s Motion for Default Judgment (“App. Re-
sponse” or “Response™).

1. In its Response, Applicant fails to submit any factual evidence to support the requi-
site showing of “good cause” to avoid default judgment. See Opposer’s Opposition to Extension
Request and Motion for Default Judgment (“MDJ” or “Motion”) at 4, q 3.02, citing Trademark
Board Manual of Procedure (“TBMP”’) 312.01 and 37 CFR § 2.106 (a). Applicant also effec-
tively concedes that it does not possess any meritorious defense. MDJ at 7, 9 4.06; TBMP
312.01. Although it submits a few conclusory factual statements, Applicant has essentially failed
to file a brief in support of its Response and under the intent of 37 CFR § 2.127(a) the Board

may simply treat Opposer’s Motion for Default Judgment as conceded.
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2. Even if the Board does not find the Motion conceded, an evaluation of the merits mili-
tates for a finding of default judgment as set forth in the Motion. Incredibly, despite the focus of
the Motion on the misleading omission of pertinent date information in the Applicant’s request
for extension [see MDJ at 2, 9 1.03; at 5, 9 4.03], in its response Applicant has resorted to the
very same tricks. According to Applicant:

“Applicant called and sent Opposer and e-mail requesting an extension of its
time to answer the Notice of Opposition in view of the parties impending set-
tlement discussions. Opposer did not respond to either of these inquiries.
Accordingly on December 10, 2007, Applicant filed a Request for Extension
of Time in which to file its Answer.”

App. Response, 2. This statement is as misleading as Applicant’s original request for extension
because it implies that Applicant had contacted Opposer before the December 10, 2007 deadline.
In fact, Applicant did not attempt to contact Opposer until after the close of business on that
same date. See Affidavit of Officer on Reply (“Aff. Reply”), 4 2, Ex. 1 (email from email ad-
dress of record of Applicant timestamped 5:41 p.m. CST, -0600 time zone offset).l Thus, Appli-
cant’s description that it “accordingly” filed its request because “Opposer did not respond” im-
plies that there was adequate time, and is plainly false or misleading. The Applicant’s repeated
failure to omit the pertinent date information in critical statements to the Board further supports

that it lacked good cause in its earlier Board violations. MDJ, at 6, q 4.05.

4. In its Response, despite being given the opportunity to prove up good cause Applicant
fails to submit any affidavit or declaration to support the single most important element ---
“namely, the reason for the delay and whether it was within the reasonable control of the

movant[.]” See HKG Industries Inc. v. Perma-Pipe, Inc., 49 USPQ2d 1156 (TTAB 1998) (em-

1 Although two timestamps are indicated by the email route including a 6:41 p.m. EST timestamp,
the time zone offset for Central Standard Time is “0600 and corresponds to the initial routing
server. See http://www.timeanddate.com/library/abbreviations/timezones/na/cst.html.
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phasis added). Instead, the Applicant merely repeats the unsupported and misleading claims that

it has already submitted in its original request for extension.

5. In HKG, the Board determined that “good cause” in the context of violating a similar
Board deadline was the equivalent of “excusable neglect” under federal rules. HKG, 49 USPQ2d
1156. The Board found that the standards of the United States Supreme Court in clarifying “ex-

cusable neglect” should apply to a determination of good cause:

In Pioneer Investment Services Company v. Brunswick Associates Limited
Partnership et al ., 507 U.S. 380 (1993), as discussed by the Board in Pump-
kin Ltd. v. The Seed Corps , 43 USPQ2d 1582 (TTAB 1997), the Supreme
Court clarified the meaning and scope of "excusable neglect," finding that
"excusable neglect" under Rule 6(b) "is a somewhat 'elastic concept' and is
not limited strictly to omissions caused by circumstances beyond the control
of the movant." Pioneer, 507 U.S. at 392. Specifically, the Court held that
the determination as to whether a party's neglect is excusable is at bottom an
equitable one, taking account of all relevant circumstances surrounding the
party's omission. These include . . .

[1] the danger of prejudice to the [nonmovant],
[2] the length of the delay and its potential impact on judicial proceedings,

[3] the reason for the delay, including whether it was within the reasonable
control of the movant, and

[4] whether the movant acted in good faith.

1d., citing Pioneer, 507 U.S. at 395.

6. Here, the Applicant in its Response has argued (without supporting affidavit) the
above factors (1) and (2). App. Response at 1. Yet, in HKG, the Board ruled against a litigant
that had shown the same factors (1) and (2), and even factor (4) in its favor. HKG, 49 USPQ2d
1156 (““[as to the first Pioneer factor] there does not appear to be any measurable prejudice...as
to the second Pioneer factor, it is adjudged that the length of the delay and its potential impact on

judicial proceedings are insignificant...[as to the fourth Pioneer factor there is] no evidence of
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record * * * of bad faith”).2 What was critical, instead, was factor (3) — the very factor that Ap-
plicant does not address because it simply has no valid non-tactical reason for its violation:

In undertaking the Pioneer analysis, several courts have stated that the third
Pioneer factor, namely, the reason for the delay and whether it was within the
reasonable control of the movant, might be considered the most important of
the Pioneer factors in a particular case.

Id. (citations omitted). As here, in HKG the delay was found to be in the control of the movant:

Ordinarily the death of plaintiff's counsel would constitute good and suffi-
cient cause as contemplated by Trademark Rule 2.132, provided, however,
that the death occurred at a time relatively contemporaneous with the opening
and closing of the plaintiff's testimony period. In this particular case, how-
ever, petitioners have not provided critical factual information as to the pre-
cise date of Mr. Podwil's death, with the result that there is no evidence of
record that his death occurred at such a time as to prevent petitioners from
going forward with their testimony period.

Id. (emphasis added). The Board found, as here, that there was an entire “absence of evidence
linking the reason for the delay” with the failure to meet the Board-ordered deadline. /d. (em-
phasis added). The Board therefore found the litigant had not shown good cause despite finding
for the litigant on three other less important factors. /d. Similarly here, Applicant failed to dis-

close to the Board that the letter it had relied-upon was already 40-days-old at the time of its re-

quest. See MDJ at 6, 4 4,052 With that fact revealed [MDJ at 2, 9 1.03], there is an entire “ab-

sence of evidence /inking the reason for the delay” just as the Board found in HKG.

2 This case is even more egregious than HKG because there is some evidence of bad faith. Appli-
cant here makes a conclusory statement that it acted in “good faith” (factor (4), supra), but this is
a factual determination that Applicant fails to support with even an iota of evidence by affidavit
or declaration. Instead, the facts of record indicates bad faith by Applicant’s willful delay and its
false or misleading statements to the Board. MDJ at 5, 9 4.03, and 6, 9 4.05.

2 Just as in HKG, Applicant “ha[s] appointed * * * a rather sizable law firm, to act as [its] duly
authorized representatives in this matter * * *”” eliminating any other potential obstacles it could
have cited as a reason for the delay. HKG, 49 USPQ2d 1156.
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7. In HKG, the Board suggested that the petitioners’ lack of candor in statements to
the Board also played a part in its decision, holding that “the petitioners’ failure to provide any
information as to the date of” the relied-upon circumstances militated against a finding of good
cause. Id. Similarly here, the Applicant has submitted false or misleading information with re-
spect to its reasons for its delay. MDJ at 6, 9 4.05. Applicant’s Response adds no support — by
affidavit, declaration, or otherwise — to help it demonstrate any excusable neglect for a showing

of “good cause” required under TBMP 312.01.

8. Finally, Applicant fails to even attempt to address or rebut Opposer’s contention
that Applicant lacks a meritorious defense. See MDJ at 7-9. This is not surprising: Applicant is
applying for a trademark consisting of or comprising the identical “M2” mark for services that
Opposer and similar companies already provide as a natural subcomponent of the software field.
MDJ at 7-8, 9 4.07-4.09. MDJ at 8-9, 9 4.12; Aff. Reply 9 3. Applicant has shown no good
cause for its failure to meet the Board’s deadline, and its lack of any meritorious defense is dis-
positive of the opposition proceeding here. TBMP 312.02.

For the reasons set forth in Opposer’s original motion, the Board should enter default

judgment pursuant to 37 CFR § 2.106(a) sustaining the Opposition.

Dated: January 10, 2008 Respectfully submitted,
Calgary, Alberta M2 SOFTWARE, INC.
BY: s/David Escamilla/

David Escamilla

President and C.E.O.

M2 Software, Inc.

6725 Sunset Blvd., Suite 230
Los Angeles, CA 90028
OPPOSER
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AFFIDAVIT OF OFFICER ON REPLY

I, DAVID ESCAMILLA, do hereby declare as follows:

1. I am the President and Chief Executive Officer of M2 Software, Inc. (“M2” or
“Opposer”), the Opposer in the subject proceeding before the Trademark Trial and Appeal
Board. I am over 18 years of age and fully competent to make this Affidavit. All the matters
contained herein are within my personal knowledge and are true and correct and those stated on
information and belief are with good faith belief in the truth of the matter asserted, and if called

to testify before the Board, I could and would competently testify thereto.

2. Attached hereto as Exhibit 1 is a true and correct copy of an email from the ad-

dress of record for Applicant to the address of record of Opposer, dated December 10, 2007.

3. Like the Applicant, Opposer has also advised corporations on search engine opti-
mization and Internet strategies. Clients increasingly approach Opposer, a 16-year-old software
company, for advice in these emerging areas without solicitation because such tasks are naturally
regarded as a subcomponent of the software development field.

The undersigned, with the knowledge that willful false statements and the like are pun-
ishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false
statements and the like may jeopardize the validity of this document, declares that he is properly
authorized to execute this document on behalf of Opposer; and all statements made of his own
knowledge are true and that all statements made on information and belief are believed to be true.

Executed this 10th day of January 2008, at Calgary, Alberta.

/s David Escamilla

David Escamilla
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Sender: KSK@pattishall.com
Received: from pattishall.com (mail.pattishall.com [12.2.26.130])
by liaaglac.mx.compuserve.com (8.13.6/8.13.4/g1.2) with ESMTP id IBANfQxi030472
for <m2@compuserve.com>; Mon, 10 Dec 2007 18:41:29 -0500
Received: from CHICAGO-MTA by pattishall.com
with Novell_GroupWise; Mon, 10 Dec 2007 17:41:23 -0600
Message-1d: <475D79FF.F1C1.00E8.0@pattishall.com>
X-Mailer: Novell GroupWise Internet Agent 7.0.2
Date: Mon, 10 Dec 2007 17:40:15 -0600
From: "Kristen S. Knecht" <KSK@pattishall.com>
To: <m2@compuserve.com>
Subject: M2 Software, Inc. v. Marcel Media, LLC/ Opposition No. 91180387
Mime-Version: 1.0
X-priority: 1
Content-Type: multipart/alternative; boundary="=__PartF3D5E44F.0__="
X-Guinevere: 3.4.0 ; PATTISHALL, MCAULIFF
X-Virus-Scanned: ClamAV version 0.91.1, clamav-milter version 0.91.1 on liaaglac.mx.compuserve.com
X-Virus-Status: Clean

Dear Mr. Escamilla:

We are still conferring with our client regarding the Notice of Opposition and the letter you sent on November
1, 2007. Please advise if you consent to a thirty (30) day extension of Marcel Media's deadline to file an
Answer in the above noted proceeding.

Thank you,
Kristen Knecht

Kristen S. Knecht

Pattishall, McAuliffe, Newbury, Hilliard & Geraldson LLP

311 S. Wacker Drive - Suite 5000 - Chicago, IL 60606

T (312) 554-8000 E¥rect (312) 554-7943 ¥ (312) 554-8015
ksk@pattishall.com www.pattishall.com

3k 3 Kok K K koK ok ok KK KK KKK 3K SRR 3K 3R SR 3K 3K 3K 3Kk 3K 3k koo 3k ok keok Kk sk ok ok ok sk ok kK SR K SR SRR 3K 3R SRR 3R 3K Skosk skoskookesk skokokskok sk sk skok sk k

The preceding message and any attachments may contain confidential information protected by the attorney-
client or other privilege. You may not forward this message or any attachments without the permission of the
sender. If you believe that it has been sent to you in error, please reply to the sender that you received the
message in error and then delete it. Nothing in this email message, including the typed name of the sender
and/or this signature block, is intended to constitute an electronic signature unless a specific statement to the

contrary is included in the message.
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CERTIFICATE OF SERVICE
I hereby certify that a true and correct copy of the foregoing
OPPOSER’S REPLY TO APPLICANT’S RESPONSE TO

OPPOSER’S MOTION FOR DEFAULT JUDGMENT; AFFIDAVIT
OF OFFICER ON REPLY

is being served on January 10, 2008, by overnight courier, postage prepaid,
upon:

KRISTEN S KNECHT

PATTISHALL MCAULIFFE NEWBURY ET AL
311 S WACKER DR STE 5000

CHICAGO, IL 60606-6631

UNITED STATES

Attorneys for Applicant

Marcel Media, LLC

s/David Escamilla /
David Escamilla

Certificates
i




