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I

INTRODUCTION

Applicant, Premium Nutritional Products, Inc. (“PNP), by its attorneys, Hovey Williams

LLP, submits this memorandum in opposition to Ahold Licensing SArl’s (“Opposer”) attempts to

preclude registration of NATURE’S PROMISE (“the Mark”) on the Principal Register, Serial No.

77/022,302. The Board should deny the opposition because PNP’s use of the NATURE’S

PROMISE is unlikely to confuse consumers as to the source of Opposer’s goods and services.

II.

III.

DESCRIPTION OF THE RECORD

The evidence of record consists of the following:

A. Materials submitted pursuant to Premium Nutritional Products' Notice of
Reliance.

B. Materials submitted pursuant to Ahold's Notice of Reliance.

C. Certified non-confidential deposition transcript of David R. Morris taken on July 6,
2010, as well as accompanying exhibits.

D. Certified deposition transcript of Erik Keptner taken on May 26, 2010, as
well as accompanying exhibits.

E. Certified deposition transcript of Paul Otim taken on July 20, 2010, as
well as accompanying exhibits.

F. Certified deposition transcript of Derrik D. Kassebaum taken on July 30,
2010, as well as accompanying exhibits.

G. Certified deposition transcript of George C. Atkinson taken on July 27,
2010, as well as accompanying exhibits.

STATEMENT OF THE ISSUES
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Opposer is the owner of a geographically-limited chain of supermarkets, with segmented
sections of its stores for its organic and natural products for human consumption. Those subsections
and some of the products contained therein are sold in connection with the trademark “Nature’s
Promise.” Does PNP’s NATURE’S PROMISE trademark for food for caged birds, pet food for
small mammals, hay create a likelihood of confusion with Opposer’s trademark? PNP submits that
the answer is “no.”

IV. STATEMENT OF FACTS

A. The Business of PNP

PNP manufactures and distributes a number of different specialty animal diets or nutritional
products that are typically for zoo animals, nontraditional pets, as well as rabbits, guinea pigs,
hamsters, gerbils, and chinchillas. Trial Deposition of David R. Morris, “Morris Trial Dep.,” at
11:21-12:4. PNP does not and has not ever manufactured food for cats and dogs. Morris Trial Dep.
at 12:5-10.

B. PNP’s NATURE’S PROMISE Trademark.

PNP filed its trademark application for NATURE’S PROMISE on October 16, 2006 for food
for caged birds, pet food for small mammals, hay. That mark was approved for publication without
the need for any amendment and without any Office Actions being issued.

At least as early as 2006, PNP adopted and used NATURE’S PROMISE as a trademark for
hay and compressed pellets for rabbits, guinea pigs and chinchillas. Morris Trial Dep. at 14:22-15:5.
Its products are meant only for small mammals, as confirmed by its advertising and packaging which
has consistently only included photos of small mammals. Morris Trial Dep. at 47:9-48:5. PNP has

never used images of cats or dogs on the packaging or in the marketing of its NATURE’S PROMISE
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products. Id. PNP has no plans to expand its NATURE’S PROMISE product line. Morris Trial
Dep. at 18:19-23

PNP’s NATURE’S PROMISE products are of high quality. For instance, the hay product
consists of Timothy Hay, which is weed-free and derives from Idaho. Morris Trial Dep. at 15:10-
17, Morris Trial Dep. 16:8-17:14. And PNP makes it a priority to notify its potential purchasers of
the quality of its products right on the packaging and on other marketing materials. Morris Trial
Dep. at 17:15-25.

C. PNP’s Trade Channels

PNP’s NATURE’S PROMISE goods have been sold nationwide. Morris Trial Dep. at 21:5-
6. Due to the specialized nature of its goods, PNP’s products are sold through companies dedicated
to pet products, such aé Petco, PetSmart, independent pet supply stores, as well as network of
independent wholesale distributors, veterinarians and pet supply mail order companies. Morris Trial
Dep. at 18:24-19:23, 21:21-22:6.

PNP’s NATURE’S PROMISE products are not the type sold in grocery stores, club format
stores, general mass merchandisers. Morris Trial Dep. at 19:7-1. In fact, PNP’s NATURE’S
PROMISE goods are not in grocery stores. Morris Trial Dep. at 23:23-24:6. And, PNP’s products
marked with NATURE’S PROMISE are not sold through Opposer’s stores. Morris Trial Dep. at
81:9-82:8.

D. PNP’s Marketing Channels

PNP markets its NATURE’S PROMISE products to two types of purchasers: (1) resellers
and (2) end-user consumers. In marketing to retailers, PNP hosts open houses, makes field sales and

calls to store locations, and uses email and direct mail. Morris Trial Dep. at 22:16-23:23:5. PNP
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also attends specialty pet and animal trade shows. /d. and Morris Trial Dep. at 35:25-36:6. PNP
utilizes banners and both posters at trade shows to market its NATURES PROMISE products and
educating the potential purchasers about the quality ingredients in its products. Morris Trial Dep.
at 35:8-16, 38:13-39:19, and 39:24-40:1.

PNP markets its NATURE’S PROMISE products to consumers through a variety of media,
including magazines for specialty hobbyists or specialty pet enthusiasts, the Internet, and point of
purchase displays at the pet specialty supply stores. Morris Trial Dep. at 23:6-12. Specifically,
NATURE’S PROMISE products have been advertised in Critters USA, Rabbits, and Rabbits USA.
Morris Trial Dep. at 33:14-34-13. And approximately 50,000 pieces of printed marketing literature
for the NATURE’S PROMISE products are distributed annually nationwide to the general
population. Morris Trial Dep. at 42:19 - 43:8.

E. PNP’s Customers of NP’s Products

Due to the specific nature of PNP’s products bearing the NATURE’S PROMISE trademark,
PNP’s purchasers tend to be discriminating and sophisticated. Morris Trial Dep. at 23:18-24:19.
Furthermore, due to the high quality of PNP’s NATURE’S PROMISE products, consumers are
educated that the products of premium quality. Morris Trial Dep. at 74:9-2.

F. Opposer and its NATURE’S PROMISE trademark.

Opposer’s NATURE’S PROMISE trademark is used with natural and organic food products
for human consumption. Trial Deposition of Erik Keptner, “Keptner Trial Dep.,” at 8:20-23.
Additionally, Opposer marks sections of its stores with the NATURE’S PROMISE trademark, which

only contain products for human consumption. Keptner Trial Dep. at 44:23-45:10.
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Although Opposer considered adopting NATURE’S PROMISE for pet food at one time, it
chose to mark its proprietary brand of dog and cat food with the mark COMPANION. Keptner Trial
Dep. at 39:3-6 and 35:18-24. The COMPANION trademark has been in use for years. Keptner Trial
Dep. at 35:25-36:2. Opposer has never used the NATURE’S PROMISE trademark for pet food of
any kind. Keptner Trial Dep. at 35:11-17. And, Opposer admits that its dog and cat food products
arenot sold in the same section of store as its line of NATURE’S PROMISE products. Keptner Trial
Dep. at 36:3-7.

G. The Record is Devoid of any Evidence of Actual Confusion.

PNP is unaware of any instance of actual confusion among retailers, veterinarians, or
consumers. Morris Trial Dep. at 82:15-84-5. PNP's owner and founder was not familiar with
Opposer before this opposition. Morris Trial Dep. at 78:10-21. Further, Opposer concedes in its

brief that there have been no instances of actual confusion to date.

V. ARGUMENT

The opposition should be denied because the record lacks a compelling case for finding that
PNP’s use of NATURE’S PROMISE will create a likelihood of confusion. Opposer bears the
burden of proof and must provide sufficient evidence to support the ultimate conclusion of likelihood
of confusion. Hoover Co. v. Royal Appliance Mfg. Co., 238 F.3d 1357, 1359, 57 USPQ2d 1720,
1721 (Fed.Cir.2001).

It is beyond question that an opposer alleging likelihood of confusion under Section

2(d) ‘has the burden of proof to establish that applicant does not have the right to

register its mark. . . In fact, an opposer alleging likelihood of confusion “bears the

burden of proof which encompasses not only the ultimate burden of persuasion, but

also the obligation of going forward with sufficient proof of the material allegations
of the Notice of Opposition. . . .”
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Yamaha Intern. Corp. v. Hoshino Gakki Co., Ltd., 840 F.2d 1572, 1579-80 (Fed. Cir. 1988). Inthis
case, a balance of the factors by the factual evidence supports a finding that no likelihood of
confusion exists. The Board’s determination of whether confusion is likely in this instance is based
on an analysis of all of the probative facts in evidence that are relevant to the factors set forth in In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

| A. PNP’s Goods are Markedly Different from Opposer’s Goods.

The difference in the goods is sufficient to obviate a likelihood of confusion. “If the goods
are not related or marketed in such a way that they would be encountered by the same persons in
situations that would create the incorrect assumption that they originate from the same source, then,
even if the marks are identical, confusion is not likely.” Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d
1238, 73 USPQ2d 1350 (Fed. Cir. 2004).

In this case, Opposer’s goods marked with NATURE’S PROMISE are solely for human
consumption, while PNP’s goods are for consumption by a very narrow category of animals,
including rabbits, hamsters, chinchillas and other small mammals. Even where marks are identical
for dog and cat food products on the one hand, and human food products on the other, those marks
have regularly been found not to be confusingly similar to human food products. See, e.g., Recot,
Inc. v. M.C. Becton, 56 U.S.P.Q.2d 1859, 2000 WL 1367190 (TTAB 2000) (finding human snacks
and pet snacks are not confusingly similar). In that precedential case, the Board found that not only
were the products not sold in close proximity to each other, but it was not enough that both parties'
products were sold in supermarkets:

Having considered all the evidence concerning the similarity or dissimilarity of the

parties' goods, we find that there is not a close relationship between the products.

While both products are, generally speaking, food items, they are different in

essential character: human snack foods vs. animal parts marketed as dog treats. The
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strongest evidence of a relationship between the goods is that there are at least two

companies that make both dog food and human food. But there is no convincing

evidence that dog food and human food products are marketed together. The mere

fact that opposer arranged for a marketing tie-in between its snack foods and a

popular animated feature film about dogs is not persuasive evidence that the public

would be likely to connect the source of FRITO LAY products with the source of

applicant's FIDO LAY dog treats.
The facts of this case are even more compelling that the goods are dissimilar, because the products
are for a very narrow class of animals, and not for traditional pets, like cats and dogs. And the Recot
decision confirmed a long line of decision holding that there is no likelihood of confusion when the
same or similar marks are used on human foods on the one hand, and pet foods on the other hand.
See, Ralston Purina Co. V. On-Cor Frozen Foods, Inc., 746 F.2d 801, 223 USPQ 979 (Fed. Cir.
1984) (Even the respective marks were phonetically equivalent, Applicant’s ENCORE mark for cat
food was found not to be confusingly similar to ON-COR for frozen food products for humans);
McCormick & Co., Inc. v. Aquatrol, Inc., 172 USPQ 382 (TTAB 1971) (holding that there is no
likelihood of confusion between fish food and human food); Dorgan Packing Corp. v. Farmer’s
Exchange, Inc., 144 USPQ 451 (TTAB 1964)(no confusion likely where an identical mark was used
on poultry, hog, and horse fees by applicant, and canned vegetables, peas and pork by opposer);
Jewett & Sherman Co. v. Briardale Co., 143 USPQ 323 (TTAB 1964)(no likelihood of confusion
where the HOLSUM mark was used on dog and cat food by one party, and a line of human food
products by the other party); Fort Dodge Labs., Inc. v. Haussler, 234 F.2d 506 (CCPA 1956)
(essentially identical mark for human multivitamin and mineral product not confusingly similar to
veterinary product); Mason, Au & Magenheimer Conf. Mfg. Co. v. Perk Dog Food Co., 102 USPQ

352 (Comm’r Pats. 1954) (PEAK for dog food not similar to PEAK for chocolates); and Vita-Pakt

Citrust Pdts. Co. v. Essex Packers Ltd., 144 USPQ 142 (TTAB 1964)(VITA-PAK for dog and cat
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food not confusingly similar to VITA-PAKT for citrus products for human consumption). See also
7-Eleven, Inc. v. Wechsler, 83 USPQ2d 1715, 2007 WL 1431084 (TTAB 2007) (finding GULPY
for a portable animal water dish to be “distinctly different product” than fountain drinks, candy,
salad, and fruit); Perfect Foods, Inc. v. Gullahorn,2006 WL 867931 (TTAB Mar. 21, 2006) (finding
no likelihood of confusion between cat collars and wheatgrass for cats).

Opposer’s natural or organic human food products marked with NATURE’S PROMISE are
sold only in its own stores in segmented sections of the store marked with the NATURE’S
PROMISE trademark. It sells a proprietary brand of pet food for dogs and cats under a completely
different brand, COMPANION. Thus, Opposer itselfhas distinguished between the relevant markets
and completely segregated specialty human food from even dog and cat food by adopting different
marks. This segregation confirms that these types of products are unrelated and that the public
would not be confused. And, the fact that Opposer has sold tens of millions of dollars sold of its
COMPANION pet food (Keptner Trial Dep. at 28:14-17) is further evidence that consumers would
not be confused into believing Opposer’s products are affiliated or associated with PNP’s small
mammal food products. Notably, there is no evidence that pet food and human food are regularly
marked with the same mark, sold together, or even within the same brand family. This dearth of
information is telling—pet food and human food are simply not related.

The nature of PNP’s products do not lend themselves to being confused with human
products. Notably, no one has ever been mistaken into thinking that any of PNP’s NATURE’S
PROMISE products were for human consumption. Morris Trial Dep. at 88:3-17. All this is to say
that PNP’s products are so markedly different than Opposer’s products, that confusion is improbable.

B. The Trade Channels of the Parties Do Not Overlap.
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As part of its determination, the Board must also consider the similarity or dissimilarity of
established, likely-to-continue trade channels. In re E. I. du Pont de Nemours, 476 F.2d 1357,177
USPQ 563 (CCPA 1973). PNP’s products marked with NATURE’S PROMISE are unlikely to
overlap with Opposer’s trade channels for several reasons. First, the nature of PNP’s products make
its unlikely that its product would be sold through the same or competing trade channels of Opposer,
because, as explained by PNP’s owner and founder, PNP’s NATURE’S PROMISE products are not
the type sold in grocery stores, club format stores, general mass merchandisers. Morris Trial Dep.
19:7-1. By the nature of the PNP product, its products travel through pet specialty supply stores.
Therefore, because the mark is presumed to travel through all channels of trade that would be normal
for such goods, this factor weighs in favor of PNP.

Second, even assuming both of the parties’ respective goods were sold in grocery stores or
box stores generally, that would not be enough to make them related goods. See Hi-Country Foods
Corp. v. Hi Country Beef Jerky, 4 USPQ2d 1169 (TTAB 1987) (the fact that both products are sold
in supermarkets does not make the goods related); Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d
1894 (Fed. Cir. 2000), on remand, 56 USPQ2d 1859 (TTAB 2000) (same); Federated Foods, Inc.
v. Ft. Howard Paper Co.,544 F.2d 1098 (Fed. Cir. 1976) (same).

Even if both parties were selling human food products in grocery stores, that would not be
dispositive. See Interstate Brands Corp. v. Celestial Seasonings, Inc., 198 USPQ 151 (CCPA 1978)
affirming 196 USPQ 321 (TTAB 1977). There, the Court was presented with an opposition to
register the mark RED ZINGER for tea based on a prior registration of ZINGERS for cake. The
Court found there was no likelihood of confusion. The Court rejected the notion that food items are

necessarily confusingly similar when sold in the same stores. It held that a wide variety of products
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are sold in supermarkets, and that confusion cannot be presumed as aresult. "To establish likelihood
of confusion a party must show something more than that similar or even identical marks are used
for food products and for restaurant services." Jacobs v. Int'l Multifoods Corp., 668 F.2d 1234, 1236
(CCPA 1982). Inthis regard, the Court affirmed the holding of the Board that notwithstanding the
assertion that tea and cakes were associated in end use and consumption, and that they were sold in
the same stores, there was no likelihood of confusion. The Court further agreed with the Board that
the marks of the goods were different when considered in their entirety, and that the presence of the
word "RED", notwithstanding its disclaimer, cannot be dismissed as an identification factor. It
found that RED ZINGER was thus distinguishable from ZINGERS, per se.

If the Court found two different human food products sold in grocery stores with similar
marks different enough to preclude confusion, the case here for finding a lack of confusion is even
more convincing. Opposer’s stores sell more than just groceries, but include a variety of other
departments and services, including pharmacies, gas stations, and floral departments. Keptner Trial
Dep. at 40:14-41:25. Therefore, the wide variety of products and services offered at Opposer’s
stores makes it less like, as in the ZINGER case, that consumers would be confused as to affiliation
or source for unrelated products.

And evenif PNP’s small mammal food products were sold in retail grocery stores, that would
not be enough to create confusion. Opposer has explained that its pet products are sold in a different
section of the store than its NATURE’S PROMISE food products. Therefore, consumers are not
likely to find the respective products in the same section of the store, let alone in the same stores.

It bears noting that Opposer only sells its products through its own stores and website. In

particular, Opposer’s NATURE’S PROMISE products and retail services are only offered via

15 0f 22



Opposer’s stores and website. Therefore, Opposer has complete control over the products it sells
through its retail outlets.

Trade channels are not overlapping on the Internet either. Opposer also sells its products
through its proprietary Peapod website. Keptner Trial Dep. at 5:2-20. This is not sufficient to prove
overlapping trade channels. The mere fact that the parties’ respective goods may both be advertised
and offered through the Internet is not a sufficient basis to find that they are sold through the same
channels of trade:

“The Internet is such a pervasive medium that virtually everything is advertised and

sold through the Internet. We therefore need something more than this general fact

in order to show that the conditions and activities surrounding the marketing of the

goods [and services] are such that they would or could be encountered by the same

persons under circumstances that could, because of the similarity of the marks, give

rise to the mistaken belief that they originate from the same producer. . . .For

example, if the goods and services were promoted or offered through the same

website, that might constitute a circumstance that could lead to likelihood of

confusion. However, merely because the medium of the Internet is involved is not a

sufficient basis to show that the conditions and activities surrounding the marketing

of the goods and services are such as to lead to confusion.

Parfums De Coeur, Ltd. v. Lazarus, 83 U.S.P.Q.2d 1012 (TTAB 2007). Likewise, the fact that both
parties have an Internet presence is an insignificant fact alone in finding overlapping trade channels

that are customary for the parties’ respective products. This factor weighs in favor of PNP.

C. PNP’s Class of Customers and Their Associated Sophistication Precludes
Confusion.

The class of customers and relative sophistication of consumers plays an important role in
this likelihood of confusion analysis. In re E. I. du Pont de Nemours, 476 F.2d 1357,177 USPQ 563
(CCPA 1973). While Opposer attempts to argue that the class of customers are unsophisticated due

to purchase price, there is absolutely no supporting evidence on the record to support that. Rather,
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the only evidence regarding that topic is provided in Applicant’s trial testimony, and it contradicts
Opposer’s blanket assertion.

In support of its position, Opposer cites to testimony of its Senior Vice President of
Marketing and Consumer Insights (Keptner Trial Dep. at 6:1-2), for the proposition that PNP’s
marks will confuse consumers. Of course, the opinion of an interested party and non-expert
respecting the ultimate conclusion involved in a proceeding is of little to no import. See Interstate
Brands Corp., 198 USPQ at 154 (a party’s opinion about the ultimate conclusion regarding
likelihood of confusion “would normally appear of no moment in that proceeding.”).

PNP’s consumers are owners of chinchilla, rabbits, guinea pigs, and the like. As explained
by Applicant’s owner— who has been doing business in this field of specialty pet food for more than
17 years (DM9:13-15)—this particular class of consumers tends to use more discretion in making
purchasing decisions. DM23:18-24:19. Furthermore, due to the high quality of PNP’s NATURE’S
PROMISE products, consumers are educated that the products of premium quality. DM 74:9-2.

D. Opposer’s NATURE’S PROMISE MARK is Weak.

Opposer attempts to argue that its mark is famous and well-known, but fails to establish that
fact. “In view of the extreme deference that is accorded to a famous mark in term of the wide
latitude of legal protection it receives, and the dominant role fame plays in the likelihood of
confusion analysis, we think that it is the duty of a plaintiff asserting that its mark is famous to
clearly prove it. Blue Man Prods. Inc. V. Tarmann, 75 USPQ2d 1811, 1819 (TTAB 2005).

Reliance on Opposer’s internal analysis of its customers that participate in Opposer’s
frequent shopper card program is not admissible as a traditional survey to prove the mark is famous.

Rather, it only focused on a very limited universe (Ahold’s frequent shopper card customers), and
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only questioned their awareness of the product line. The information is misused by Opposer by
extrapolating factual conclusions and connecting those to wholly inapplicable case law. Opposer’s
data only shows that Opposer’s customers with frequent shopper cards are aware of the NATURE’S
PROMISE brand. This documentation does not show that any general population in any particular
region is aware of the brand, or that the brand is famous in any sense.

Fame for purposes of likelihood of confusion requires proof that a significant portion of the
relevant consuming public recognizes the mark as a source indicator. Palm Bay Imports, Inc. v.
Vueve Cliquot Ponsardin Maison Fondee En 1722, 396 F.3d 1369, 73 USPQ2d 1689, 1694 (Fed.
Cir. 2005). Inthis case, the “relevant consuming public” means the general population, as Opposer’s
products and services are purchased by the general population.

Opposer’s claim to fame also fails because the information it is not provided within any
meaningful context, such as an explanation of market share or a comparison with competitive
products or reputation among general population. Bose Corp. v. Audo Pdts., 293 F.3d 1367, 63
USPQ2d 1303, 1309 (Fed. Cir. 2002). As such, this internal snapshot of information, taken from
frequent purchaser card holders, is meaningless in a vacuum.

Multiple third parties' have or had at the time of Opposer’s adoption of NATURE’S
PROMISE, senior trademark rights for NATURE’S PROMISE or variations of that mark for
products that are much more closely related to Opposer’s goods and services than those of PNP. The
presence of these marks makes confusion unlikely. See e.g. Amstar Corp. v. Domino's Pizza, Inc.,

615F.2d 252,259-60,205 USPQ 969, 975-76 (5th Cir.) (no confusion likely between DOMINO for

lNotably, Opposer has identified these third-party depositions as “discovery depositions,” i.e., page 14 of Opposer’s Trial
Brief. That is inaccurate, These three depositions were all testimonial depositions that took place during PNP’s
testimony period and, therefore, are part of the record.
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sugar and DOMINO for pizza services in presence of third party use), cert. denied, 449 U.S. 899, 101
S.Ct. 268, 66 L.Ed.2d 129 (1980).

Zelenka Nursery has been selling live house plants under the NATURE’S PROMISE
trademark since 1994 . Trial Deposition of George C. Atkinson, “Atkinson Trial Dep.,” at 10:14-18;
28:9-19.  These plants have sold nationwide in chain stores like Home Depot, K-Mart, Lowe’s,
Target, Meijer’s and Shopko. Atkinson Trial Dep. 13:24-15:6; 17:22-186; Morris Trial Dep. at
84:16-85:21. Zelenka’s NATURE’S PROMISE PRODUCTS are sold in grocery stores. Atkinson
Trial Dep. 15:7-22.

Similarly, Point West Properties, LLC own a trademark registration for NATUREL
PROMISE for dog and cat pet grooming products. (Trial Deposition of Derrik D. Kassebaum at
18:19-8). Use by third party Paul Otim of NATURE’S PROMISE SHOP and
naturespromiseshop.com for human shampoo products in early 2008 also weakens the likelihood of
confusion between the present parties. Trial Deposition of Paul Otim at 16:21-24; 18:9-18.

E. Opposer Has Not Provided Any Evidence of Actual Confusion.

Despite the fact that PNP has marketed and sold its NATURE’S PROMISE products
nationally since 2006, it is unaware of any instance of actual confusion among retailers,
veterinarians, or consumers. Morris Trial Dep. at 82:15-84-5. In fact, PNP’s owner and founder
was not familiar with Opposer before this proceeding. Morris Trial Dep. at 78:10-21. Opposer has
provided no evidence of actual confusion. The fact that there has been no confusion for more than
four years confirms that the difference in products, trade channels, and the level of reseller and
consumer sophistication preclude confusion as to source, affiliation, or association.

F. Visually Identical Word Marks Are Not Enough to Find a Likelihood of
Confusion
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When balancing of the relevant DuPont factors, it is clear that the equities fall in favor of
PNP. The fact that the marks contain the same words does not somehow overwhelm the remaining
factors, and, most importantly, the differences in goods and services. [insert law].

Opposer’s own conduct contradicts its argument that identical marks will create confusion.
Indeed, Opposer adopted the NATURE’S PROMISE mark with actual knowledge and constructive
knowledge of many third parties using the same or similar mark for related goods, including those
identified above. If visual identity were the critical factor, Opposer ignored that fact in selecting
NATURE’S PROMISE. Moreover, the fact that Opposer selected its mark in the fact of multiple
registrations for a visually identical mark is persuasive evidence that PNP’s NATURE’S PROMISE
mark is not a factor which should significantly favor Opposer.

VI.  OPPOSER’S CITATIONS TO PNP’S DISCOVERY DEPOSITION IS
INADMISSIBLE AND SHOULD BE STRICKEN

Opposer has improperly relied upon and cited to PNP’s discovery deposition dated June 10,
2009, and exhibits identified therein that were not part of the testimony examination. These
documents are not part of the record and should be stricken. A discovery deposition may not be
offered into evidence unless it has been: 1) stipulated to by the parties; 2) by motion to the Board
stating the circumstances for necessity of entrance into evidence; or 3) through a notice of reliance.
37 C.F.R. § 2.120(j); TBMP § 704.09. None of these circumstances occurred in this proceeding.

In fact, until PNP had received Opposer’s Trial Brief, its counsel was completely unaware
that Opposer had “filed” the Non-Confidential and Confidential deposition transcripts on June 29,
2010. PNP did not stipulate to that filing. That filing occurred without any notice to PNP from

Opposer. Additionally, the filing did not generate and transmit an automatic electronic filin greceipt
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from the TTAB that was delivered to PNP’s counsel. As such, it was just put on notice upon receipt
of Opposer’s Trial Brief.

While Opposer referenced only two specific portions (Page 126:20-128:6; and Page
185:22-186:9) of the discovery deposition in PNP’s testimonial deposition during the
cross-examination of Mr. Morris, it did not formally admit it into evidence. And even the Board were
to consider admission of those limited references in the deposition, that should not permit the entire
discovery deposition’s admittance.

In short, PNP’s discovery deposition is inadmissable and any reliance on that transcript and
the exhibits therein are improper and should be stricken. Attached as Exhibit A is a copy of exerpts

from Opposer's Trial Brief with the inadmissable references designated.

VII. CONCLUSION

PNP’s application to register the NATURE’S PROMISE mark for caged birds, pet food for
small mammals, and hay, as identified in the application, should be allowed since there is no
likelihood of confusion between that mark and Opposer’s mark. PNP’s limited goods, combined
with the distinctive trade channels and sophistication of customers, support a finding that confusion
is unlikdy.

Accordingly, PNP respectfully requests that the Opposition be denied, and a Notice of

Allowance be issued.
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Respectfully submitted,

Dated: December 22, 2010 /Cheryl L. Burbach/
Thomas H. VanHoozer, Reg. No. 32761
Cheryl L. Burbach
HOVEY WILLIAMS LLP
10801 Mastin Boulevard, Suite 1000
84 Corporate Woods
Overland Park, KS 66210
Phone: 913/647-9050
Fax: 913/647-9057

Attorneys for Opposer

CERTIFICATE OF FILING
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I'hereby certify that a copy of the foregoing was served by regular mail, postage prepaid, this
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Harvey Freedenberg
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100 Pine Street

P.O. Box 1166

Harrisburg, PA 17108

Telephone: (717) 237-5267

Facsimile: (717) 230-1693

/Chervyl L. Burbach/
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L DESCRIPTION OF THE RECORD

The record in this case consists solely of the following materials submitted by

Ahold and Premium Nutritional Products:

1. Materials submitted pursuant to Ahold's Notice of Reliance.
2. Materials submitted pursuant to Premium Nutritional Products' Notice of
Reliance.

3. Certified deposition transcript of Erik Keptner taken on May 26, 2010, as
well as accompanying exhibits.

4, Certified deposition transcript of David R. Morris taken on June 10, 2009,
as well as accompanying exhibits.

5. Certified non-confidential deposition transcript of David R. Morris taken
on July 6, 2010, as well as accompanying exhibits.

6. Certified confidential deposition transcript of David R. Morris taken on
July 6, 2010, as well as accompanying exhibits.

7. Certified deposition transcript of Paul Otim taken on July 20, 2010, as
well as accompanying exhibits.

8. Certified deposition transcript of Derrik D. Kassebaum taken on July 30,
2010, as well as accompanying exhibits.

9. Certified deposition transcript of George C. Atkinson taken on July 27,

2010, as well as accompanying exhibits.



I1. STATEMENT OF ISSUE

WOULD THE REGISTRATION OF PREMIUM NUTRITIONAL
PRODUCTS, INC.'S NATURE'S PROMISE MARK BE LIKELY TO CAUSE
CONFUSION WITH AHOLD LICENSING'S NATURE'S PROMISE MARK
AND THUS SHOULD IT BE REFUSED ON THAT BASIS?

III. STATEMENT OF FACTS

Opﬁoser Ahold Licensing, SArl ("Ahold" or "Opposer") is the trademark holding
company for Ahold USA, Inc., which is the owner of several retail supermarket chains in
the United States, including those operating under a "Giant" banner based in Carlisle,
Pennsylvania, those operating under a "Giant" banner based in Landover, Maryland, and
those operating under the "Stop & Shop" banner based in Quincy, Massachusetts
(collectively the "Ahold Retail Stores"). Ahold is the owner of eight federal trademark
registrations for NATURE'S PROMISE marks for a wide variety of goods and services in
International Classes 29, 30, 31, 32 and 35. The earliest date of first use of any of these
marks is January 31, 2005. Ahold has submitted copies of these registrations by way of
its Notice of Reliance. Based upon these registrations, there is no question Ahold has
priority in the use of the NATURE'S PROMISE marks for purposes of this proceeding.

According to its President and CEO, David Morris, Applicant Premium

Nutritional Products, Inc. ("PNP") is a Shawnee, Kansas based]"marketer and distributor

of...animal nutrition products, specifically complete diets for zoo animals, for companion

pets, excluding dogs agd cats." Discovery Deposition of David R. Morris, "Morris Disc.

Dep.," at 20:12-18.{On October 16, 2006, PNP filed an intent-to-use application,

Application Serial No. 77/022,302, to register the mark NATURE'S PROMISE for "food

for caged birds, pet food for small mammals and hay" in International Class 31. The



mark was published in the Official Gazette on June 5, 2007, and after securing the

necessary extensions of time, Ahold filed its Notice of Opposition on October 3, 2007.

PNP has been selling products under its NATURE'S PROMISE mark beginning

in January 2007. Morris Disc. Dep. at 60:5-8.} The products are marketed to the "small

mammal" market, which includes such animals as rabbits, guinea pigs, hamsters, gerbils,

L —

mice, rats, chinchillas and sugar gliders. Morris Disc. Dep. at 39:4-1 5—.‘In his deposition,

Mr. Morris testified regarding an email from Robert Dippold, PNP's Director of Sales, in
which Mr. Dippold stated that, "64% of the small animal product in the U.S. is sold
through Wal-Mart, Target and grocery type stores." Morris Disc. Dep., Ex. 11. Both of
these large retail chains, as well as other grocery stores, are significant competitors of
Ahold's Retail Stores, according to Erik Keptner, Senior Vice President of Marketing and
Communications of Giant Food Stores LLC, an affiliate of Ahold's parent company.

Deposition of Erik Keptner, "Keptner Dep.," at 30:2-11.

- e
er. Morris also testified that ordinary consumers would consider his company's

e gppcave.

NATURE'S PROMISE products as falling within the broad category of "pet food.”

Morris Disc. Dep.‘ at 49:19-20.\ The purchasers of PNP's NATURE'S PROMISE products

are ordinary consumers, and thus would not be expected to exercise a higher degree of

care in their purchasing decisions or be more sophisticated than the typical buyer of pet

—

food products. Morris Disc. Dep. at 128:23-129:19_.1
As described in the deposition of Mr. Keptner, Ahold filed this opposition
because it believes it will be damaged by the registration of PNP's identical NATURE'S

PROMISE mark. That registration is likely to cause confusion among consumers



regarding the source of PNP's goods and thus should be refused. Keptner Dep. at 30:16-
31:16.
IV.  ARGUMENT

In this brief, Ahold Licensing SArl ("Ahold") will discuss the relevant factors set
forth in E.1 du Pont de Nemours & Co., 177 USPQ 563 (C.C.P.A. 1973) in light of the
record in this proceeding. In evaluating the likelihood of confusion in a particular case
not all of the du Pont factors may be relevant or of equal weight, and any one of the
factors may control the outcome. In re Majestic Distilling Co., Inc., 65 USPQ2d 1201,
1204 (Fed. Cir. 2003). "While it must consider each factor for which it has evidence, the
Board may focus its analysis on dispositive factors, such as similarity of the marks and
relatedness of the goods." Han Beauty Inc. v. Alberto-Culver Co., 57 USPQ2d 1557,
1559 (Fed. Cir. 2001), citing In re Dixie Restaurants Inc., 41 USPQ2d 1531 (Fed. Cir.
1997). Analysis of the relevant du Pont factors in this case leads inevitably to the
conclusion that PNP's application to register its NATURE'S PROMISE mark should be
refused based upon likelihood of confusion with Ahold's registered NATURE'S
PROMISE mark.

A. Factor 1: The Marks Are Identical.

"The single most important factor in determining likelihood of confusion is mark
similarity." See A & H Sportswear, Inc. v. Victoria's Secret Stores, Inc., 237 F.3d 198,
216 (3d Cir. 2000). The marks must be considered in their entirety which includes their
appearance, sound, connotation, and commercial impression. Specialty Brands, Iné. V.

Colffee Bean Distributors, 223 USPQ 1281, 1282 (Fed. Cir. 1984). Here, it is undisputed



the parties are using the same mark, NATURE'S PROMISE. Thus, the visual and aural
impressions of the marks are identical.

Likewise, the connotation or commercial impressions of the marks are also
identical. The goods Ahold sells under its NATURE'S PROMISE mark are limited to
natural or organic products. Keptner Dep. at 18:14. Thus, the NATURE'S PROMISE

mark tends to convey the natural or organic aspects of the products sold under the mark.

Emilarly, PNP, when testifying about the prominence of the NATURE'S PROMISE

mark on its packaging, indicated it was to convey the "natural nature of this product."

Morris Disc. Dep. at 124:14-21 %As the NATURE'S PROMISE marks are identical in

every way, including their visual, aural and commercial impressions, this factor weighs
heavily in favor of a finding that the marks are likely to be confused. See In re Shell Oil
Co., 26 USPQ2d 1687, 1688 (Fed. Cir. 1993) ("identity of words, connotation, and
commercial impression weighs heavily against the applicant.").

B. Factor 2: Ahold's Mark is a Strong Mark Entitled to a Broad
Degree of Protection.

Famous marks enjoy a greater degree of protection than weaker marks because
the public is more likely to perceive them as indicators of source of goods. Palm Bay
Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 73 USPQ2d 1689,
1694 (Fed. Cir. 2005). In a likelihood of confusion analysis, the fame of a mark is
synonymous with its strength and "varies along a spectrum from very strong to very
weak." Inre Coors Brewing Co., 68 USPQ2d 1059, 1063 (Fed. Cir. 2003).

Strength of a mark can be inferred from the length of time a mark has been used,
as well as the volume of sales and advertising expenditures for the goods which bear the

mark. Bose Corp. v. QSC Audio Prods., Inc., 63 USPQ2d 1303, 1305 (Fed. Cir. 2002).



Ahold's NATURE'S PROMISE mark appears on goods and department designators
within nearly all of the Ahold Retail Stores. Keptner Dep. at 10:5-8. Those stores sell 90
categories of organic and natural products amounting to about 550 individual stock
keeping units. Keptner Dep. at 9:9-11. Annual sales total nearly $— worth of
NATURE'S PROMISE branded products. Keptner Dep. at 9:9-11. The NATURE'S
PROMISE mark has been used on products since at least May 2004. Keptner Dep. at 9:2.
Ahold has spent a significant amount on advertising to promote its NATURE'S
PROMISE brand. Keptner Dep. at 30:19-23.

In order to establish that a mark is "famous," the Federal Circuit has held, in Palm
Bay Imports, 73 USPQ2d 1689, 1694 (Fed. Cir. 2005), that a "significant portion of the
relevant consuming public" must recognize the mark as a source indicator. Here, the
consuming public consists of consumers exposed to Ahold's advertising. As a result of
Ahold's significant advertising efforts and extensive use of its mark, Ahold's NATURE'S
PROMISE mark is its most recognized product brand. Keptner Dep. at 26:16-27:8 (at
leastfiffof Ahold's customers surveyed were aware of the NATURE'S PROMISE brand.).
Accordingly, Ahold's NATURE'S PROMISE mark has attained a high degree of
recognition for its goods, is a strong mark, and should be accorded a wide degree of
protection. Based on the strength of Ahold’s NATURE'S PROMISE mark, this factor
heavily favors Ahold.

C. Factor 3: The Party's Goods Are Closely Related But, Because

the Marks Are Identical, Need Not Be For the Board to Find a
Likelihood of Confusion.
In determining whether goods are related, the Board need not determine they are

of the type that are used together, interchangeable, or are otherwise directly related. The



inquiry is much broader, and the Board need only determine whether, based on the
circumstances, such goods might be related in the minds of consumers. Shen Mfg. Co. v.
Ritz Hotel Ltd., 73 USPQ2d 1350, 1355-56 (Fed. Cir. 2004) ("Goods that are neither used
together nor related to one another in kind may still 'be related in the mind of the
consuming public as to the origin of the goods. It is this sense of relatedness that matters
in the likelihood of confusion analysis."). quoting Recot, Inc. v. Becton, 54 USPQ2d
1894, 1898 (Fed. Cir. 2000). Thus, it is not so much a side-by-side comparison of the
specific goods, but whether the facts surrounding those goods persuade consumers to
believe they come from the same source.

In addition to the wide lens through which the Board should view relatedness of
goods, it remains relevant that human and pet foods can and do emanate from the same
source. Other courts have decided there exists a likelihood of confusion between marks
for human and pet foods. See Recot, Inc. v. Becton, 54 USPQ2d 1894, 1898 (Fed. Cir.
2000); In Recot the court observed "several large companies produce and sell both human
and pet food". Id. The court in Recot found such evidence, which the Board had ignored,
extremely pertinent to the issue of whether consumers might believe that a trademark
used on human food might be licensed for use on pet foods, or whether that trademark
owner might produce or sponsor pet foods under its mark. Id.

Several other circumstances suggest pet food for small animals and Ahold's
NATURE'S PROMISE products are related in the minds of consumers. Those
circumstances include that Ahold's NATURE'S PROMISE products, and pet foods which
compete with PNP's NATURE'S PROMISE pet food, are both sold in Ahold's Retail

Stores. Keptner Dep. at 28:18-29:4. Within those stores, Ahold's NATURE'S PROMISE



mark appears on a vast number and wide variety of goods. Finally, Ahold has also
considered expanding its NATURE'S PROMISE line to include pet food. Keptner Dep.
at 37:22-38:1.

While not all products sold in grocery stores are necessarily related merely
because they are offered for sale under the same roof, the fact that both natural human
food and natural pet food for small animals are offered in Ahold's Retail Stores is
relevant to consideration of the relatedness of those goods in the minds of consumers
because it necessarily means some consumers will encounter both products in close
proximity. In re Shell Oil Co.,26 USPQ2d 1687, 1688 (Fed. Cir. 1993) ("It is relevant to

consider the degree of overlap of consumers exposed to the respective services."). Sln

fact, PNP admits grocery store customers purchase pet food for small animals at grocery

stores because it is convenient. Morris Disc. Dep. at 189:2-8.
]

Also relevant to the relatedness of the goods in the minds of consumers is whether
a senior user's mark is used on a wide variety of goods which could be expanded to
include the same goods as those offered by PNP. Recot, Inc. v. Becton, 54 USPQ2d
1894, 1898 (Fed. Cir. 2000). At its inception, Ahold's NATURE'S PROMISE mark was
used on only milk products. Keptner Dep. at 9:2-4. By May 2010, however, Ahold's
patrons were exposed to at least 550 distinct stock keeping units bearing its NATURE'S
PROMISE mark. Keptner Dep. at 9:9-11. Therefore, Ahold's NATURE'S PROMISE
line has seen a marked expansion in only six years. Ahold's goal is to continue to expand
its NATURE'S PROMISE line of products. Keptner Dep. at 27:12-14. Ahold has also
considered expanding its NATURE'S PROMISE line to include pet food. Keptner Dep.

at 37:22-38:1. Considering so many products are sold under the NATURE'S PROMISE



mark, and that Ahold has expanded its use of the mark extensively, consumers would
hardly be surprised to see the mark appear on additional products such as pet food.

Moreover, because the marks are identical, Ahold need not prove the goods at
issue are "closely" related. Where the marks at issue are identical, the degree to which
the goods of the respective parties must be related is significantly reduced. In re Opus
One Inc., 60 USPQ2d 1812, 1815 (TTAB 2001) ("where the applicant's mark is identical
to the registrant's mark, as it is in this case, there need be only a viable relationship
between the respective goods or services in order to find that a likelihood of confusion
exists."). In Opus One the Board required the "viable relationship" be "something more"
than the fact the marks at issue, OPUS ONE, were used on wine and restaurant services
respectively. Id. The Board found the requisite "something more" was met by either (1)
the strength of the OPUS ONE mark which was arbitrarily chosen for wine and restaurant
services or (2) the relationship between wine and restaurant services. Id.

As in Opus One, the mark NATURE'S PROMISE, though perhaps not arbitrary,
is a strong mark when used with Ahold's goods. In addition, there is a relationship

between the goods because the respective products are both sold to and used by the same

consumers. |Morris Disc. Dep. at 213:23-24 ("'l would think that people who are buying

our goods are also buying groceries"). \

D. Factor 4: The Parties Offer, Sell And Distribute Their Goods
And Services Through The Same Channels Of Trade and to
the Same Class of Consumers.
Where the goods listed in a trademark application or registration are not limited to

particular channels of trade, they are presumed to travel in the same channels of trade and

to the same class of consumers. Hewlett-Packard Co. v. Packard Press Inc., 62 USPQ2d



1001, 1005 (Fed. Cir. 2002). Neither PNP's application nor Ahold's registrations identify
restrictions on the channels of trade for which the marks are used. PNP further testified
that there is nothing in its application that would prevent it from selling in channels of
trade identical to Ahold's, namely, grocery stores. Trial Deposition of David R. Morris,
"Morris Trial Dep.," at 96:12 — 97:1. Therefore, the Board should presume the products
associated with these marks move in the same channels of trade.

Goods identical to PNP's are already sold in grocery stores; thus, it is reasonable
to envision that PNP's NATURE'S PROMISE pet food may, at some point, be sold in
grocery stores or stores that sell groceries. PNP testified that grocery stores and stores
like Wal-Mart and Target are competitors of independent specialty pet food retailers, and
those three retailers account for 64% of the small animal pet food market, excluding dog
and cat food. Morris Trial Dep. at 95:14 - 96:5. With no restrictions on Ahold's or PNP's
channels of trade, and with grocery and related stores commanding a significant portion
of the market for PNP's goods, the potential for PNP's expansion into channels of trade
identical to Ahold's is not mere speculation.

An opposer does not have to establish that the respective goods are sold by the
same individual stores or agents, merely the same type of stores and distribution
channels. Century 21 Real Estate Corp. v. Century Life of Am., 23 USPQ2d 1698, 1701
(Fed. Cir. 1992). Therefore, whether PNP does, or would ever, sell its NATURE'S
PROMISE pet food in stores owned by Ahold is not critical. What matters in an analysis
of the respective channels of trade is whether PNP sells in the same general types of

stores and distributes through the same channels of distribution.
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PNP and Ahold use at least one identical channel of trade, namely, internet

retailers. Ahold sells some of its NATURE'S PROMISE products through its online

retailer, Peapod. Opposer's Resp. to Interrogatories at 10, 11, and 14.) Likewise, PNP's

NATURE'S PROMISE products are sold, among other places, through online retailers.

Morris Disc. Dep. at 132:9-1 8.8 Even if the Board were to determine the party's physical

retailers are not identical channels of trade, the presence of both party's respective goods

at online retailers establishes that the goods move in the same channels of trade.

With no limits on the channels of trade in PNP's application, the Board should
presume the goods move in the same channels of trade. Apart from that presumption,
goods in the small animal pet food market already move through channels of trade
identical to Ahold's. Finally, both parties' actual goods move through at least one
identical channel of trade — online retailers. Thus, the "channels of trade" factor weighs
heavily in favor of Ahold.

E. Factor 5: The Parties' Goods are Marketed to and Purchased
by the Same Class of Consumers.

FNP agrees that people who purchase its NATURE'S PROMISE pet food also

3

purchase groceries. Morris Disc. Dep. at 213:23-24J It stands to reason that many

consumers who live within the respective retail territory of Ahold's Retail Stores, and
who have small animals as pets, will be exposed to both PNP's and Ahold's NATURE'S
PROMISE marks. Ahold testified that, though its NATURE'S PROMISE brand enjoys
very high recognition by its consumers, at least — of those
consumers are not aware Ahold's NATURE'S PROMISE products are only available in

Ahold's Retail Stores. Keptner Dep. at Ex. 10, p. 5 ("However, even for the 'best' brands,

_ of Opco store shoppers do not know that these brands are

11



available only at Opco stores."). Therefore, not only are the party's respective products
marketed to the same consumers but, because many of those consumers are unaware
Ahold's mark is associated only with Ahold Retail Stores, those consumers are likely to
believe the products emanate from the same source.

F. Factor 6: The Sophistication of the Consumers of the Parties'
Goods is Not Dispositive with Regard to Likelihood of Confusion.

In a likelihood of confusion analysis, the relevant consumer is the reasonably
prudent purchaser who is "expected to exercise that degree of 'care, caution and power of
perception’ appropriate to the kind of choice he faces in the marketplace." McCarthy on
" Trademarks §23:94, citing Volkswagenwork Aktiengesellschaft v. Church, 411 F.2d 350
(9th Cir. 1969), supplemental op. 413 F.2d 1126 (9th Cir. 1969). Ahold anticipates PNP
will argue the likelihood of confusion between the respective marks is eliminated because
consumers of its products are sophisticated consumers entitled to a heightened standard
of purchasing care. However, PNP's goods are not highly specialized products

S

confronted by a limited segment of consumers.| To most consumers PNP manufactures

o,

"pet food", a ubiquitous product sold in a variety of stores from general grocery retailers

—

to specialty pet food stores. Morris Disc. Dep. at 49:9-20jThere is no evidence of record
that PNP can argue supports application of a heightened standard of consumer care to this
analysis.

Purchasers of inexpensive grocery store items are held to a lesser standard of
purchasing care. Specialty Brands, Inc. v. Coffee Bean Distrib., 223 USPQ 1281, 1282
(Fed. Cir. 1984). A low standard of purchasing care was also suggested by the Federal
Circuit Court of Appeals in a case involving a dispute between a mark for human food

and a mark used on pet food. Recot, Inc. v. Becton, 54 USPQ2d 1894, 1899 (Fed. Cir.

12



2000) ("[T]he fact that the goods themselves are different-dog food and human food-does
not compel a conclusion that consumers may not confuse the origin of the foods in hasty,
economically painless, transactions.").

Both PNP and Ahold's NATURE'S PROMISE products are common grocery
store items. While PNP may argue its pet food is for pets such as gerbils, rabbits, and
hamsters, which are less common than dogs and cats, it can point to no evidence proving
that such consumers exercise any heightened degree of care when purchasing pet food or
that such consumers distinguish among brands. PNP has produced no evidence that
purchasers of its, or Ahold's, NATURE'S PROMISE products are of such sophistication
that they belong in a special class of sophisticated consumers. Even if PNP can show that
some of the consumers who purchase its products exercise a higher degree of care than
others, the Board should not apply a sophisticated purchaser standard of care.
Checkpoint Sys., Inc. v. Check Point Software Tech., Inc., 269 F.3d 270, 285 (3d. Cir.
2001) ("Where the purchasing class is mixed, courts normally do not hold the general
class to a higher standard of care."). Accordingly, the "sophistication of consumers"
factor does not weigh against finding a likelihood of confusion.

G. Factor 7: Despite Some Remote Instances of Third Party Use of

Marks Similar to NATURE'S PROMISE, PNP Cannot Show that
Such Third Party Uses Impair the Strength of Ahold's Mark.

Ahold anticipates PNP will argue that the existence of other third party marks
weakens Ahold's NATURE'S PROMISE mark. However, that is not the case because
PNP has produced no evidence of third party marks which exist in the marketplace to

such an extent that they have any effect on the minds of the purchasing public.
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In considering the effect of similar third party marks on the strength of a mark,
courts evaluate the effect those third party marks have on the minds of consumers. See
Hunt Foods and Indus., Inc. v. Gerson Stewart Corp., 151 USPQ 350, 352 (C.C.P.A.
1966). See also Scarves by Vera, Inc. v. Todo Imports, Ltd., 544 F.2d 1167, 1173 (2d
Cir. 1976) (“The significance of third-party trademarks depends wholly upon their usage.
Defendant introduced no evidence that these trademarks were actually used by third
parties, that they were well promoted or that they were recognized by consumers.”).

During discovery, testimony was solicited from three alleged users of third party
marks which included the "promise" element. One investigation involved a web-based
business at the domain naturespromiseshop.com. However, that domain owner testified
to selling only about 50 bottles of hair care products to patrons of a beauty salon in
Atlanta, Georgia. Discovery Deposition of Paul Otim, "Otim Dep.," at 31:11-19. At the
time of the deposition, the owner of naturespromiseshop.com was no longer carrying or
selling any product under its mark.

Testimony was also heard from Cosmos Corporation, which licensed the mark
NATUREL PROMISE for use on pet grooming products. However, that testimony
revealed NATUREL PROMISE products had never been sold. Discovery Deposition of
Derrik D. Kassebaum, "Kassebaum Dep.," at 21:23-22:-3. Consequently, neither the
products identified as associated with the beauty salon in Georgia or the NATUREL
PROMISE products marketed by Cosmos Corporation were ever sold or exposed to an
appreciable amount of consumers. Therefore, these instances of third party "promise"
marks could not have had an effect on the minds of consumers which would result in a

weakening of Ahold's NATURE'S PROMISE mark.
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Finally, testimony was heard from Zelenka Nursery, Inc. which owns a
NATURE'S PROMISE mark used with live plants. That testimony revealed Zelenka
Nursery's advertising of its NATURE'S PROMISE products was very limited. Discovery
Deposition of George C. Atkinson, "Atkinson Dep.," at 26:9-27:16. In addition, of the
grocery stores identified as carrying Zelenka Nursery's NATURE'S PROMISE plants,
none were identified within the geographic area of Ahold's Retail Stores. Because
Zelenka Nursery's mark is used on goods unrelated to food or pet food, not widely
advertised and, apparently, not sold at grocery stores within Ahold's geographic territory
its use of NATURE'S PROMISE has no effect on the minds of consumers with regard to
the strength of Ahold's NATURE'S PROMISE mark.

In sum, none of the third party marks identified through in course of discovery
have any effect on the strength of Ahold's NATURE'S PROMISE mark. Therefore, even
in light of these limited and remote uses of third party trademarks, Ahold's NATURE'S
PROMISE mark remains a strong mark entitled to a broad degree of protection.

H. Factor 8: Ahold is Not Required to Prove Actual Confusion has
Occurred.

It is well established that Ahold's burden in this opposition is to prove a
"likelihood" of confusion. Thus, while actual confusion may be a factor in that analysis,
it is not essential. Herbko Int'l. Inc. v. Kappa Books Inc., 64 USPQ2d 1375, 1380 (Fed.
Cir. 2002) ("a showing of actual confusion is not necessary to establish likelihood of
confusion"). This is the case, at least in part, because of the difficulty of procuring
reliable evidence of actual confusion. Harold F. Ritchie, Inc. v. Chesebrough Pond's,

Inc., 126 USPQ 310, 315 (2d Cir. 1960); Miles Shoes, Inc. v. R. H Macy & Co., Inc., 199
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F.2d 602, 603 (2d Cir. 1952); AMF Incorporated v. Sleekcraft Boats, 204 USPQ 808,
818-19 (9th Cir. 1979).

Some courts view evidence of a long period of concurrent use of the marks as
weighing against a likelihood of confusion; however, there is no specific length of time
after which such evidence becomes credible for that proposition. Rather, the probative
value of a lack of actual confusion depends on the length of time the consuming public
has been exposed to the marks. Where there has been little opportunity for consumers to
be exposed to both marks, the lack of evidence of actual confusion is given less weight, if
given any at all. See Nabisco, Inc. v. PF Brands, Inc., 51 USPQ2d 1882, 1897 (2d Cir.
1999).

Here, at least for now, it is clear both marks are in use in commerce, that PNP's
product initially enjoyed only modest sales and advertising, and that both its sales and
advertising expense have shown a steady increase. PNP's sales of NATURE'S PROMISE
goods were S| in 2007, SINEEEE in 2008, and SN in 2009. Confidential
Trial Deposition of David R. Morris "Morris Confid. Dep.," at 9:22-11:20. In 2006 -
spent only S|l advertising its NATURE'S PROMISE products but increased its
advertising expenditures to over S|l only one year later. Morris Confid. Dep. at
13:17-25. Therefore, consumers' exposure to both marks has been limited since the
inception of PNP's product. Nonetheless, PNP's sales figures show a marked increase in
sales and the significant increase in its advertising expenses is likely to increase the
exposure of its products to significantly more consumers. Ahold believes the lack of
evidence of actual confusion is largely due to a lack of exposure to PNP's mark among

consumers. This fact is likely to change as PNP increases its advertising efforts and

16



sales. Consequently, any lack of actual confusion should not favor PNP's position; at

best this factor is neutral.

CONCLUSION

Upon consideration of all the evidence presented in this case, clear confusion is

likely in the event Premium Nutritional Products Inc.'s NATURE'S PROMISE mark is

permitted to register on the Principal Register. Accordingly, Ahold Licensing SArl

respectfully requests the Board to sustain this opposition and reject PNP's application.

Dated: November 11, 2010

Respectfully submitted,

McNEES WALLACE & NURICK LLC

By___ /s/Harvey Freedenberg
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