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Opposition No. 91179801   

Lenovo (Singapore) Pte. Ltd. 

v. 

Ricoh Company, Ltd. 

Andrew P. Baxley, Interlocutory Attorney: 

 On January 12, 2009, applicant filed a proposed amendment 

to its application Serial No. 78799240, with opposer's 

consent. 

 By the proposed amendment, applicant seeks to change the 

identification of goods and services in Classes 9, 37, and 42.  

Applicant seeks to change the identification in International 

Class 9 from: 
 

"Photocopying machines; photographic cameras; digital 
cameras; photographic projectors; optical inspection 
apparatus for industrial use; optical readers; facsimile 
machines; telecommunications transmitters; computer 
software for operating electronic copying machines, ink-
jet printers and laser-beam printers; electronic copying 
machines with functions of printer, scanner and facsimile 
machine, their parts and fittings not including ink 
cartridges; ink-jet printers; laser-beam printers 
downloadable electronic publications in the nature of 
brochures and catalogs in the field of printers, 
facsimile machines, electronic copying machines with 
multi-functions of printers, scanner and facsimile 
machine and computer software for electronic copying 
machines and printers";  
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"Photocopying machines; photographic cameras; digital 
cameras; photographic projectors; facsimile machines; 
telecommunications transmitters; computer software for 
operating electronic copying machines, ink-jet printers 
and laser-beam printers; electronic copying machines with 
functions of printer, scanner and facsimile machine, 
their parts and fittings not including ink cartridges; 
ink-jet printers; laser-beam printers; downloadable 
electronic publications in the nature of brochures and 
catalogs in the field of printers, facsimile machines, 
electronic copying machines with multi-functions of 
printers, scanner and facsimile machine and computer 
software for electronic copying machines and printers."   
 

Applicant seeks to change the identification in 

International Class 37 from: 

 
"Repair and maintenance of optical machines and 
instruments; repair and maintenance of photographic 
machines and apparatus; repair and maintenance of 
photographic machines and apparatus; repair and 
maintenance of office machines and apparatus; repair and 
maintenance of electronic copying machines with functions 
of printer scanner and facsimile machines; repair and 
maintenance of ink-jet printers and apparatus; repair and 
maintenance of laser-beam printers and apparatus; repair 
and maintenance of computer hardware; repair and 
maintenance of facsimile machines and apparatus; repair 
and maintenance of telecommunication machines and 
apparatus; repair and maintenance of integrated circuits 
manufacturing machines and systems; repair and 
maintenance of semiconductor manufacturing machines and 
systems; clock and watch repair or maintenance 
consultancy regarding the maintenance of computer systems 
for electronic copying machines";  
 

to: 
 

"Repair and maintenance of photographic machines and 
apparatus; repair and maintenance of office machines and 
apparatus, namely, electronic copying machines, digital 
cameras and scanners; repair and maintenance of 
electronic copying machines with functions of printer, 
scanner and facsimile machines; repair and maintenance of 
ink-jet printers and apparatus; repair and maintenance of 
laser-beam printers and apparatus; repair and maintenance 
of facsimile machines and apparatus; repair and 
maintenance of telecommunication machines and apparatus; 
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repair and maintenance of integrated circuits 
manufacturing machines and systems; repair and 
maintenance of semiconductor manufacturing machines and 
systems; clock and watch repair or maintenance, 
consultancy regarding the maintenance of computer systems 
for electronic copying machines." 

 
Applicant seeks to change the identification in 

International Class 42 from: 

"Design, programming and maintenance of computer software 
for electronic copying machines, ink-jet printers and 
laser-beam printers; computer software design, computer 
programming, maintenance of computer software; technical 
advice relating to performance and operation of 
computers, automobiles and other machines that require 
high levels of personal knowledge, skill or experience of 
the operators to meet the required accuracy in operating 
them; consultancy regarding design and creation of 
computer systems for electronic copying machines; rental 
of computers; providing on-line non-downloadable software 
for connecting personal computers, facsimile machines and 
electronic copying machines with multi-functions of 
printer, scanner and facsimile machine";  

 
to: 

"For design, programming and maintenance of computer 
software for electronic copying machines; technical 
advice relating to performance and operation of machines 
that require high levels of personal knowledge, skill or 
experience of the operators to meet the required accuracy 
in operating them, namely, electronic copying machines, 
printers, scanners, facsimile machines, electronic 
copying machines with multi-functions of printer, scanner 
and facsimile machine, and digital cameras; consultancy 
regarding design and creation of computer systems for 
electronic copying machines; rental of computers; 
providing on-line non-downloadable software for 
connecting personal computers with printers, facsimile 
machines and electronic copying machines with multi-
functions of printer, scanner and facsimile machine." 

 

 The amendment is limiting in nature as required by 

Trademark Rule 2.71(b).  Because opposer consents thereto, it 

is approved and entered.  See Trademark Rule 2.133(a). 
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 Applicant’s consented motion (filed January 28, 2009) 

to continue suspension of this case for settlement 

negotiations is granted.  Proceedings herein are suspended 

until March 29, 2009, subject to either party's right to 

request resumption at any time.  See Trademark Rule 

2.117(c). 

 If there is no word from either party concerning the 

progress of their negotiations by March 29, 2009, 

proceedings herein will resume automatically without further 

action by the Board on March 30, 2009.  Applicant will be 

allowed until April 29, 2009 to file an answer.  The parties 

will be allowed until April 29, 2009 to serve responses to 

any outstanding written discovery requests.  Discovery and 

testimony periods will be reset as follows. 

DISCOVERY PERIOD TO CLOSE: June 30, 2009
  
Plaintiff's 30-day testimony period to close: September 28, 2009
  
Defendant's 30-day testimony period to close: November 27, 2009
  
Plaintiff's 15-day rebuttal testimony period to 
close: January 11, 2010
  
 In each instance, a copy of the transcript of testimony 

together with copies of documentary exhibits, must be served 

on the adverse party within thirty days after completion of 

the taking of testimony.  Trademark Rule 2.l25. 
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 Briefs shall be filed in accordance with Trademark Rule 

2.128(a) and (b).  An oral hearing will be set only upon 

request filed as provided by Trademark Rule 2.l29. 

 If, during the suspension period, either of the parties 

or their attorneys should have a change of address, the 

Board should be so informed. 

 
 

 


