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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SOCIETE DES PRODUITS NESTLE S.A.,

Opposer,
V. Opposition No. 91179789
PREMIUM NUTRITIONAL
PRODUCTS, INC.,
Applicant.

ANSWER TO NOTICE OF OPPOSITION

Applicant, Premium Nutritional Products, Inc. (“Applicant”™) hereby submits its Answer to
the Notice of Opposition and states as follows:

1. With respect to the allegations set forth in the first unnumbered paragraph, Applicant
denies that Opposer will be damaged by issuance of the registration sought by Applicant, denies that
the identification of goods is as alleged, and is without information sufficient to form a belief as to
the truth of the allegations concerning the identity of Opposer, except with respect to the
identification of Applicant’s goods as setforth therein, and denies this allegation.

2. Applicant admits the allegations set forth in Paragraph 1 of the Notice.

3. Applicant is without sufficient information to form a belief as to the truth of the
allegations set forth in Paragraph 2 and, therefore, denies the same.

4. Applicant denies the allegations contained in Paragraph 3 of the Notice.

5. Applicant is without sufficient information to form a belief as to the truth of the
allegations set forth in Paragraph 4 and, therefore, denies the same.

6. Applicant denies the allegations contained in Paragraph 5 of the Notice.



7.

8.

Applicant denies the allegations contained in Paragraph 6 of the Notice.

Applicant admits that it made no use of Applicant’s mark prior to the dates of use

alleged in Exhibit 1, but is without information sufficient to form a belief as to the truth of the

remaining allegations or to the accuracy of dates of use alleged by Opposer and, therefore, to the

extent an Answer is required, denies the same.

9.

10.

11.

12.

13.

14.

I5.

16.

Applicant denies the allegations contained in Paragraph 8 of the Notice.
Applicant denies the allegations contained in Paragraph 9 of the Notice.
Applicant denies the allegations contained in Paragraph 10 of the Notice.
Applicant denies the allegations contained in Paragraph 11 of the Notice.
Applicant denies the allegations contained in Paragraph 12 of the Notice.
Any allegations not expressly admitted herein are denied.

AFFIRMATIVE DEFENSES
The Notice of Opposition fails to state a claim upon which relief can be granted.

Applicant’s use of its marks will not mistakenly be thought by the public to derive

from the same source as Opposer’s goods, nor will such use be thought by the public to be a use by

Opposer with Opposer’s authorization or approval.

17.

Applicant’s marks in their entireties are sufficiently distinctive from Opposer’s marks

so as to avoid confusion, deception or mistake as to the source or sponsorship or association of

Applicant’s goods.

18.

Applicant’s marks, when used on Applicant’s goods, are not likely to cause

confusion, or to cause mistake, or to deceive as to the affiliation, connection or association of

Applicant with Opposer, or as to the origin, sponsorship, or approval of Applicant’s goods by



Opposer.

19.  Uponinformation and belief, Opposer’s pleaded marks already coexist with numerous
third party "PET" and “PROMISE” formative marks, as reflected by the Principal Register and in
common law uses. Opposer’s alleged registrations are coexisting with numerous such third-party
registrations and common law uses. To the extent that Opposer’s mark co-exists with such third-
party marks, the public will readily differentiate between the asserted mark of Opposer and
Applicant’s mark without any likelihood of confusion.

20.  Opposer’s alleged rights in its trademarks PET PROMISE are weak and not entitled
to a wide scope of protection because of the extensive third-party use of marks containing the terms
PROMISE.

21.  The opposition is barred by estoppel.

22, The opposition is barred by the doctrine of waiver.

23.  Applicant reserves its rights to assert counterclaims and to seek cancellation of any
registered marks asserted by Opposer as part of its grounds for opposing registration of Applicant’s
mark, as may be determined through discovery.

WHEREFORE, Applicant prays that this Opposition be dismissed with prejudice that
Application Ser. No. 77/022,302 be passed to allowance,

COUNTERCLAIM FOR CANCELLATION OR PARTIAL CANCELLATION

Applicant believes that it will be injured by the continued registration of Registration Nos.
2,955,674 and 3,027,914 and, therefore, petitions for cancellation of the same.,

1. To the best of Applicant’s knowledge, the name and address of the current owner of

Registration Nos. 2,955,674 and 3,027,914, is identified as Societe des Produits Nestle, S.A., Case



Postale 353, Vevey, 1800, Switzerland. Both ofthese registrations are for the mark PET PROMISE,
Reg. No. 2,955,674 recites as the identification of goods for “Pet food; dog food; cat food,” in
International Class 31, while Reg. No. 3,027,914 recites the goods as “Pet shampoo; stain remover;
pet odor remover” in International Class 3; and “nutritional supplements for pets” in International
Class 5. Copies of the registrations are attached hereto as Exhibit A.

COUNT I

2. Applicant Premium Nutritional Products, Inc. hereby petitions to cancel Opposer’s
Registration No. 2,955,674 for PET PROMISE due to the fact that the marks were not properly
conveyed to Opposer in contravention of 15 USC § 1060(a)(1) and thus are void ab inito.

3. Applicant asserts this Counterclaim in accordance with Section 10 of the Trademark
Act and 37 C.F.R. §§ 2.106(b)(2), 2.111(b) and 114(b)(2).

4. Opposer’s Registration No. 2,955,674 was initially filed as an intent-to-use trademark
application, Ser. No. 78/249,108 under § 1(b) of the Lanham Act by Clark Driftmier.

5. The application for Opposer’s Registration No. 2,955,674 was assigned twice. The
first assignment, executed on November 15, 2003 and recorded on January 20, 2004, shows Clark
Driftmier’s assignment of the application to Natural Pet Nutrition, LLC. The second assignment,
executed on April 6,2004 and recorded on June 18, 2004, shows Natural Pet Nutrition, LLC’s
assignment of the application to Societe Des Produits Nestle SA.

6. The first of the two assignments of Registration No. 2,955,674 (“Assignments™)
occurred on November 15, 2003, which was prior to the filing date set of the amendment alleging
use of the mark for the application for Opposer’s Registration No. 2,955,674,

7. Upon information and belief, that first assignment violated § 10 of the Trademark



Act, in that the assignments both preceded the filing of amendment to allege use or statement of use
and that there was no assignor ongoing and existing business, to which the mark pertained to convey
to the assignees,

8. The violation(s) of § 10 of the Lanham Act renders Registration No. 2,955,674 void
and unenforceable as are any assignments of Registration No. 2,955,674.

9. Applicant is being damaged by the continued registration of Registration No.
2,955,674, as the Opposer is using these registrations as a basis for opposing Applicant’s application.
COUNT II

10.  Applicant incorporates by reference and re-alleges each of the paragraphs above, as
if fully set forth herein.

11. Applicant Premium Nutritional Products, Inc. hereby petitions to partially cancel
Opposer’s Registration No. 2,955,674 for PET PROMISE in connection with “pet food” in Class
31 on the basis that Opposer has only used its marks in connection with dog food and cat food as set
forth in the registration—not with any other type of “pet” food.

12. Applicant asserts this Counterclaim in accordance with Section 18 of the Trademark
Act and 37 C.F.R. §§ 2.106(b)(2), 2.111(b) and 114(b)(2) of the Trademark Rules.

13.  Partiallyrestricting Opposer’s Registration No. 2,955,674 to exclude “pet food” such
that Opposer’s goods and services in Class 31 reads only “dog food; cat food.” will avoid finding
any likelihood of confusion between Opposer’s Registration No. 2,955,674 and Applicant’s mark.

14.  Opposer’s Registration No. 2,955,674 is overly broad, indefinite and requires
restriction in that Opposer does not use Registration No. 2,955,674 to identify the broad class of

goods “pet foods,” but only uses the registration to identify “dog food” and “cat food”.



15.  Applicant is being damaged by the continued registration of Registration Nos.
2,955,674 and 3,027,914, as the Opposer is using these registrations as a basis for opposing
Applicant’s application.

WHEREFORE, Applicant requests that the Opposition be dismissed in its entirety, or, in the
alternative, partially cancelled to omit “pet food,” and that the opposed application be passed to
registration and that the Board cancel Registration No, 2,955,674, and such other relief as the Board
may deem just and proper.

The $300 filing fee for this cancellation proceeding has been charged to Deposit Account No.
19-0522 through the Trademark Trial and Appeal Board’s ESTTA filing system. Any additional fees
in connection with this Opposition may also be charged to this account, and any overpayment may

be credited to this account.

Respectfully submitted,

HOVEY WILLIAMS LLP

By /s/ Thomas H. Van Hoozer
Thomas H. Van Hoozer, Reg. No. 32761
Cheryl L. Burbach
2405 Grand Boulevard, Suite 400
Kansas City, Missouri 64108
Telephone: 816.474.9050
Facsimile: 8§16.474.9057

ATTORNEYS FOR APPLICANT
PREMIUM NUTRITIONAL PRODUCTS, INC.



Certificate of Filing

I hereby certify that the foregoing ANSWER TO NOTICE OF OPPOSITION regarding
Serial No. 77/022,302 is being filed electronically with the United States Patent and Trademark
Office - Trademark Trial and Appeal Board.

Date: November 9, 2007

/s/ Thomas H. Van Hoozer

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the ANSWER TO NOTICE OF OPPOSITION
was deposited with the United States Postal Service as first class mail, postage prepaid, on this 9th
day of November, 2007, to:

Thomas A. Polcyn
Thompson Coburn LLP
One U.S. Bank Plaza
St. Louis, MO 63101.

/s/ Thomas H. Van Hoozer






Int. Cls.: 3and 5

Prior U.S. Cls.: 1, 4, 6, 18, 44, 46, 50, 51 and 52
United States Patent and Trademark Office

Reg. No. 3,027,914
Registered Dec. 13, 2005

TRADEMARK
PRINCIPAL REGISTER

PET PROMISE

SOCIETE DES PRODUITS NESTLE S.A. (SWIT-
ZERLAND SOCIETE ANONYME)

CASE POSTAL 353

INTELLECTUAL PROPERTY DEPARTMENT

VEVEY, SWITZERLAND 1800

FOR: PET SHAMPOO; STAIN REMOVER; PET
ODOR REMOVER, IN CLASS 3 (U.S. CLS. 1, 4, 6, 30,
51 AND 32).

FIRST USE 10-4-2004; IN COMMERCE 10-4-2004.

FOR: NUTRITIONAL SUPPLEMENTS FOR PETS,
IN CLASS 5 (U.S. CLS. 6, 18, 44, 46, 51 AND 52),

FIRST USE 10-4-2004; IN COMMERCE 10-4-2004.

THE MARK CONSISTS OF STANDARD CHAR-
ACTERS WITHOUT CLAIM TO ANY PARTICULAR
FONT, STYLE, SIZE, OR COLOR.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "PET", APART FROM THE MARK
AS SHOWN.

SER. NO. 78-486,431, FILED 9-20-2004.

APRIL L. RADEMACHER, EXAMINING ATTOR-
NEY



Int. Cl.: 31
Prior U.S. Cls.: 1 and 46

Reg. No. 2,955,674
United States Patent and Trademark Office  Registered May 24, 2005

TRADEMARK
PRINCIPAL REGISTER

PET PROMISE

SOCIETE DES PRODUITS NESTLE S. A. (SWIT-  THE MARK CONSISTS OF STANDARD CHAR-
ZERLAND SOCIETE ANONYME) ACTERS WITHOUT CLAIM TO ANY PARTICULAR
CASE POSTALE 353 FONT, STYLE, SIZE, OR COLOR.

INTELLECTUAL PROPERTY GROUP NO CLAIM IS MADE TO THE EXCLUSIVE
VEVEY, SWITZERLAND 1800 RIGHT TO USE "PET", APART FROM THE MARK
AS SHOWN.
FOR: PET FOOD; DOG FOOD; CAT FOOD, IN
CLASS 31 (U.S. CLS. 1 AND 46). SN 78-249,108, FILED 5-13-2003.

FIRST USE 10-4-2004; IN COMMERCE 10-4-2004. JEAN IM, EXAMINING ATTORNEY



