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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SOCIETE DES PRODUITS NESTLE, S.A,,
Opposer,
V. Opposition No. 91179789

PREMIUM NUTRITIONAL
PRODUCTS, INC,,

Applicant.

Premium Nutritional Products, Ine.’s Reply in Support of Its Motion to Compel

Applicant seeks information that is wholly within the scope of the Federal Rules of Civil
Procedure and the Board’s Manual of Procedure. Conversely, Opposer’s arguments are not founded
inn law, but seem to be more of an inconvenience,

A.  Opposer Will Not Produce Agreements and Licenses with Third Parties Unless the
Board Compels It to Do So.

In its brief, Opposer conceded that the documents and information (requested in Revised
Interrogatories No. 3, and 9 and Document Request No. 8) are both relevant and within the
permissible scope of the Federal Rules of Civil Procedure. In declining to produce the documents,
Opposer merely contends (1) that is has produced all relevant documents relating to the assignment
from Natural Pet Nutrition and (2) the remaining documents are subject to confidentiality clauses.

Initially, Opposer has never explained to Applicant that all relevant documents related to

Natural Pet Nutrition’s assignment have been produced. Regardless, Applicant disagrees. Opposer



has failed to produce other relevant documents that pertain to Natural Pet Nutrition’s acquisition of
the trademarks ultimately assigned to Opposer. Additionally, there are other relevant documents
involving the acquisition of Oppdsér:’s. trademarks that still have not been produced, such as an’y'
inventory information, packaging, files, and other related assets that would show Natural Pet
Nutrition’s use of the PET PROMISE trademarks prior to the assignment to Opposer. Indeed, the
discovery requests seek more than the assignment documents themselves.

With regard to the remaining documents at issue, Opposer indicates that with an Order
compelling the production of the documents, Opposer will comply. This should be unnecessary
since the Board’s default protective order addresses such situations. Nonetheless, Applicant
respectfully requests the Board compel Opposer to produce the relevant documents.

B. Opposer Has Failed to Completely and Accurately Answer Revised First Set of
Interrogatories Nos. 21 through 26.

Again, Opposer did not dispute that the requested information is relevant. Rather, Opposer has
argued that the interrogatories are overbroad on the mistaken presumption that Applicant’s requests
are the equivalent of broadly requesting “identitfication of fact witnesses and trial evidence prior to
trial and, therefore improper.” Applicant has not issued such a broad and vague request. Rather, in
six discrete interrogatories, Applicant seeks information and documents pertaining to specific facts
that are at the crux of this dispute and fully within the scope of the Federal Rules of Civil Procedure
and the Board’s Manual of Procedure.

And although Opposer is permitted to identify business records in responding to
interrogatories, its responses to Interrogatories 21 through 26 are meaningless and ineffective

because Opposer merely identified by broken-up Bates Ranges the entirery of its document



production. In its opposition brief, Opposer finally provided some detail to permit Applicant “to
locate and identify, as readily as can the responding party, the records from which the answer may

be ascertained.” Jain v. Ramparts. "Iﬁc,, 49 USPQ2d 1429, 1435 (TTAB 1998). Applicant was

forced to file its Motion to Compel, however, in to obtain more complete responses that should have
been forthcoming through the natural course of discovery, Opposer’s recent explanation of how the
documents are responsive highlights the abuse of the discovery process, and illustrates the type of
information that i1s lacking in its discovery responses to Interrogatories 21 through 26. At a
minimum, the Board should compel Opposer to amend its answers incorporating its explanation
regarding the responsiveness of the business records identified.

C. Applicant is Entitled to Know the Identity of Individuals Participating in
Answering Premium Nutritional’s Interrogatories

It is unreasonable for Opposer to maintain its tenuous position that it need not identify the
individuals that participated in answering Applicant’s Interrogatories. Opposer solely relies on a
1960 case from the United States District Court for the Southern District of Texas, alleging that
disclosure would be burdensome. Why exactly would the disclosure of such information be
burdensome here? Opposer has failed to provide a single reason why disclosure would be

burdensome to it in this case. Further, Opposer fails to address all of the reasons U.S. v. National

Steel Corpation is inapposite. Thus, its reliance on this case is both misplaced and irrelevant.

Opposer argues that it has already identified the “proper corporate deponents,” alluding to its
supplemental response to Interrogatory No. 1. That inquiry, however, seeks ditferent information
from that in Interrogatory No. 31. Rather than seeking the identity of those that participated in

answer the interrogatories, Interrogatory No. 1 seeks the identity of the person(s) “who have been

L]



most knowledgeable about Opposer’s Pet Promise products.” Opposer identified one person.

Like the propounding parties in the cases cited in Applicant’s Motion to Compel, Applicant,
too, 1s entitled to know who pro'videld_ 'ri_n.formatic)n to requests about specific information related to'
other key issues in the case that are the subject of multiple interrogatories— i.e. Opposer’s financial
information, incidences of confusion (if any), Applicant, and other information that may be broader
than about Opposer’s trademarks. This information is qualitatively different than that sought in
Interrogatory No. 1. Thus, the information sought in response to Interrogatory No. 31 1s not satisfied
by Opposer’s response to Interrogatory No. 1.

Furthermore, it is within Applicant’s prerogative to decide which witnesses to depose and
which may have relevant information, governed, of course, by the parameters of the Federal Rules
of Civil Procedure and the Board Manual of Procedure—not Opposer. To allow the responding party
to decide which witnesses are “proper” for discovery, contradicts the spirit and rules of discovery.
Therefore, an Order compelling Opposer to completely respond to Interrogatory No. 31 is
appropriate.

Conclusion

The issues raised in this discovery dispute are not unique to this case. The information sought
is standard shared information in opposition proceedings and is relevant to this dispute. In light of
the fact that Opposer lacks any solid basis for which it denies production of information, Applicant
respectfully requests that the Board enter an Order compelling Opposer to fully and accurately

respond to Interrogatories 3, 9, 21 through 26, and 31, as well as Document Request No. 8.
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