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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

German American Chamber of ,

Commerce California, Inc.
Opposer, Oppositien No. 91179752

V. Serial No. 78661856

German American Chamber of ,
Commerce, Inc.

Applicant.

e

RESPONSE TO MOTION PUSUANT TO 37 CFR SECTION 2.132(a) FOR
INVOLUNTARY DISMISSAL FOR FAILURE TO TAKE TESTIMONY

Opposer, German American Chamber of Commerce California, Inc. (“Opposer”™),
hereby responds to Applicant’s Motion, pursuant to 37 CFR Section 2.132(a), for
involuntary dismissal of the above-captioned consolidated proceedings. Opposer
responds as follows and moves for Applicant’s Motion to be denied.

Opposer’s time for taking testimony expired on June 8, 2009. During Opposer’s
testimony period, Opposer did not take any testimonial depositions by choice.

According to the rules set forth in the TBMP and the Federal Rules of Evidence,
the analysis to be used in determining whether a party has shown excusable neglect was
set forth by the Supreme Court in Pioneer Investment Services Company v. Brunswick
Associates Ltd. Partnership, 507 U.S. 380 (1993), adopted by the Board in Pumpkin Ltd.
v. The Seed Corps, 43 USPQ2d 1582 (TTAB 1997). These cases hold that the excusable

neglect determination must take into account all relevant circumstances surrounding the



party’s omission or delay, including (1) the danger of prejudice to the nonmovant, (2) the
length of the delay and its potential impact on judicial proceedings, (3) the reason for the
delay, including whether it was within the reasonable control of the movant, and (4)
whether the movant acted in good faith,

In regards to the first factor, based on the small amount of time that has passed
from Plaintiff’s Testimony Period due date and the fact that Applicant has filed a Federal
Trademark Infringement lawsuit against Applicant in the California District Court for the
Southern District against Opposer, we find that the danger of prejudice is negligible.
Because the issues involved in this proceeding are inevitably going to be the focal point
of the Federai lawsuit, it is unlikely any prejudice would result from a denial of
Applicant’s Motion. As a final point, because the District Court has the legal authority to
overrule a final decision by the Trademark Trial and Appeal Board, the potential for
prejudice against Applicant is even further reduced. In addition, based on the fact that
District Court’s look to Trademark Trial and Appeal Board decisions for guidance, it
would serve in the best interest of judicial efficiency to allow for this opposition to
proceed and for a final decision to be reached.

In regards to the time that has passed and the effect on the judicial proceedings,
due to the relatively small amount of time that has passed between the June 8, 2009
Plaintiff’s Testimony due date and the filing of the Motion to Dismiss on June 23, 2009,
we do not believe the amount of time that has elapsed will have any significant impact on
the judicial proceedings. For the record, Opposer has never filed for a Stipulated Motion
for the Extension of Time, while Applicant has filed for a Stipulated Motion for an

Extension of Time on two separate occasions (11/02/2007; 12/04/2008) and on both



occasions Opposer granted consent to said Motions. Further, on April 23, 2009,
Applicant assigned the entire interest in the trademark from the original Applicant to
Duetscher Industries Und Handelskammertag. This transfer of ownership led to
additional research and to a further examination of Opposer’s discovery materials, but in
the interest of time and efficiency, Opposer did not move at that time for an Extension of
Time.

In reéards to the reason for the delay and whether it was in control of the movant,
Opposer subrﬁits the following explanation. On May 22, 2009, Applicant filed a Federal
lawsuit against Opposer alleging, among other causes of action, trademark infringement
in the California District Court for the Southern District. (Exhibit A). The GERMAN
AMERICAN CHAMBER OF COMMERCE mark that is the basis for Applicant’s claim
in the federal lawsuit is the same mark that is the basis for this opposition proceeding.
The filing of this lawsuit in such close proximity to the Plaintiff’s Testimony Date
resulted in OPposer having to seek outside counsel and seek advice as to what impact the
lawsuit had on this opposition proceeding. Because Applicant is the Plaintiff in the
Federal lawsuit against Opposer, Opposer was unclear as to whether this Opposition
proceeding would continue or if it would be removed to the District Court. Having
conferred with Applicant’s newly appointed counsel for the Federal lawsuit on June 13,
2009, it became apparent that Applicant had no present intent to move for the removal of
this proceeding to District Court. As Opposer currently has a deadline to answer the
complaint in the Federal lawsuit, it was critical to determine if this opposition was going
to continue before Opposer decided to commit further time and resources to work on this

opposition. If Applicant was going to file a Motion to Remove the Opposition Proceeding



to Federal Court shortly after it filed its Complaint in District Court, it would have been
impractical and unfair for Opposer to have continued on with the burdensome task of
compiling and submitting testimonial evidence for no reason. Having reached a
determination that both parties intend to continue on with this Opposition proceeding,
Opposer contends that it is reasonable and appropriate to allow for the submission of
Opposer’s testimonial evidence and to continue on with the trial dates as they are reset.
In regards to a determination of good faith, Opposer submits that in light of the
circumstances outlined above, it acted in good faith in filing for a Motion to Extend
Plaintiff’s Trial Period and in Response to Applicant’s Motion to Dismiss. Due to the fact
that the Applicant filed a Federal lawsuit in such close proximity to Plaintiff’s Testimony
Period due date, we contend that the short delay in submitting Opposer’s testimonial
evidence was reasonable and in good faith. Opposer currently has all testimonial
evidence ready to submit to Applicant, and Opposer’s attorney has informed Applicant’s
attorney of this fact.
Based on the foregoing, Opposer moves for Applicant’s Motion Pursuant to 37

CFR Section 2.132 (a) For Involuntary Dismissal for Failure to Take Testimony to be
denied.

By: _ /evananderson/

Evan G. Anderson, Esq.

Patel & Alumit, P.C.

16830 Ventura Blvd., Suite 360

Encino, CA 91436

ATTORNEY FOR APPLICANT

GERMAN AMERICAN

CHAMBER OF COMMERCE
CALIFORNIA, INC.



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing MOTION EXTEND
PLAINTIFF’S DISCOVERY PERIOD has been served on German American Chamber
of Commerce by mailing said copy on June 29, 2009 via First Class Mail, postage
prepaid to: Karl Milde, Milde & Hoffberg, LLP, 10 Bank Street, Suite 460, White Plains,
NY 10606.

By:  /evananderson/

Evan G. Anderson, Esq.

Patel & Alumit, P.C.

16830 Ventura Blvd., Suite 360
Encino, CA 91436

ATTORNEY FOR APPLICANT
GERMAN AMERICAN
CHAMBER OF COMMERCE
CALIFORNIA, INC.



EXHIBIT A
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LAW OFFICES

Hlan Matkins Leck Gambla
Mallory & Natsis LLP

MICHAEL J. HOLMES (BAR NO. 199311)

MICHAEL R. ADELE (BAR NO. 138339)

ALLEN MATKINS LECK GAMBLE
MALLORY & NATSIS LLP

12348 High Bluff Drive, Suite 210

San Diego, California 92130-3580

Phone: (858) 481-5055

Fax: (858) 481-5028

E-Mail: mholmes@allenmatkins.com

madele@allenmatking.com

KARL F. MILDE, JR.

MILDE & HOFFBERG, LLP

10 Bank Street, Suite 460

White Plains, NY 10606

Phone: (914) 949-3100

Fax: (914)949-3416

E-mail: karl@mildehoffberg.com

(pro hac vice application to be submitted)

Attormeys for Plaintiffs
DEUTSCHER INDUSTRIE- UND

HANDELSKAMMERTAG, a/k/a/ THE ASSOCIATION
OF GERMAN CHAMBERS OF INDUSTRY AND
COMMERCE; GERMAN AMERICAN CHAMBERS QF
COMMERCE IP HOLDINGS, INC., and GERMAN
AMERICAN CHAMBER OF COMMERCE, INC.

UNITED STATES DISTRICT COURT

SOUTHERN DISTRICT OF CALIFORNIA

DEUTSCHER INDUSTRIE-UND
HANDELSKAMMERTAG, a/k/a/ THE

ASSOCIATION OF GERMAN CHAMBERS

OF INDUSTRY AND COMMERCE,;
GERMAN AMERICAN CHAMBERS OF
COMMERCE IP HOLDINGS, INC., and
GERMAN AMERICAN CHAMBER OF
COMMERCE, INC.,

Plaintiffs,
V.
GERMAN AMERICAN CHAMBER OF
COMMERCE CALIFORNIA, INC., STEVE
RIEDEL, an individual, and PEGGY
FLEMING, an individual,

Defendants.

720399.01/5D

Case No.

COMPLAINT FOR:

(1)

@
3

“4)

)

FEDERAL TRADEMARK
INFRINGEMENT

(LANHAM ACT § 32);

FEDERAL UNFAIR COMPETITION
(LANHAM ACT § 43(A)):;
CALIFORNIA UNFAIR
COMPETITION

(B&P CODE §§ 17200 ET SEQ.);
CALIFORNIA TRADEMARK
INFRINGEMENT

(B&P CODE §§ 1425 ET SEQ.); AND
COMMON LAW TRADEMARK.
INFRINGEMENT

__DEMAND FOR JURY TRIAL_

COMPLAINT FOR STATE , FEDERAL AND
COMMON LAW TRADEMARK INFRINGEMENT
AND UNFAIR COMPETITION




