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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name FILA LUXEMBOURG S.AR.L.

Granted to Date 09/09/2007

of previous

extension

Address 26, Boulevard Royal
LUXEMBOURG, L-2449
LUXEMBOURG

Attorney David S. Modzeleski

information Arent Fox LLP

1050 Connecticut Avenue, NW

Washington, DC 20036

UNITED STATES

modzeleski.david@arentfox.com, kittka.christiane@arentfox.com,
donohue.jennifer@arentfox.com Phone:202/857-6073

Applicant Information

Application No 78921676 Publication date 03/13/2007
Opposition Filing 09/10/2007 Opposition 09/09/2007
Date Period Ends

Applicant FITMAX INC.

501-1 SO.REINO RD. #281
NEWBURY PARK, CA 91320
UNITED STATES

Goods/Services Affected by Opposition

Class 028.

All goods and services in the class are opposed, namely: GYMNASTIC APPARATUS; EXERCISE
TRAMPOLINES; WAIST WEIGHT LIFTING BELTS; LEG WEIGHTS FOR EXERCISING; CHEST
EXPANDERS; CHAIRS FOR SIT-UP EXERCISING; AEROBIC STEP MACHINES; STATIONARY
EXERCISE BICYCLES; STATIONARY EXERCISE BICYCLES AND ROLLERS THEREFOR;
EXERCISING EQUIPMENT, NAMELY, POWERED TREADMILLS FOR RUNNING; WEIGHT
LIFTING BENCHES AND BENCH ACCESSORIES; GYMNASTIC HORIZONTAL BARS; EXERCISE
MACHINES FOR THE WHOLE BODY

Grounds for Opposition

Deceptiveness

Trademark Act section 2(a)

False suggestion of a connection

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)



http://estta.uspto.gov

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2227372 Application Date 06/12/1997

No.

Registration Date | 03/02/1999 Foreign Priority NONE
Date

Word Mark F

Design Mark

Description of
Mark

The mark consists of a stylized "F" in a box.

Goods/Services

Class 028. First use: First Use: 1991/01/00 First Use In Commerce: 1991/01/00
golf clubs, golf club head covers, golf balls, golf bags, and golf gloves

U.S. Registration | 1098835 Application Date 03/04/1976

No.

Registration Date | 08/08/1978 Foreign Priority 11/06/1975
Date

Word Mark F

Design Mark

Description of
Mark

THE MARK CONSISTS OF THE LETTER "F" STYLIZED.

Goods/Services

Class 024. First use: First Use: 1973/09/00 First Use In Commerce: 1974/04/00

[ TEXTILE FABRICS FOR USE IN THE MANUFACTURE OF CLOTHING AND
SPORTS ARTICLES ]

Class 028. First use: First Use: 1973/09/00 First Use In Commerce: 1974/04/00
TENNIS BAGS

U.S. Registration | 2670921 Application Date 06/06/2000

No.

Registration Date | 01/07/2003 Foreign Priority NONE
Date

Word Mark F

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1998/10/00 First Use In Commerce: 1998/10/00

Clothing, namely, jackets, pants, shirts, suits, Bermudas, socks, sweaters,
fleece jackets, overshirts, gloves, outerwear jackets, shorts, knit shirts, T-shirts;
footwear, namely, tennis shoes, jogging shoes, running shoes, walking shoes,
sailing shoes, deck shoes, sandals; headwear, namely, hats, caps, visors, and
headbands

U.S. Registration | 1032383 Application Date 06/05/1975

No.

Registration Date | 02/03/1976 Foreign Priority NONE
Date

Word Mark F

Design Mark

Description of NONE

Mark




Goods/Services

Class 025. First use:

MEN'S, WOMEN'S AND CHILDREN'S CLOTHING-NAMELY, UNDERWEAR,
SOCKS, [ STOCKINGS, ] SHIRTS, BLOUSES, TROUSERS, JACKETS,
[NECKTIES, FOULARDS,] SKIRTS, OVERCOATS, RAINCOATS, HATS,
GLOVES, BATHING SUITS, SHOES, [ SKI SHOES, ] SKI SUITS, AND
MOUNTAIN CLIMBING SHOES

U.S. Registration | 3014799 Application Date 10/03/2002

No.

Registration Date | 11/15/2005 Foreign Priority NONE
Date

Word Mark F

Design Mark

Description of NONE

Mark

Goods/Services

Class 012. First use:

Bicycles and structural parts thereof; bicycle accessories and parts; namely,
water bottles, water bottle clips, toe clips, pedals, spokes, wheel carriers,
fenders, cranks, chains, bicycle frames, theft alarms, bells, brakes, tire pumps,
saddles, kick-stands, tires, inner tubes, handle bars and foot bindings

U.S. Registration | 3019564 Application Date 10/18/2002

No.

Registration Date | 11/29/2005 Foreign Priority NONE
Date

Word Mark FILA

Design Mark

Description of NONE

Mark

Goods/Services

Class 012. First use:

Bicycles, structural parts thereof, bicycle accessories and parts, namely, water
bottle clips, toe clips, pedals, spokes, wheel carriers, fenders, cranks, chains,
bicycle frames, theft alarms, bells, brakes, tire pumps, saddles, kick-stands,
tires, inner tubes, handle bars and foot bindings

U.S. Registration | 1520482 Application Date 07/13/1987

No.

Registration Date | 01/17/1989 Foreign Priority NONE
Date

Word Mark F

Design Mark

Description of
Mark

THE MARK COMPRISES A STYLIZED LETTER "F" IN A BOX.

Goods/Services

Class 005. First use: First Use: 1986/00/00 First Use In Commerce: 1986/00/00

[ HIGH-POTENCY VITAMIN AND MINERAL SUPPLEMENTS, AND ENERGY
REPLACEMENT DRINK MIXES ]

Class 014. First use: First Use: 1984/00/00 First Use In Commerce: 1984/00/00
WRIST WATCHES
Class 028. First use: First Use: 1986/00/00 First Use In Commerce: 1986/00/00

GOLF CLUBS [, TENNIS RACKETS, JUMP ROPES, PUSH-PULL STRETCH
EXERCISERS, BALANCED WEIGHTS, AND TRAVEL WEIGHTS ]




U.S. Registration | 2220108 Application Date 06/12/1997

No.

Registration Date | 01/26/1999 Foreign Priority NONE
Date

Word Mark FILA

Design Mark

Description of NONE

Mark

Goods/Services

Class 028. First use: First Use: 1991/01/00 First Use In Commerce: 1991/01/00
golf clubs, golf club head covers, golf balls, golf bags, and golf gloves

U.S. Registration | 1564119 Application Date 07/13/1987

No.

Registration Date | 11/07/1989 Foreign Priority NONE
Date

Word Mark FILA

Design Mark

Description of NONE

Mark

Goods/Services

Class 005. First use: First Use: 1986/00/00 First Use In Commerce: 1986/00/00

HIGH-POTENCY VITAMIN AND MINERAL SUPPLEMENTS, ENERGY
DRINKS COMPRISED OF VITAMINS AND ENERGY REPLACEMENT DRINKS

Class 014. First use: First Use: 1984/00/00 First Use In Commerce: 1984/00/00
WRIST WATCHES
Class 025. First use: First Use: 1979/10/00 First Use In Commerce: 1979/10/00

SKI UNDERWEAR, UNDERPANTS, SHIRTS, POLO SHIRTS, CAPS,
INSULATING RACING JACKETS, STRAIGHT RACE AND GIANT SLALOM
OVERALLS, PULLOVERS, CARDIGANS, JACKETS, TROUSERS, CROSS-
COUNTRY SKI SALOPETTES, CROSS-COUNTRY SKI OVERALLS,
SLEEVELESS JACKETS, COATS, GLOVES, [ GAITERS, ] SOCKS, TANK-
TOPS, BERMUDA SHORTS, SHORTS, WAISTCOATS, SALOPETTES,
BATHING SUITS, SKIRTS, BATHING GOWNS, SWIMMING SUITS, BIKINIS,
PONCHOS, BATHING CAPS, OVERALL JACKET HOODS, T-SHIRTS,
SLEEVELESS PULLOVERS, WARM-UPS, WRIST-BANDS, HEAD BANDS,
VISORS, SUN-BATH SHIRTS, KILTS, LADIES DRESSES, [ CULOTTES, ] AND
TIES

Class 028. First use: First Use: 1986/00/00 First Use In Commerce: 1986/10/00

GOLF CLUBS [, TRAVEL WEIGHTS FOR EXERCISING, HAND-HELD
ELASTIC EXERCISING APPARATUS, JUMP ROPES, AND HAND-HELD
EXERCISING WEIGHTS ]

U.S. Registration | 2065693 Application Date 06/21/1995

No.

Registration Date | 05/27/1997 Foreign Priority NONE
Date

Word Mark FILA

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1979/10/00 First Use In Commerce: 1979/10/00




sweatbands, T-shirts, sweatshirts, hats
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Signature

/David S Modzeleski/

Name

David S. Modzeleski

Date

09/10/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Inre Application No. 78/921676 for the mark FITMAX (Stylized) filed on July 2, 2006, and
published on March 13, 2007

FILA LUXEMBOURG S.AR.L.
Opposer
Opp. No.
\A
FITMAX, INC,,
Applicant.
NOTICE OF OPPOSITION

Fila Luxembourg S.a.r.l. (“Opposer”), a corporation duly organized and existing under
the laws of Luxembourg and having a principal business address of 26, Boulevard Royal,
Luxembourg L-2449, believes that it will be damaged by the registration on the Principal
Register of the mark FITMAX (Stylized) (Ser. No. 78/921676), owned by Fitmax, Inc.
(“Applicant”), and hereby opposes same under the provisions of Section 13 of the Trademark Act
of 1946, 15 U.S.C. § 1063.

As grounds for the opposition, it is alleged that:

1. Opposer is the owner of all right, title, and interest in and to a stylized F mark and
to a family of registered and common law trade names, service marks, and trademarks comprised
in whole or in part of the F (Stylized) mark (collectively, the “FILA Marks™) for, among other
things, sporting goods and athletic clothing.

2. Opposer’s exclusive right to use the FILA Marks is evidenced by the following

federal registrations issued by the Patent and Trademark Office:



F (Stylized) (Cls. 28) U.S. Reg. No. 2227372

F (Stylized) (Cls. 28) U.S. Reg. No. 1098835
F (Stylized) (Cls. 25) U.S. Reg. No. 2670921
F (Stylized) (Cls. 25) U.S. Reg. No. 1032383
F (Stylized) (Cls. 12) U.S. Reg. No. 3014799
FILA (Stylized) (Cls. 12) U.S. Reg. No. 3019564
F (Stylized) (Cls. 28) U.S. Reg. No. 1520482
FILA (Stylized) (Cls. 28) U.S. Reg. No. 2220108

FILA (Stylized) (Cls. 14,25,28)  U.S. Reg. No. 1564119
FILA (Stylized) (Cls. 25) U.S. Reg. No. 2065693

3. Opposer used and acquired trademark rights in, the FILA Marks before July 2,
2006, the date on which Applicant filed its application to register FITMAX (Stylized).

4, Opposer has expended substantial sums in marketing, advertising, and promoting
the FILA Marks in connection with its sporting goods, athletic clothing, and related products
throughout the United States.

5. Opposer has enjoyed substantial revenue derived from the sale of sporting goods,

athletic clothing, and related products in the United States.

6. By reason of their extensive marketing, advertising, and promotion, the FILA

Marks have become uniquely associated with Opposer.



7. The FILA Marks have become well known and famous as distinctive indicators of
the origin of Opposer’s goods, and they are valuable symbols of Opposer’s goodwill.

8. The FILA Marks are fanciful, arbitrary, inherently distinctive, and therefore strong
and entitled to a broad scope of protection.

9. Notwithstanding Opposer’s prior rights in the FILA Marks, Applicant filed
Application No. 78/921676 on July 2, 2006, based on intent-to-use.

10.  Applicant’s mark features a stylized “F” which is nearly identical to Opposer’s
“F” (Stylized) marks.

11 Notwithstanding Opposer’s prior established rights in its marks, through
Application No. 78/921676, Applicant seeks to obtain registration on the Principal Register for
the FITMAX (Stylized) mark for use with “gymnastic apparatus; exercise trampolines; waist
weight lifting belts; leg weights for exercising; chest expanders; chairs for sit-up exercising;
aerobic step machines; stationary exercise bicycles; stationary exercise bicycles and rollers
therefore; exercising equipment, namely, powered treadmills for running; weight lifting benches
and bench accessories; gymnastic horizontal bars; exercise machines for the whole body,” in
Class 28.

12. Opposer is not related to Applicant, has not authorized, endorsed, or approved of
the goods Applicant intends to offer under the FITMAX (Stylized) mark, and has not granted

Applicant permission to use any mark featuring its “F” (Stylized) mark.



Count I- Likelihood of Confusion

13.  Opposer hereby incorporates by reference the allegations contained in paragraphs
1 through 12 above.

14.  The mark that Applicant seeks to register so resembles Opposer’s FILA Marks
and specifically marks containing or consisting of Opposer’s “F” (Stylized) mark, that the use
and registration thereof is likely to cause confusion, mistake, and deception as to the source or
origin of Applicant’s goods and will injure and damage Opposer and the goodwill and reputation
symbolized by Opposer’s marks.

15.  Applicant’s goods are so closely related to the goods of Opposer that the public is
likely to be confused, to be deceived, and to assume erroneously that Applicant’s goods are those
of Opposer or that Applicant is in some way connected with or sponsored by or affiliated with

Opposer, all to Opposer’s irreparable damage.

Count II- Deception/False Suggestion of Connection

16.  Opposer hereby incorporates by reference the allegations contained in paragraphs
1 through 15 above.

17.  Applicant’s FITMAX (Stylized) mark so closely resembles Opposer’s FILA
Marks, and specifically marks containing or consisting of Opposer’s “F” (Stylized) mark, that
Applicant’s mark is likely to cause deception in violation of Section 2(a) of the Trademark Act in

that the mark misdescribes the origin of the goods and services, purchasers are likely to believe



that the misdescription actually describes the origin of the goods, and this is likely to materially
alter purchasers’ decisions to acquire Applicant’s goods.

18.  Applicant’s FITMAX (Stylized) mark so closely resembles Opposer’s FILA
Marks and specifically marks containing or consisting of Opposer’s “F” (Stylized) mark, that it
falsely suggests a connection with Opposer in violation of Lanham Act Section 2(a).

19.  Applicant’s FITMAX (Stylized) mark points uniquely to Opposer, and purchasers
will assume that goods offered under the mark are connected with Opposer.

Count III- Dilution

20.  Opposer hereby incorporates by reference the allegations contained in paragraphs
1 through 19 above.

21. The FILA Marks have been widely used and extensively publicized in the United
States and have become well known and famous within the meaning of Lanham Act § 43(c) as
distinctive symbols of Opposer’s goodwill.

22. Applicant’s FITMAX (Stylized) mark will dilute the distinctive quality of the
FILA Marks, including Opposer’s “F” (Stylized) marks.

23.  The use or registration of Applicant’s FITMAX mark will lessen the capacity of
Opposer’s famous FILA Marks to identify and distinguish Opposer’s goods.

24. By reason of the foregoing, Opposer asserts that it will be damaged by the
registration of Applicant’s FITMAX (Stylized) mark and hereby opposes Applicant’s application

under 15 U.S.C. § 1052.



WHEREFORE, Opposer prays that this opposition be sustained and that registration be

denied.

Date: 4,/ lo/ 07

FILA LUXEMBOURG S.A.R.L.

Deceed SLasdrtel

Jennifer Donohue

David S. Modzeleski

ARENT FOX LLP

1050 Connecticut Avenue, NW
Washington, DC 20036

(202) 857-6000

Attorneys for Opposer



CERTIFICATE OF FILING

It is hereby certified that the attached Notice of Opposition (re App. No. 78/921676) is

being filed electronically with the U.S. Patent and Trademark Office this [Oﬂ"day of September
2007.

~ Duets Modnua b



