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U.S. PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRUST AND APPEAL BOARD

X
JOHN LOBB,

Opposer,
- against -

PATRICIA A. SANBORN and
KENNETH R. SANBORN,

Applicants.
Opposition No. 91178466
Serial No. Opposed: 77/037,974

FOLEY & LARDNER LLP
80 Park Avenue
New York, New York

May 29, 2008
10:00 a.m.

Deposition of PAUL GORING, before

Marlene Lee, CSR, CRR, a Notary Public of the

State of New York.

ELLEN GRAUER COURT REPORTING CO. LLC
126 East 56th Street, Fifth Floor
New York, New York 10022
212-750-6434
REF: 87578
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FOLEY & LARDNER LLP
Attorneys for the Opposer

90 Park Avenue

New York, New York 10016-1314
BY: ANDREW BAUM, ESQ.

212-338-3527

abaum@foley.com

212-687-2329

DICKINSON WRIGHT PLLC (Via Telephone)

Attorneys for the Applicants
1901 L Street, N.W., Suite 800
Washington, D.C. 20036

BY: SAMUEL D. LITTLEPAGE, ESQ.
202-659-6920

SLittlepage @dickinson-wright.com

(Telephone)
(E-mail)

(Fax)

(Telephone)

(E-mail)
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Exhibit 5

Exhibit 6

Exhibit 7

Exhibit 8

WITNESS EXAMINATION BY
PAUL GORING MR. BAUM
MR. LITTLEPAGE

———————————————— EXHIBITS -—-=--—---

OPPOSER'S ~ DESCRIPTION

Exhibit 1 DRAWING, BOOT LOGO

Exhibit 2 ~ DOCUMENTS PRODUCED IN RESPONSE
TO DISCOVERY, COVER OF
AUTUMN/WINTER 2007 CATALOG,
PRODUCTION NOS. JL 04 - 05

Exhibit 3 ~ DOCUMENT, SUMMARY OF ITEMS
SOLD THAT BEAR THE BOOT LOGO

Exhibit 4

RIBBON, PRODUCED IN DISCOVERY
RESPONSES

KEY FOB, PRODUCED IN RESPONSE

TO DISCOVERY, PRODUCTION NO.
JL 0006

PAGES PRODUCED IN RESPONSE TO
DISCOVERY, PICTURES TAKEN FROM
THE WEB SITE OF SMALL LEATHER
GOODS UTILIZING THE BOOT LOGO,
PRODUCTION NOS. JL 0011 - 0020

DOCUMENT PRODUCED IN DISCOVERY,
PICTURE OF GOTHAM MAGAZINE,
PRODUCTION NOS. 1 - 2

DOCUMENT, "OPPOSER'S RESPONSES
TO APPLICANT'S FIRST SET OF
INTERROGATORIES™"
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P A UL G ORTING

14
having been called as a witness and duly sworn

by the notary (Marlene Lee), was examined and

testified as follows:

EXAMINATION BY MR. BAUM:

Q.

Could you state your name for the

record, please.

A. Paul Goring.
0. And what's your home address?
A. 12 Colony Lane. Manhasset, New
York.
Q. And by whom are you employed?
A. John Lobb.
Q. What's your title at John Lobb?
A. Director of operations, U.S.
Q. Since when have you held this
position?
A. Since January of 2008.
Q.

Could you describe your duties as

director of operations?

A. I oversee all the John Lobb

business in the U.S., which is currently two

retall outlets as well as a wholesale division.

Q.

You mentioned two retail shops.
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GORING

Could you tell me where those are located?

A. One is on Madison Avenue in New

York. The other is South Coast Plaza in Costa

Mesa, California.

Q.

And you mentioned a wholesale

business as well. Could you describe that,

please?

A. I do a wholesale business with

about 15 specialty stores, and Neiman Marcus as

our major account.

Q.

Prior to becoming director of

operations, were you employed by John Lobb?

A. I was.

Q.

What was your title?

A. I was director of wholesale.

Q. And during what period of time did

you hold that job?

A. Since I started with the company,

which was December 2003,

2007.

through the end of

Q.

Could you describe the business of

John Lobb, please.

A. John Lobb is a manufacturer of

leather goods, primarily shoes, briefcases, and




GORING

small leather goods, made in Europe, primarily
3 England, which I would describe as being the

4 best of the best, the top level of all the
5 categories.

6 Q. When was the company founded?
7 A. Sometime in the 1860s.

8 Q. And to your knowledge has the
9

company been in business continuously since

10 then?

11 A. Yes.
12 Q. Is John Lobb the subsidiary of any
13 other company?
14 A, Yes. Hermes International.
15 Q. Is Hermes International
16 headquartered in Paris?
17 A. Yes.
18 Q. Since when has John Lobb been a
19 subsidiary of Hermes?
20 A. Since 1976.
21 Q. You touched on this previously but
22 I'll ask, for the record: What kind of
23 reputation does John Lobb have in the leather
24 goods industry, to your knowledge?
25

MR. LITTLEPAGE: I object to that




GORING
2 question. There is no foundation for the
3 question.
4 0. Prior to working for John Lobb, did
5 you work in the apparel and fashion industries?
6 A. Yes, I did.
7 Q. And for whom did you work?
8 A. I worked for a small company called
9 Cardinal of Canada. I did a small stint with
10 Federated Merchandising Group. I worked for a
11 long time with Burberry and Saks Fifth Avenue.
12 Q. Since joining John Lobb have you
13 had occasion to obtain any personal knowledge
14 concerning the company's reputation for its
15 goods?
le6 A. Yes.
17 0. And based on what you've learned
18 both before and during your stint with John
19 Lobb, what kind of reputation does John Lobb
20 have in the leather goods industry?
21 MR. LITTLEPAGE: Objection.
22 Foundation has not been laid.
23 Q. You can answer.
24 A. As the best of the best in the
25

products it carries.




GORING
2 Q. And what do you base that testimony
3 on?
4 A. From the opinions of wholesale and
5 retail customers.
6 MR. LITTLEPAGE: Objection.
7 Hearsay.
8 Q. Have John Lobb's products been
9 recognized for their quality by any third
10 party?
11 A. Yes, they have.
12 Q. Can you state what that is?
13 A. We have been cited by the Robb
14 Report in their Best of the Best issues.
15 Q. What is the Robb Report?
16 A. A top-end magazine, lifestyle and
17 consumer magazine, that delves in the top end
18 of all products, travel as well as any type of
19 product that's available.
20 MR. LITTLEPAGE: Objection. I'm
21 going to move to strike the testimony.
22 It violates the best evidence rule.
23 MR. BAUM: Okay.
24 0. Do John Lobb products, have they
25

obtained any recognition other than the Robb
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GORING

Report, to your knowledge?

A. In England they've received the

Royal Warrant.

MR. LITTLEPAGE: Objection. The

testimony is irrelevant.
0. And what is the Royal Warrant?
A.

The Royal Warrant is something

given out by the Queen, citing, in essence, the

best of the best in certain categories of

products and services.

MR. LITTLEPAGE: Just to clarify

that objection on irrelevancy: The

testimony 1is to matters outside the

United States, to which counsel for John

Lobb had objected providing information

during discovery.

MR. BAUM: Okay. Noted.

Q. What is the range of prices charged

for John Lobb shoes in the United States?

A. The range is from $900 to $1700 for

ready-made shoes. There's a custom shoe

business that begins at $5800.

Q. Could you state for the record the

names of some of the customers for John Lobb
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GORING
products in the United States?

A. It's our policy not to name names

of our customers, although they are

entrepreneurs, CEOs,

heads of business, members

of Hollywood, and heads of state throughout the

world.

MR. BAUM: I'd like to mark as

Exhibit 1 a drawing and show it to the

witness.

(Opposer's Exhibit 1 for

identification, drawing, boot logo.)

MR. BAUM: Off the record.

(Discussion off the record.)

Q. Mr. Goring, what is Exhibit 17

A. This is our boot logo that goes

back to the traditions in the beginnings of

John Lobb.

0. Well, but you identified it as the

boot logo?

A. It's the boot logo.

Q. Does the boot logo literally

represent any particular style or model of John

Lobb boot?

A. No.
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Q.

What is the derivation or origin of
this mark, to your knowledge?
MR. LITTLEPAGE: Objection.

Leading.

MR. BAUM: Okay.

A. This was the insignia or symbol

hanging out of the St. James Street John Lobb

store, I believe, for in excess of 100 years.

Q. Was the St. James Street store the

original John Lobb store?

A. I'm not entirely sure.

Q.

Has the boot design trademark been
used on any products sold in the United States?

A. Yes, it has been.

Q.

What products has it been used on?

A. It's been used on small leather

goods, primarily.
Q. I'd like to show you what's been

marked as Exhibit 2, which are documents

produced in response

to discovery, bearing

Bates Nos. JL 04 and 05.

(Opposer's Exhibit 2 for

identification, documents produced in

response to discovery, cover of

11




1 GORING
2 autumn/winter 2007 catalog, production
3 Nos. JL 04 through 05.)
4 MR. BAUM: 1I'll give you a moment,
5 Sam. Let me know when you're ready.
6 MR. LITTLEPAGE: I'm ready.
7 Q. What is Exhibit 2, Mr. Goring?
8 A. The cover appears to be the cover
9 of our autumn/winter 2007 catalog.
10 Q. What's on the second page?
11 A. An assortment of small leather
12 goods sold for autumn/winter 2007.
13 Q. What's the product, let's say
14 in -- the lower right-most product on the
15 second page of Exhibit 2°?
16 A. That's a wallet.
17 0. Does that wallet show the boot
18 design on the product?
19 A. Yes, it does.
20 Q. And how is the boot design applied
21 to the small leather goods?
22 A. It is stamped onto the leather.
23 Q. As part of the manufacturing
24 process?
25

A. As part of the manufacturing

12
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process. Correct.

Q.

When were leather goods bearing the

boot design trademark first sold in the United
States?

A. In spring of 2007.

March of 2007, was it?

MR. BAUM: I will state for the

record that according to our sworn

interrogatory responses, the answer that

was given was March of 2006.

MR. LITTLEPAGE: I'm going to

object to the testimony of counsel.

MR. BAUM: Okay.
Just a moment.

Q. Mr. Goring, I'm showing you a

document bearing the title "Opposer's Responses

to Applicant's First Set of Interrogatories."

MR. BAUM: And I'll ask the

reporter to mark this as Opposer's

Exhibit 8.

(Opposer's Exhibit 8 for

identification, document, "Opposer's

Responses to Applicant's First Set of

Interrogatories.”

13
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MR. BAUM: And I'm showing the

witness the interrogatory 2-B. I'm

reading from the document: "State whether

any sales have been made to date in the

U.S. under opposer's mark, and if so, the

date of each sale for each type of

product."”

The answer to the interrogatory 2-B

was, "Date of first sale for each item

was March of 2006."

I'll show the witness also the
verification of these answers by Renaud

Paul-Dauphin of John Lobb.
Q.

Based upon the answer that was

given in the interrogatories, I ask you again

when the boot design mark was first used on

products in the United States.
MR. LITTLEPAGE: I'm going to
object on the basis of hearsay.

Q.

You can answer.

A. Yes, that is correct. It was March

of 2006.

Q.

Were you mistaken when you said

March of 2007 previously?
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I was mistaken when I said March of

2007.

MR. BAUM: I'd like to show the

witness what has been marked as Opposer's

Exhibit 3.

(Opposer's Exhibit 3 for

identification, document, summary of

items sold that bear the boot logo.)

MR. BAUM: Off the record.

(Discussion off the record.)

MR. LITTLEPAGE: I'm going to

object to Opposer's Exhibit 3 that

consists of a summary. The underlying

documents were never provided to me -- or

the applicant during the course of

discovery.

Documents were requested that ask
for the sales and evidence of the sales

of goods under the boot logo mark. Those

documents were not provided. So under

Rule 1006, this is an improper summary.
I object to any testimony by this witness

based on that exhibit.

MR. BAUM: Okay. We'll take the

15
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testimony, subject to your objection.

MR. LITTLEPAGE: Thank you.

Q. What is Exhibit 37

A. Exhibit 3 is a summary of items

sold that bear the boot logo.

Q. Items sold where?

A. At our retail stores.
0. In —--

A. In the United States.
Q.

And what period of time does this

sales summary represent?

A. This sales summary represents from
March of 2006,

I believe, until February of

2008.
MR. LITTLEPAGE: Let me have a
continuing objection on testimony based

on this chart. It's hearsay.

MR. BAUM: Your objection is noted,
Sam.
MR. LITTLEPAGE: Thank you.
MR. BAUM: You're on the record
with that.
Q. What is Exhibit 3 based upon?
A.

Exhibit 3 is based upon sales
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GORING
compiled from our stores during that period.
Sales of particular items bearing the boot
logo.

Q. Well, but do you know what was used

to create this summary?

A. Our information systems that we

utilize in our stores for tracking information

of sales of items.

Q. And to your own knowledge, do you

know whether this summary was created based

upon those records?

A. Yes, I do know that it was.

Q.

And there's a series of products

listed on this exhibit. Do you know whether

the boot design is stamped on each of these

products?

A. Yes, it 1is.

Q.

I do know that it 1is.
And just to assist in the
interpretation of this document,

there's a

column that says "Unit Sales.”" What does that

mean?

A. That means total unit sales of each
particular item.

Q. And what does the "Dollar Volume"
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column mean?

A. The dollar volume is the total of

the unit sales.

Q. So that's not the price per unit.

A. Correct.

0. So in the first line, "Wallet," the
unit is five. The dollar volume is 2,475. If
we wanted to know the average price per unit,
we would divide 2,475 by five; is that correct?

MR. LITTLEPAGE: I object to the
form of the question. Let's not lead the
witness too much.

A. The dollar volume is just the total
dollar volume of each particular item --

Q. And i1f you wanted --

A. -—- sold.

Q. And if you wanted to know the price
per unit based on this chart, how would you
figure it out?

A. By dividing the number of unit
sales.

(Discussion off the record.)

MR. BAUM: I'm showing the witness

what has been marked as Opposer's Exhibit

18
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GORING

which was produced in discovery

responses, bearing Bates No. JL 0007.

(Opposer's Exhibit 4 for

identification, ribbon, produced in

discovery responses.)

Q. Mr. Goring, what is Exhibit 47

A. This is ribbon that we use for

wrapping packages as well as using for display

purposes within our stores.

Q. Within your stores in the United
States?
A. Within our stores in the United
States. Correct.
Q.

And do you know for how long this
ribbon has been in use in the United States?
A. I don't.

Q.

But you can state for the record

that i1t's now 1n use

can you state for the
record whether this ribbon is currently in use

in both U.S. stores?

A. Yes.

0.

And just so the record is clear,

can you just state how it is used in the

stores?
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A. It's used for wrapping packages as

well as utilized in display practices as well.

Q. What do you mean by "display

practices"?

A. For instance, we might do displays

where we use it as shoelaces, where -- as we do

certain displays, where we wrap it around

certain items just to help convey the image.

MR. BAUM: I'm showing the witness

what has been marked as Opposer's Exhibit
5.

(Opposer's Exhibit 5 for

identification, key fob, produced in

response to discovery, production No. JL

0006.)

MR. BAUM: It was produced in
response to discovery as Bates No. JL
0006.

Q. Can you tell me, Mr. Goring, what

is pictured in Exhibit 57

A. This is a key fob that we have used

as gifts and give-aways during store openings,

as well as at other points.

Q. Now, there's some writing on this
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I want to read what's written there.

First it says, "Key ring given as a gift for

the reopening of German Street

(5th October
2006) ."

Do you know whether that's true?

A. Yes, that is true.

MR. LITTLEPAGE: I object on the

basis that no foundation has been laid

for the introduction of this exhibit into

evidence.

MR. BAUM: Okay.
Q.

The lower-most writing on this

exhibit says, "and the opening of South Coast

Plaza (20th September 2007)."

Do you know
whether that is true?

A. I was there at the opening and I do

know that was part of the gift bag that was

given out at the opening of South Coast Plaza,

September 2007.

Q. The key ring pictured in Opposer's

5 was given away at that opening?
A. Correct.

Q. Are there any plans to use the boot

design in the signage or design of John Lobb

retail stores?
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A. Yes, there is.
Q. What are those plans?

A. The basic design of our new store

contains the boot design hanging out front.

Q. And when you say "the new store,"

what do you mean?

A. Well, we have a new design template

for when we open up new stores where we have

utilized that boot as a hanging display as part

of the facade and store front.

Q. Now, specifically does the boot

design currently appear in New York at the New

York store?

A. Right now it does not, no.
Q. Are there any plans to incorporate
it?
A. There are plans to incorporate it,
yes.
Q.

Can you give any specifics as to
what plans have actually been made to do that?

MR. LITTLEPAGE: I object on the

grounds of lack of relevancy.

A. I can't give specifics. Our lease

is going to be over shortly. Once we

22
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renegotiate the lease, we will be redoing the

store and incorporating that boot logo into the
facade.
Q. Are there any other John Lobb

stores, other than the two that are open, that

are currently in the planning stage?

A. Yes, there's another one in
Atlanta, scheduled to be opened in the fall of
2009.

Q.

Is it John Lobb's intention to

incorporate the boot design in the signage for

that store?
A. Yes.

MR. LITTLEPAGE: Objection.

Relevancy, or lack thereof.

MR. BAUM: I'm showing the witness

what has been marked as Opposer's Exhibit
6.

(Opposer's Exhibit 6 for

identification, pages produced 1in

response to discovery, pictures taken

from the Web site of small leather goods

utilizing the boot logo, production Nos.

JL 0011 through 0020.)
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MR. BAUM: These are pages produced

in response to discovery, bearing Bates

Nos. JL 0011 through JL 0020, inclusive.
Q. What is Exhibit 6, Mr. Goring?
A.

Exhibit 6 are pictures taken from
the Web site of small leather goods that
utilize the boot logo.

Q. Are these Web pages currently on

the John Lobb Web side?

A. Yes,

Q.

they are.

And while the copy we have does not

clearly reproduce it in all cases, do you know

from your own knowledge whether the boot logo
appears on each product in Exhibit 67?
A. Yes, it does.

MR. BAUM: I'm showing the witness
what has been marked as Opposer's Exhibit
7.

(Opposer's Exhibit 7 for

identification, document produced in

discovery, picture of Gotham Magazine,

production Nos. 1 through 2.)

MR. BAUM: This was produced in

discovery, bearing Bates Nos. 1 and 2.
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Q. Can you tell me what Exhibit 7 is?

A. Exhibit 7 is a picture of Gotham
Magazine in which there is a picture of the

cover. And the second page is an example of

wallets, one of which is ours, that contains

the boot logo.

Q.

Do you know how this picture came

to be in Gotham Magazine?

A. We have --

(Brief interruption.)

THE WITNESS: Sorry.

A. We have a public relations company,

and one of their tasks is to get as much

editorial credit in magazines, et cetera, for

all of our products. In this particular

instance, Gotham Magazine was doing a piece on

wallets, of which one of our wallets with the

boot logo was incorporated.

Q. Again, while the copy of the

exhibit is not entirely clear, can you confirm

for the record whether the boot design appeared

on the wallet that was pictured in Gotham

Magazine?

A. Yes, I can.

25
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MR. BAUM: I've no further

questions.
EXAMINATION BY MR. LITTLEPAGE:

Q. Mr. Goring, with regard to Exhibit

7, the Gotham Magazine publication,

do you know
where that magazine is distributed?

A, Offhand,

Q.

I don't know.
Did you personally receive this
magazine that's been marked as Exhibit 77
A. Yes, I did.
Q.

Do you know how many people read
the magazine?

A. I don't know the circulation of the

magazine, no.

Q.

There appears to be some

handwriting on the top of the Bates Nos.

2 and
3.

Whose handwriting is that?

MR. BAUM: Sam, the exhibit as

marked only included pages 1 and 2, and

the handwriting at the top of page 2 is

not —-- has been cut off.

I'm not sure
the witness —--
Q. Mr. Goring, is that your

handwriting? Or someone else's?
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GORING

A. That is not my handwriting.

someone else's.

It is

MR. LITTLEPAGE: I'm going to

object to the introduction of Exhibit 7

on the basis that it's an incomplete

document.

Q. With regard to Exhibit

I guess

it's Exhibit 6, the Internet Web site, has that

Web site changed at any point in time within

the past year?

A. Yes, it has.

Q. When did it last change?

A. I'm not exactly sure. It gets

updated changes periodically in various

categories. As to when any changes have

happened, I can't give you exact times or tell

you.

Q. When was the last time that you

reviewed the Web site for John Lobb?

A. I was on the Web site yesterday.

Q.

Were there any changes between what
you looked at yesterday and Exhibit 67

A. No.

Q.

Do you know when =-- pardon me if

27
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2 I've already asked you this. Do you know when
3 the last change was made to Exhibit 67?
4 A. The last change to Exhibit 67?
5 0. Yes. The Web site.
o A. No, I don't.
7 MR. BAUM: Objection. Compound and
8 unclear. Are you asking about changes to
9 the particular pages in Exhibit 6? Or
10 are you talking about changes in the Web
11 site in general?
12 MR. LITTLEPAGE: No, I'm talking
. 13 about the Web site in general.
14 MR. BAUM: Any changes in the Web
15 site in general.
16 MR. LITTLEPAGE: Yes.
17 A. No, I'm not aware of when any
18 changes to the Web site in general were made.
\ 19 Q. With regard to Exhibit 6, did you
\ 20 print this document out?
\ 21 A. I did not. No.
. 22 MR. LITTLEPAGE: I'm going to
23 object to the introduction of Exhibit 6.
24 It lacks a proper foundation for the
25 introduction of it into evidence.
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GORING
MR. BAUM: Okay.
Q. Exhibit -- I believe Exhibit 5 was

the photograph of the key ring; is that

correct?

MR. BAUM: That's right.
A. Correct.
Q. Did you take that photograph?
A. I did not.
Q.

There appears to be handwriting on

that document. Is that your handwriting?

A, It is not.

MR. LITTLEPAGE: I'm going to

object to the introduction of Exhibit 5

on the basis of lack of foundation and

hearsay.

Q. Mr. Goring, do you have any

responsibilities with regard to selling
products on behalf of John Lobb?

A. Yes, I do.
Q.

Do you have any duties with regard

to selling products at the retail level?

A. At the retail level?
Q. Yes.
A. No, I don't.
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MR. LITTLEPAGE: I object to the

introduction of Exhibit 4 on the basis of
lack of foundation.

A. I mean,

I don't sell at the retail

level, but I run the store.
Q. Do you personally make sales to
customers?
A. I have made sales to customers,
yes.
Q. When have you made any sales to
customers of a product bearing the boot logo?
A. Not that I recall.
(A conference was held between the
witness and his attorney.)
0. The boot logo is not imprinted on
footwear, is 1it?
A. No, it is not.
Q. Is the boot logo imprinted on
containers or boxes for footwear?
A. No, it is not. To my knowledge, 1it
is not. No.
Q.

The accessories bearing the boot

logo also bear the trademark "John Lobb"; is

that correct?
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1 GORING
2 A. That is correct.
3 Q. The boot logo is not a fixed -- or
4 imprinted on belts; is that correct?
5 A. That is correct.
6 Q. In fact, the boot logo is not
7 imprinted on or affixed to any item of wearing
8 apparel; correct?
9 A. Correct.
10 MR. LITTLEPAGE: I have no further
11 Cross.
12 MR. BAUM: Just one redirect.
13 FURTHER EXAMINATION BY MR. BAUM:
14 Q. With respect to Opposer's Exhibit
15 4, which is the ribbon, have you personally
16 seen that ribbon in your stores?
17 A. Yes.
18 Q. And you've seen also -- have you
19 ever seen it used in wrapping boxes?
20 A. Yes.
21 MR. LITTLEPAGE: Objection.
22 Leading.
23 MR. BAUM: No further questions.
24 MR. LITTLEPAGE: I would like the
25

witness, of course, to read and sign.

I
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GORING
assume that's fine with you, Andy?

MR. BAUM: That's what the rules

say.

Can we stipulate that it can be

do you want it signed before a notary?

MR. LITTLEPAGE: Yes, please.

Well, any notary is fine.
MR. BAUM: Any notary. Fair
enough.

(Time noted: 10:35 a.m.)
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