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This case now comes up on opposer’s motion to suspend the 

proceedings, filed December 23, 2008, pending disposition of a 

civil action that the parties are involved in.  Applicant has 

objected seeking a delay of the suspension until it is able to 

conduct already noticed depositions.  Applicant has objected 

to immediate suspension contending that opposer has long 

delayed in providing discovery responses and the discovery 

depositions of six named individuals and opposer’s 30(b)(6) 

witness have now been scheduled and rescheduled three times, 

and are currently set for January 15, 2009.  Applicant further 

contends it has incurred significant effort and expense and 

there has been a significant delay in this proceeding as a 

result of opposer’s lack of cooperation.  

Judicial economy lies in the suspension of Board 

proceedings because, inter alia, the Board has limited 

jurisdiction involving the issue of registrability only; the 

Board decision is advisory to the Court, while the Court 
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decision is binding on the Board; and the Board decision is 

appealable to the U.S. District Court.  See Goya Foods Inc. v. 

Tropicana Products, Inc., 846 F.2d 848, 6 USPQ2d 1950 (2d Cir. 

1988); E. & J. Gallo Winery v. F. & P. S.p.A., 899 F.Supp. 

465, 35 USPQ2d 1857 (E.D. Cal. 1994); and Hanlon Chemical Co., 

Inc. v. Dymon, 18 USPQ2d 1652 (D.C. Kan. 1991).  See also 

Sections 17 and 21 of the Trademark Act. 

The opposer’s motion to suspend the proceeding pending 

final determination of a civil action between the parties is 

hereby granted as well taken.  It is the policy of the Board 

to suspend proceedings when the parties are involved in a 

civil action which may be dispositive of or have a bearing on 

the Board case.  See Trademark Rule 2.117(a).  See also, 

Trademark Trial and Appeal Board Manual of Procedure, TBMP § 

510.02(a) (2d ed. rev. 2004).   

Accordingly, proceedings are suspended pending final 

disposition of the civil action between the parties.  .1  

Within twenty days after the final determination of the 

civil action, the interested party should notify the Board so 

that this case may be called up for appropriate action.  

During the suspension period the Board should be notified of 

any address changes for the parties or their attorneys. 

Periodic inquiry as to the status of the civil litigation may 

be made by the Board. 
                     
1 Upon resumption, depositions need not be taken in this 
proceeding which are duplicative of any taken during the civil 
action.  Applicant may seek to have any testimony taken in the 
civil action be entered into the record of this proceeding 
pursuant to Trademark Rule 2.122(f).  See also TBMP § 530. 


