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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name INSIGHT PHARMACEUTICALS LLC
Granted to Date 05/02/2007

of previous

extension

Address 1170 Wheeler Way, Suite 150

Langhorne, PA 19047-1749
UNITED STATES

Correspondence Elisabeth A. Langworthy, Esq.
information Sutherland Asbill & Brennan LLP

1275 Pennsylvania Ave., NW
Washington, DC 20004-2415

UNITED STATES

eteas@sablaw.com Phone:202-383-0100

Applicant Information

Application No 78767570 Publication date 01/02/2007
Opposition Filing 05/02/2007 Opposition 05/02/2007
Date Period Ends
International NONE International NONE
Registration No. Registration Date
Applicant Laboratorios Cosquim S.A.

Calle 19 No. 62-58

Bogota,

COLOMBIA

Goods/Services Affected by Opposition

Class 005.
All goods and sevices in the class are opposed, namely: Pharmaceutical preparations used in and for
the treatment of fungus, acne, pimples and other skin afflictions

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 1691138 Application Date 01/25/1991
No.

Registration Date | 06/09/1992 Foreign Priority NONE
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Date
Word Mark NIX
Design Mark
Description of NONE
Mark
Goods/Services Class 005. First use: First Use: 1985/06/06 First Use In Commerce: 1985/06/06
pediculicide
Attachments DOCO013.PDF ( 11 pages )(303305 bytes)
Signature /EALangworthy/
Name Elisabeth A. Langworthy, Esq.

Date 05/02/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INSIGHT PHARMACEUTICALS LLC E-FILING
Opposer, Opposition No.:
App. No.: 78767570
\Z Mark: NIXODERM

Published: January 2, 2007

LABORATORIOS COSQUIM S.A.,
BOXTTAB

Applicant. FEE

NOTICE OF OPPOSITION

Insight Pharmaceuticals LLC, a limited liability company organized and existing under
the laws of the state of Delaware, having its office and principal place of business at 1170
Wheeler Way, Suite 150, Langhorne, PA 19047-1749 (hereinafter, coliectively with its
predecessors-in-interest and related companies, “Opposer”), believes that it will be damaged by
registration of the mark that is the subject of intent-to-use Application Serial No. 78767570 in
the name of Laboratorios Cosquim S.A. (“Applicant”) for all goods recited in the application,
namely, “pharmaceutical preparations used in and for the treatment of fungus, acne, pimples and
other skin afflictions” in International Class 5. As grounds for opposition, Opposer hereby
alleges:

1. Opposer is the owner of the NIX mark and registration therefor (U.S. Reg. No.
1691138) in International Class 5 for “pediculicide.” Copies of the registration certificate and
trademark assignment abstract of title are attached. Opposer, itself and through its predecessors-
in-interest, has used the NIX mark in commerce since June 6, 1985, The NIX mark has achieved

substantial goodwill through Opposer’s continuous and extensive use in commerce.
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2. Opposer’s registration of the NIX mark is valid, subsisting and incontestable.

3. Opposer’s NIX brand products are offered for sale to consumers throughout the
United States through well known drugstore retailers such as CVS, Eckerd, Osco-Savon and
Rite-Aid, grocers such as Albertsons, Cub Foods, Giant, Kroger, Safeway and Winn-Dixie, and
multi-purpose stores such as Kmart and Wal-Mart.

4. In addition to its aforementioned federal registration, Opposer shall rely upon its
common law rights in and to its NIX mark.

5. Prior to the filing date of Applicant’s intent-to-use application opposed herein,
Opposer continuously used its NIX mark in connection with the promotion and sale of its
pediculicide treatment product. Opposer has expended considerable time, effort, and money in
creating goodwill and public acceptance for NIX treatment products. By reason of this long,
continuous, extensive, and exclusive use of its mark, Opposer enjoyed, and today enjoys,
valuable goodwill in its NIX mark.

6. By virtue of its extensive advertising, promotion and sales through use of the NIX
mark, Opposer’s NIX mark has become well known to the public as an indication of source for
the leading lice treatment product on the market.

7. Opposer is a leading manufacturer of lice treatment and other over-the-counter
pharmaceutical products in the United States. In a study published in October 2004 by Pharmacy
Today, an official publication of the American Pharmacists Association, NIX lice treatment was
ranked as the No. 1 lice treatment product by registered pharmacists. Opposer’s NIX mark,
therefore, is a famous mark.

8. Upon information and belief, Applicant is a Colombia corporation having a place

of business at Calle 19 No. 62-58, Bogota, Colombia.
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9. The intent-to-use and Section 44(e) application opposed herein was signed on
December 6, 2005, by Lawrence E. Abelman as attorney for Applicant, was filed on December 6,
2005, and was assigned Application Serial No. 78767570 by the U.S. Patent and Trademark
Office.

10. By the application opposed herein, Applicant 1s seeking to register the mark
NIXODERM in aséociation with “pharmaceutical preparations used in and for the treatment of
fungus, acne, pimples and other skin afflictions” in International Class 5.

11, The bona fides of Applicant’s intent-to-use are not apparent from the materials of
record in Application Serial No. 78767570 and Opposer therefore challenges the same and leaves
the Applicant to its proofs regarding the nature and sufficiency of its intent to usc at the time of
Lawrence E. Abelman’s execution of the application opposed herein.

12. There is no issue of priority. Opposer has priority by virtue of its long-standing,
continuous, and extensive use of its NIX mark and by virtue of its ownership of the federal
registration identified above in Paragraph 1.

13.  Applicant has neither sought nor received approval from Opposer for use or
registration of NIXODERM in connection with any good or service.

14. Opposer’s NIX mark and Applicant’s NIXODERM mark are similar in sound,
meaning and appearance and create a similar commercial impression because each begins with
the same three letters, NIX.

15.  Applicant’s NIXODERM mark incorporates Opposer’s NIX mark in its entirety.

16. The suffix “ODERM” in Applicant’s mark refers to “skin” and is therefore merely
descriptive as applied to a treatment for the skin.

17. Opposer’s NIX mark and Applicant’s NIXODERM mark are both used to identify
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topical treatment products applied to the skin.

18.  Upon information and belief, the products with which Opposer’s NIX mark 1s
used and with which Applicant’s NIXODERM mark are intended to be used are or will be
available through similar channels of trade.

19. In view of the similarity of Opposer’s NIX mark and Applicant’s NIXODERM
mark, the related nature of the topical treatment products of the respective parties, which
products are both applied to the skin, and the likely similar channels of trade, among other
reasons, Applicant’s NIXODERM mark, when used in connection with Applicant’s goods, is
likely to cause confusion, or to cause mistake, or to deceive within the meaning of Section 2(d)
of the Lanham Act of 1946, 15 U.S.C. 1052(d); and more particularly, Applicant’s alleged mark
and use thereof are likely to cause confusion in, or to cause mistake by, or to deceive the trade
and purchasing public into believing that Applicant’s goods originate from, are approved by, or
are in some way associated with Opposer.

20.  Concurrent use or registration of its mark by Applicant will result in irreparable
damage to Opposer’s reputation and goodwill because purchasers are likely to consider the
source of Applicant’s goods to be Opposer.

21 If Applicant is permitted to obtain registration for the NIXODERM mark opposed
herein, a cloud will be placed upon Opposer’s title in and to its NIX mark, and upon its right to
enjoy the free and exclusive use thereof in connection with the sale of its goods, all to the
detriment of Opposer.

22. If Applicant is permitted to obtain a registration for the NIXODERM mark
opposed herein, and thereby the prima facie exclusive right to use in commerce the mark on

goods and services closely related to goods provided by Opposer, confusion within the meaning
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of Section 2(d) of the Trademark Act (15 U.S.C. § 1052(d)) is likely to result.

23.  If Applicant is permitted to obtain a registration for the NIXODERM mark
opposed herein, such registration will uniquely and unmistakably call to mind and point to
Opposer’s well known NIX mark, thereby falsely suggesting an association with Opposer in
violation of Section 2(a) of the Trademark Act (15 U.S.C. § 1052(a)).

24.  Registration of Applicant’s NIXODERM mark is likely to cause dilution of the
distinctive quality of Opposer’s NIX mark and will blur the distinctiveness of Opposer’s NIX
mark. Registration of Applicant’s mark will cause a substantial number of consumers, upon
seeing the mark, to be reminded of Opposer’s NIX mark and associate Applicant and its use with
Opposer and its mark, or will associate Opposer’s goods and services with an inappropriate and
incorrect source.

25.  Registration of the NIXODERM mark by Applicant is likely to dilute and impair
Opposer’s rights and otherwise lessen the capability of Opposer’s NIX mark to identify and
distinguish Opposer’s goods and services. Such contemporaneous use and registration will
eventually result in a lack of designation and indication of origin, and a loss of distinctiveness
and exclusivity of Opposer’s NIX mark in violation of Section 43(¢) of the Trademark Act (15
U.S.C. § 1125(c)).

WHEREFORE, Opposer requests that Application Serial No. 78767570 be rejected, that
no registration be issued in connection with this application, and that this opposition be sustained
in favor of Opposer.

Respectfully submitted,

INSIGHT PHARMACEUTICALS LLC

Date: May 2, 2007 By: A e qny””
o0
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Elisabeth A. Langworthy

Bradley E. Prendergast

SUTHERLAND ASBILL & BRENNAN LLP
1275 Pennsylvania Avenue, NW

Washington, DC 20004

202.383.0100 (telephone)

202.637.3593 (facsimile)

eteas(@sablaw.com (email)




Int. Cl.: 5

Prior U.S. Cl.: 18
. . Reg. No. 1,691,138
Unlted States Patent and Trademark Office  negistered June 9, 1992

TRADEMARK
PRINCIPAL REGISTER

NIX
BURROUGHS WELLCOME CO. (NORTH FIRST USE 6-6-1985 IN COMMERCE
CAROLINA CORPORATION) 6-6-1985.
3030 CORNWAILLIS ROAD OWNER OF U.S. REG, NO. 1,388,779,

RESEARCH TRIANGLE PARK, NC 27709
SER. NO. 74-133,246, FILED 1-25-1991.

FOR: PEDICULICIDE, IN CLASS 5 (U.S. CL. SCOTT GOODPASTER, EXAMINING ATTOR-
i8). NEY
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Trademark Assignment Abstract of Title

Total Assignments: 11

Serial #: 74133246 Filing Dt: 01/25/1991 Reg #: 1691138 Reg. Dt: 06/09/1992
Registrant: Burroughs Welicome Co.
Mark: NIX
Assignment: 1
Reel/Frame: 1125/030C Received: Recorded: 03/24/1994 Pages: 5
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GCODWILL
Assignor: BURRQUGHS WELLCOME CO. Exec Dt: 03/08/19%4

Entity Type: CORPORATICN
Citizenship: NCRTH CAROLINA
Assignee: BW USA INC. Entity Type: CORPORATION
1105 N, MARKET STREET SUITE 1300 Citizenship: DELAWARE
WILMINGTON, DELAWARE 19801
Correspondent: DIKE, BRONSTEIN, ROBERTS & CUSHMAN
DONALD BROWN, £5Q.
130 WATER STREEY
BOSTON, MA 02109
Assignment: 2
Reel/Frame: 1525/0897 Received: 11/19/1596 Recorded: 11/14/1896
Conveyance: ASSIGNS THE ENTIRE INTEREST

Assignor: BW USA INC. Exec Dt: 06/30/1995

Entity Type: CORPORATION
Citizenship: DELAWARE
Assignee: WARNER-LAMBERT COMPANY Entity Type: CORPORATION
201 TABOR ROAD
MORRIS PLAINS, NEW JERSEY 07950
Correspondent: WARNER-LAMBERT COMPANY
BELINDA I. BERMAN, ESQ.
201 TABOR ROAD
MORRIS PLAINS, NJ 07950
Assignment: 3

Reel/Frame: 1525/09G0 Received: 11/19/1996 Recorded: 11/14/1596 Pages: 3
Conveyance; ASSIGNS THE ENTIRE INTEREST

Pages: 3

Citizenship: DELAWARE

Assignor: BW USA, INC, Exec Dt: 06/30/1996

Entity Type: CORPORATION
Citizenship: DELAWARE
Assignee: WARNER-|AMBERT COMPANY Entity Type: CORPORATION
201 TABOR ROAD
MORRIS PLAINS, NEW JERSEY 07950
Correspondent: WARNER-LAMBERT COMPANY
BELINDA I. BERMAN, ESQUIRE
201 TABCOR RQAD
MQRRIS PLAING, NJ 07950
Assignment: 4
Reel/Frame; 2648/0876 Received: 01/15/2003 Recorded: 01/09/2003 Pages: 5

Citizenship: DELAWARE

http://assignments.uspto.gov/assignments/ q?db=tm&sno=74133246 4/30/2007
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Conveyance: CHANGE OF NAME
Assignor: WARNER-LAMBERT COMPANY Exec Dt: 12/31/2002
Entity Type: CORPORATION
Citizenship: DELAWARE
Assignee: WARNER-LAMBERT COMPANY LiC Entity Type: LIMITED LIABILITY COMPANY
201 TABOR ROAD Citizenship: NONE
MORRIS PLAINS, NEW JERSEY Q7950
Correspondent: PFIZER INC.
JANE UGARO
201 TABOR RD., BLDG. 56/2 NORTH
MORRIS PLAINS, NJ 07950
Assignment: 5

Reel/Frame: 2699/0970 Received: 03/27/2003 Recorded: 03/26/2003 Pages: 9
Conveyance: FIRST AMENDMENT TO AMENDED AND RESTATED TRADEMARK SECURITY AGREEMENT
Assignor: INSIGHT PHARMACEUTICALS CORPORATION Exec Dt: 03/13/2003

Entity Type: CORPORATION
Citizenship: NONE
Assignee: GENERAL ELECTRIC CAPITAL CORPORATION Entity Type: CORPORATION
401 MERRITT SEVEN Citizenship: DELAWARE
NORWALK, CONNECTICUT 06851
Correspondent: HOLLAND & KNIGHT LLP
GEQRGE W, TUTTLE
106 ST. JAMES AVE.
BOSTON, MA 02116

Assignment: 6

Reel/Frame: 2706/0358 Received: 04/04/2003 Recorded: 03/14/2003 Pages:! 2
Conveyance: ASSIGNS THE ENTIRE INTEREST
Assighor: WARNER-LAMBERT COMPANY LLC Exec Dt: 03/13/2003

Entity Type: DELAWARE LIMITED
LIABILITY COMPANY

Citizenship: NONE
Assignee: INSIGHT PHARMACEUTICALS CORPORATION Entity Type: CORPORATION
90 NEW MONTGOMERY ST., STE 712 Citizenship: DELAWARE
SAN FRANCISCO, CALIFORNIA 4105
Correspondent: LATHAM & WATKINS LLP
PERRY ). VISCOUNTY, ESQ.
650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626
Assignment: 7

Reel/Frame: 2855/0417 Received: 05/17/2004 Recorded: 05/17/2004 Pages: 24
Conveyance: SECURITY INTEREST
Assignor: INSIGHT PHARMACEUTICALS CORPORATION Exec Dt: 05/10/2004

Entity Type: CORPORATION
Citizenship: DELAWARE
Assignee: ABLECO FINANCE LLC Entity Type: CORPORATION
299 PARK AVNEUE, 22ND FLOOR Citizenship: DELAWARE
NEW YORK, NEW YORK
Correspondent: SCHULTE ROTH & ZABEL LLP
SANTO MANNA, ESQ.
919 THIRD AVENUE
NEW YORK, NY 10022
Assignment: 8
Reel/Frame: 3029/0587 Received: 02/15/2005 Recorded: 02/15/2005 Pages: 10

hitp://assignments.uspto.gov/assi gnments/q?db=tm&sno=74133246 4/30/2007
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Conveyance: RELEASE OF SECURITY INTEREST
Assignor: ABLECO FINANCE LLC

Assignee: INSIGHT PHARMACEUTICALS CORPORATION

550 TOWNSHIP LINE ROAD
BLUE BELL, PENNSYLVANIA 19422

Correspondent: MOORE & VAN ALLEN PLLC
430 DAVIS DRIVE
SULTE 500
MORRISVILLE, NC 27650

Assignment: 9

Reel/Frame: 3042/0081 Received: 03/08/2005

Conveyance: TERMINATION OF SECURITY INTEREST

Assignor: GENERAL ELECTRIC CAPITAL CORPORATION, AS AGENT

Assignee: INSIGHY PHARMACEUTICALS CORPORATION
550 TOWNSHIP LINE ROAD
BLUE BELL, PENNSYLVANIA 19422
Correspondent: MOORE & VAN ALLEN PLLC
430 DAVIS DRIVE
SUITE 500
MORRISVILLE, NC 27650
Assignment: 10
Reel/Frame: 3058/0023 Received: 04/04/2005
Conveyance: ASSIGNS THE ENTIRE INTEREST
Assignor: INSIGHT PHARMACEUTICALS CORPORATION

Assignee: INSIGHT PHARMACEUTICALS LLC
550 TOWNSHIP LINE ROAD
BLUE BELL, PENNSYLVANIA 19422
Correspondent: ELISABETH A. LANGWORTHY, ESQ.
1275 PENNSYLVANIA AVE, NW
SUTHERLAND ASBILL & BRENNAN LLP
WASHINGTON, DC 20004-2415
Assignment: 11
Reel/Frame: 3064/0912 Received: 04/12/2005
Conveyance: SECURITY INTEREST
Assignor: INSIGHT PHARMACEUTICALS LLC

Assignee! ANTARES CAPITAL CORPORATION, AS AGENT

311 SOUTH WACKER DRIVE

SUITE 4400

CHICAGO, ILLINOIS 60606
Correspondent: CBC COMPANIES DBA FEDERAL RESEARCH

1030 FIFTEENTH STREET, NW, SUITE 520

ATTN: PENELOPE 1.A. AGODOA

WASHINGTON, BC 20003

Page 3 of 4

Exec Dty 12/29/2004
Entity Type: LIMITED LIABILITY COMPANY
Citizenship: DELAWARE
Entity Type: CORPORATION
Citizenship: DELAWARE

Recorded: 03/08/2005 Pages: 6

Exec Dt: 12/31/2004
Entity Type: CORPORATION
Citizenship: DELAWARE
Entity Type: CORPORATION
Citizenship: DELAWARE

Recorded: 04/04/2005 Pages: 15

Exec Di: 03/31/2005
Entity Type: CORPORATION
Citizenship: DELAWARE
Entity Type: LIMITED LIABILITY COMPANY
Citizenship: DELAWARE

Recorded: 04/12/2005 Pages: 12

Exec Dt: 03/31/2005
Entity Type: LIMITED LIABILITY COMPANY
Citizenship: DELAWARE
Entity Type: CORPORATION
Citizenship: DELAWARE
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