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IN THE UNITED STATES PATENT AND TRADEMARK O¥FICE
BEFORE THE TRADEMARK TRIAL AND API’EAL BOARD

In the matter of an application for registration of the mark "CIPRIANI" on or in
connection with “foad delivery services”, in International Class 39, and “restaurant and bar and
lounge services; food-court restaurant and take-out services; café and cafeteria scrvices; catering
services; provision of conference, exhibition and meeting facilities; providing banquet and social
function facilities for special occasions”, in International Class 43, Scrial No. 78/615,135 (the
“Application™) filed on April 22, 2005 by Cipriani Group, Inc. , 110 East 42™ Street, New York,
NY 10017 (hereinafier “Applicant”), which was published in the Official Gazette on January 23,

2007.
X
Orient-Express Hotels Inc., :
Opposer,
v. : Opposition No.: 91177039
: (Consol, at Opp. No. 91176217)
Cipriani Group, Inc,, :
Applicant. :
=X

AMENDED NOTICE OF OPPOSITION

Orient-Express Hotels Inc. (“Oppose'r"), a Delaware corporation, with a business address
of 1114 Avenue of the Americas, New York, New York 10036, believes that it would be
damaged by grant to Applicant of a registration in both International Class 39 and International ' %

E:
Class 43 for “CIPRIANI” based on the Application, and therefore opposes same in both such i
Classes, |

The grounds for opposition are:

1 As explained in more detail hereinafter: (a) Applicant is estopped from securing
registration of CIPRIANI alone, because Applicant is subject to an agreement which requires it

to use CIPRIANI with at least one additional product/service identifier, other descriptive term, o1 i

KL3 2632100,
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name — such that use, and ipso facto registration, of CIPRIANI alone are precluded; (b) in the
specimens submitted to evidence use in commerce, the mark sought to be registered is not
displayed; and (¢) registration and use by Applicant of CIPRIANI alone are likely to cause

confusion in respect of Opposer’s mark HOTEL CIPRIANIL

Estoppel

2. This opposition grows out of a dispute thought to have been resolved a decade
ago upon the execution of a settlement agreement (the “Scttlement Agreement”), drafted and
approved by Judge Milton Pollack of the federal court in the Southern District of New York, to
resolve a lawsuit by Opposer’s predecessor-in-interest, Sea Containers America Inc. (hereinafter
“Qpposer’s predecessor’”) and another against defendants Arrigo Cipriani and various of his
companies (Docket No, 92 Civ. 1686 (MP)). 'In the suit, which was pending for ‘dver five years,
Opposer’s predecessor charged service mark infrilngement and unfair competition (among other
things) due to defendants’ use of various expressions comprising CIPRIAN], including
CIPRIANI by itself.

3. The Settlement Agreement, anaqbcd hereto as Exhibit A, was c#ecuted on
April 4, 1997 by Arrigo Cipriani for himself “a§d his affiliates” (hereinafier sometimes “Arrigo
and his affiliates”), of which Applicant js one. Applicant admitted as much during prosecation
of the Application, representing that defendants in the lawsuit are: (a) the “parcnt organizations
of Applicant, their successors in interest or in the case of Harry Cipriani, In¢. part of the US
Group of Cipriani companies and as a result bind Applicant”; (b) further that “Arrigo Cipriani is
currently a director of Cipriani International SA and effectively is the head of the Cipriani

organization ... {, which] owns or controls all Cipriani organizations worldwide™; (c) “In the U.S.

Cipriani companjes include Cipriani USA Inc., the Applicant Cipriani Group Inc. and various

Ki3 2632101
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other companies”; and (d) “Hence the submitted Settlement Agreement is binding upon
Applicant.” Response filed August 23, 2006,

4. Paragraph 2 of the Scttlement Agreement provides that “Arrigo [i.e., Arrigo
Cipriani and his affiliates] may conduct any business it chooses to engage in, provided that it is
designated ... as ‘Cipriani’ with the identity of the product or service offered or any other '
descriptive terms or name cxcept use of the word ‘hotel’ in connection therewith” (emphasis
supplied). Thus, according to the Settlement Agrcement, for any business in which Arrigo or
one of his affiliates engages, it shall abide the proviso that CLIPRIANI must appear with a further
term constituting a product/service identifier, with another descriptive term, or with another
name.

5. The sole provision in the Scttlement Agreement for use of CIPRIANI alone by

Arrigo and his affiliates appears in paragraph 4, to wit, “Arrigo [including his affiliates] may

continue to use the present [i.e., as of April 4, 1997] inventory of products and packaging until
the same is exhausted that currently contains only the name ‘Cipriani’”. There is no exception
permitting use of CIPRIANI alone for any of the services identified in the Application. In
conjunction with paragraph 2 of the Settlement Agreement, paragraph 4 confirms that the overall
intent and effect of the Settlement Agreement are to limit Arrigo and his affiliates solely to use
of CIPRIANI in combination with another word or words as prescribed for the services identified
in the Application.

6. On information and belief: None of Arrigo and his affiliates has procured a
.subsisling United States registration of CIPRIANI alone for any services or goods since the
Settlemnent Agreement’s execution, In contrast, at least one of Arrigo and his affiliates has

procured a pumber of subsisiing U.S. registrations for CIPRIANI together with one or more

KL3 263241011
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other words as specified in the Sertlement Agrcement. These registrations include No. 2,284,166
for CIPRIANI FASHION, No. 2,284,167 for CIPRIAN]I FASHION, No. 2,284,169 for
CIPRIANI FASHION, No, 2,844,146 for CIPRIAN] WALL STREET and Design, No.
2,297,069 for CIPRIANI FOOD, and No. 2,598,197 for CIPRIANI DOLCI Thus, the past
performance of AIrig§ and his affiliates affirms Opposer’s interpretation of the Settlement
Agreement as foreclosing rcgistration of CIPRIANI alone.

7. Use of the expression CIPRIANI alone is an essential predicate of registering,
such expression and accordingly, because of the covenant not to use CIPRIANI alone as
aforesaid, the Settlement Agreement precludes securing a corresponding usc-based registration
of CIPRIANI alone. Further, because of the covenant not to use CIPRIANI slone as aforesaid,
the Settlement Agreement is tantamount to a Covenant not to secure a corresponding use-based
registration of CIPRIANTJ alone. |

8 By entry into the Settlement Agreement, Amrigo and his affiljates — including
Applicant — irrevocably disclaimed, waived and legally bound themselves against any use, and
consequently the registration, of CIPRIANI alone as aforesaid.

9. In reliance on the proscription in the Settlernent Agreement against use of
CIPRIANI alone, Opposer’s predecessor — with knowledge by Arrigo and his affiliates —
consented to an order of court signed by Judge Pollack on April 4, 1997 by which its lawsuit was
dismissed with prejudice.

10.  Opposer’s predecessor did not in the Settlement Agrecment or otherwise consent
1o use or registrationi of CIPRIANI alone for services such as those identified in the Application.

11.  Notwithstanding the explicit 1an§uagé of the Seftlement Agreement, and

Opposer's prejudicial reliance thereon, Applicant has filed and pursued its use—based

KL3 2632J01.0
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Application for the expression CIPRIANI alone, conduct which is directly in conflict with the
Settlement Agreement, for the purpose of securing, registration of CIPRIANI alone,
12.  Applicant is estopped from obtéining registration based upon the Application, and

further from the very filing and maintenance of the use—based Application.

Inadequate Specimens

13. Paragraphs 1-9 of this Notice of Opposition are incorporated herein by reference.

14. In the submitted specimens of use the marks displayed are variously CIPRIANI LE
SPECIALITA, CIPRIANI 42NP STREET, and CIPRIANI 23rd STREET, but not the mark
CIPRIANI alone, CIFRIANI does not make a commercial impression separate from any of
CIPRIANI LE SPECIALITA, CIPRIANI 42"° STREET, and CIPRIANI 23rd STREET as a
whole. This is especially the case because the use of CIPRIANI embodied in the specimen is
viable, i.e., comports with the Settlement Agreement, only insofar as the additional formatives
LE SPECIALITA, 42"° STREET, and 23rd STREET appear in combination with CIPRIANTI,
are perceptible by the public, and differentiate Applicant’s marks from Opposer’s mark HOTEL
CIPRIANL Thus, cach of LE SPECIALITA, 42™P STREET, and 23rd STREET is an integral
part of the marks displayed on the aforementioned specimens. Registration of CIPRIANI alone
requires mutilation of the marks shown in the specimens and is impermissible.

15. Paragraphs 1-9 of this Notice of Opposition are incorporated herein by ;cference.

16. Opposer is the owner of U.S. Reg. No. 2,146,899 directed 10 HOTEL CIPRIANT for
“hotel services; restaurant services of hotels owned or managed by the mark’s proprietor or an
affiliate of the mark’s proprietor”, in International Class 42 (copy of the certificate of registration
attached hereto as Exbibit B). Arrigo and his affiliates, including Applicant, consented to such

J5 .

KL z632101.1

PAGE 7/14* RCVD AT 1/3/2008 4:48:39 PM [Eastern Standard Time]* SVR:USPTO-EFXRF-6/12* DNIS:2734263 * C8ID:2127158000 * DURATION (im-5s).0348

@oo7




01/03/08 THU 16:45 FAX 2127158000 KRAMER LEVIN fdoos

registration (along, of course, with the underlying use) of HOTEL CIPRIANI by virtue of the
Settlement Agreement.

17, In addition to such registration, Opposer is the owner of common law rights in the
mark HOTEL CIPRIANI. More specifically, for many years, and since before any date to which
Applicant is here entitled, the HOTEL CIPRIANI mark has been uscd in commerce in
connection with (a) hotel services, namely, the taking, making and/or confirming of reservations
for accommodations at the Hotel Cipriani in Venice, Italy, and (b) associated restaurant services,
namely the taking, making a‘nd confirming of reservations for the HOTEL CIPRIANI restaurant
at the Hotel in Venice, and/or alternatively one or more other past activities. Thus, while Hotel
Cipriani — owned by an affiliate (Hotel Cipriani SrL) of Opposer —is itself in Venice, Italy, real
hotel and restaurant services have been fumished in the United States.

18. HOTEL CIPRIANI has been publicized, advertised and otherwise promoted in the
United States. HOTEL CIPRIANTI has become favorably known to the public and the trade in
the United States, and has come to symbolize high quality hotel and restaurant servicc;,s.
Moreover, the Hotel Cipriani is known in the United States and intcrnationally as one of the
world’s best hotels. It is famous with affluent international travelers in the U.S. and in many
other countries for high quality hotel and restaurant services. For many years,. a large number of
the guests of the Hotel Cipriani have been Americans and the U.S, has been a major source of
business for the hotel.

19. The mark to which the Application is directed — CIPRIANI - is sl:ﬁilar in sound
and appearance to HOTEL CIPRIANL. CIPRIANI appropriates jdentically the dominant
formative of HOTEL CIPRIANI, i.e., CIPRIANI, The two marks differ only in Applicant’s

omission of the descriptive term “HOTEL”, which refers to a type of services offered by

KLY 2632101.1
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Opposer under its HOTEL CIPRIANI mark, However, since Applicant has not accompanied
CIPRIANI with any word different from HOTEL, its mark makes a commercial impression
substantially similar to that of Opposer’s mark.

20. Additionally, the services recited in the Application, for example, catering-related
food delivery services (per the specimen of use submitted November 10, 2006) in International
Class 39, and restaurant services in International Class 43, are closely related to those provided
by Opposer and recited in Registration No. 2,146,899. For instance, both Applicant’s and
Opposer’s services are in the hospitality field, and furthermore each of Applicant and Opposer
furnishes dining-related services.

21. Because of the aforementioned similarity in appearance, sound and commercial
impression, as well as the close relalltledness between the services provided under CIPRIANT in
accordance with the Application and the services furnished by Opposer under HOTEL
CIPRIANI and .recitcd in U.S. Régistration No. 2,146,899, use and registration of “CIPRIANI”
will be likely to cause confusion or mistake among or to deceive customers and diminish the
goodwill of Opposer’sl business and HOTEL CIPRIANI mark, dilute the distinctiveness of
Opposer’s HOTEL CIPRIANI mark, and damage Opposer substantially.

22, Applicant has admitted that, in principle, the Settlement Agreement is determinative
of those parameters under which a likelihood of confusion is foreclosed and peaceful coexistence
in cornmerce can be achieved (Response lodged November 10, 2006), Applicant’s adolptioh of
the mark CIPRTANI alone in derogation of the Scitlernent Agreement constitutes rcckless and

willful disregard of the Agreement’s prescription for avoiding confusion.

XL 2632100)
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Conclusion
23.  Accordingly, it is requested that registration be refused and that such other and

further relief as the Board deems just be granted.

Respectfully submitted,

Date: December 21, 2007 m j W

George B. Snydcr

Theodore J, Mlynar

Ashley B. Roberts

Kramer Levin Naftalis & Frankel LLP
1177 Avenue of the Americas

New York, New York 10036

(212) 715-9100

Attorneys for Opposers

CERTIFICATE OF MAILING

I hereby certify that this correspondence
is being deposited with the United States
Postal Service with sufficient postage as
First-class mail in an envelope addressed to:

United States Patent And Trademark Office
Trademark Trial and Appeal Board

P.0. BOX 1451

Alexandria, Virginia 22313-1451

on December 21, 2007 M lm

KL3 2632100,)
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing AMENDED NOTICE OF OPPPOSITION

was served by First Class U.S. Mail, postage prepaid, on this 21st day of December 2007 to the
following address:

Marvin 8. Gittes, Esq.

MINTZ, LEVIN, COHN, FERRIS,
GLOVSKY & POPEQ, P.C.
Chrysler Center

666 Third Avenue

New York, NY 10017

V Do | Yo,
v U
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Exhikit A
Orient-Express Hotels Inc. v. Cipriani Group, I
Opp, No. 91177039 P e

Copsalidutcd Opp. Na. 91176217
Orient-Express Hotels Inc.

UNITED STATES DISTRICT COURT
' SOUTHERN DISTRICT OF NEW YORK

SEA CONTAINERS AMERICA, INC. and HOTEL
CIPRIANI, SpA,

‘ Plaintiff Docket No. 92 Civ. 1686 (MP)
- against -
. Settlement Agreement
HARRY CIPRIANI, INC,, VITTORIA .
CORPORATION, RESTEQ CORPORATION and
ARRIGO CIRPRIANI,

Defendant.

Agreément between Hotel Cipriani and its affiliates
(“Hotel”) and Arrigo Cipriani and his affiliates (“Arrigo™)

1. Hotel may use the name “Hotel Cipriani” in the United States in com;ection with the hotel
business, In addition, Hotel may operate restaurants in a hotel which it owns or manages in the United
States which shall be identified as “Hotel Cipriani Restaurzaat” or “Restaurante Hotel Cipriani” or its
equivalent, Flotel may not in any such restaurant use the neme “Ciprizni” alone or the names “Harry -
Cipriani” or “Bellini by Cipriani,” and Hote} will not commence use of the “Hotel Cipriani”™ name in a

restaurant located in g city in which Arrigo is already using the “Cipriani” name in a restaurant.

2. Arrigo may conduct any business it chooses to engage in, providing that it is designated, with
of without the bartender logo, as “Cipriani” with the identity of the product or service offered or any

other descriptive terms or name except use of the word “hotel” in connection therewith,

3. Both parties consent 1o registrations by the other in the United States Patent and Trademark
Office consistent with the rights sct forth in paragraphs one (1) and two (2) above.

4. Arrigo may continue 10 use the present inventory of products and packaging until the same is
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. exhausted that currently contains only the name “Cipriani.”

5. The parties will maintain their services and products at a high level of quality that appeals to a
sophisticated clientele.

APPROVED:

Dated: April 4, 1997 : ,
New York, NY | V 7

United States District Judge

I hereby consent to the foregoing proposed settlement agreement and the Court’s order:

OO G e b

Attorney for Defendant

--------------------------------------

A Ve A

Principai Party

@013
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Int. Cl; 42 - .
Prior US. Cls: 100 and 10}

Comected

Uniled States Patent and Trudemark Oft‘ice

KRAMER LEVIN lBo14
- Exhibit B

* Oricnt-Express Hotels Inc. v. Ciprinni Group, Inc.
. Opp. No. 91177039

. Consolidated Opp. No. 91176217
| t Oricnt-Express Hotels Inc.

, Reg. No. 2,146,899
Registered Mar, 31, 1998
OG Date Feb. 25, 2003

on:sm-zxms&e HOQTELS INC. (DELA
WARE: CORPORATION) .
$155 AVENUE OF THE AMERICAY -
NEW vonK; NY 10036, BY ASSIGN-
MENT, BY CHANGE OF NAME HO-
~ TEL cu’m.\m INC. (DELAWARE
, CORPORATION) MEW YORK, NY
s NO CLAIM 15 MADE TO'THE EXCLU-
swa RIGHT TOQ ‘USE "HOTVEL", APART

SERVICE MARK
PRINCIPAL REGISTER

HOTEL CTPRIANT - S ) q

. ¥OR: HOTEL SERVICES; RESTAU-
RANT SERVICES OF HOTELS OWNED

+

OR MANAGED BY THE MARK'S PRO-
FRIETOR 'OR AN _AFFILIATE .OF THE
MARK'S PROPRIETOR, IN CLASS 42
{U.S. CLS. 100 AND 101),

FIRST USE 0-0-197¢; IN CXJMMERCB
0-0-1974.

FROM THE MARK AS SHOWN,
SEC, 2(F) ) -SER. QIO 13-689.866,'FILED 10-14-1987.

In testimiony whereof I have hereunto el i;ay hand
and coused the seal of The Patemt and Trndemnrk
_ Office 1o be offixed on Feb. 25, 2003.

’

DIRECTOR OF THE US. PATENT AND TRADEMARK OFFICE -
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KRAMER LEVIN NAFTALIS & FRANKEL 1irrp
R e e

FAX DEPARTMENT:

212-715-9191
SENDER’S FAX NUMBER:
212-715-8000

FROM:: ASHLEY B. ROBERTS

DATE: JANUARY 3, 2008

PHONE: 212-715-9468

PLEASE DELIVER AS SOON AS POSSIBLE TO:

RECIPIENT COMPANY FAax No. PHONE NO.

Andrew P. Baxl US Patent and Trademark Office

ndre . Baxley, et _ -
Interlocutory Attorney ;?szmark I'rial and Appeal 57 1-273-4253 571-272-4253

TOTAL NUMBER OF PAGES INCLUDING THIS PAGE: 14

The documents accompanying this facsimile transmission are intended only for the use of the addressee and may contain

information that is privileged and confidential, Tf you ar¢ not the intended recipicnt, you are hereby notified that any
dissemination of the communication is strictly prohibited. If you have received this communication in error, please notify

us immediately by telephone. Thank you.

RE: AMENDED NOTICE OF OPPOSITION FOR NO, 91177039

W

Per your request to Mr. Mlynar.

1177 AvENUK OF THE AMERICAS  Nuw YORK NY 10036-2714  Puone 212.716.9100 Fax212.7158000 www.KRAMERLEVIN.COM

ALs0 AT 47 Avenve Hocuie 75008 Paris France
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' EXHIBIT2
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