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Attorney Docket: 29452-805

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Orient-Express Hotels, Inc.,
Opposer, : OPPOSITION NO. 91177039
V. : APPLICATION NO. 78/615,135

Cipriani Group, Inc.,

Applicant.

ANSWER AND AFFIRMATIVE DEFENSES
TO NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
Sir/Madam:
Applicant, Cipriani Group, Inc. (hereinafter “Applicant”), by and through its attorneys,
Mintz Levin Cohn Ferris Glovsky and Popeo P.C., answers the Notice of Opposition filed by

Orient-Express Hotels, Inc. ("Opposer") in the above-referenced matter as follows:

ANSWER
1. Applicant denies each of the allegations contained in paragraph 1.
2. Applicant states that the Settlement Agreement, attached as Exhibit A to

Opposer’s Notice of Opposition, is a document that speaks for itself. Applicant admits that there
was a suit in federal court in the Southern District of New York between the parties named in the
caption of Exhibit A that involved allegations of service mark infringement and unfair

competition involving the mark CIPRIANI and that the suit was terminated after execution of the

Settlement Agreement attached as Exhibit A to Opposer’s Notice of Opposition. Applicant is
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without information sufficient to form a belief as to the truth of the remaining allegations in
paragraph 2 and, therefore, all such allegations are denied.

3. Applicant states that the records on file at the U.S. Patent and Trademark Office
and the Settlement Agreement speak for themselves. Further answering, Applicant denies each
of the remaining allegations of paragraph 3.

4. Applicant states that the Settlement Agreement is a document that speaks for
itself. Further answering, Applicant denies any remaining allegations of paragraph 4.

5. Applicant states that the Settlement Agreement is a document that speaks for
itself. Further answering, Applicant denies any remaining allegations of paragraph 5.

6. Applicant admits that it owns a number of U.S. trademark registrations for marks
incorporating the word CIPRIANI, including those referenced in paragraph 6. Applicant admits
that it does not own a U.S. trademark registration for CIPRIANI alone. Further answering,
Applicant denies each of the remaining allegations of paragraph 6.

7. Applicant states that the Settlement Agreement is a document that speaks for
itself. Further answering, Applicant denies each of the remaining allegations of paragraph 7.

8. Applicant denies each of the allegations contained in paragraph 8.

9. Applicant states that the Settlement Agreement is a document that speaks for
itself. Further answering, Applicant is without information sufficient to form a belief as to the
truth of the remaining allegations in paragraph 9 and, therefore, all such allegations are denied.

10.  Applicant states that the Settlement Agreement is a document that speaks for
itself. Applicant is without information sufficient to form a belief as to the truth of the remaining

allegations in paragraph 10 and, therefore, all such allegations are denied.
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11.  Applicant admits that it has filed and pursued its Application for the word
CIPRIANI alone. Applicant denies that that its conduct in pursuing its Application is directly in
conflict with the Settlement Agreement. Further answering, Applicant is without information
sufficient to form a belief as to the truth of the remaining allegations of paragraph 11 and
therefore, all such allegations are denied.

12. Applicant denies each of the allegations contained in paragraph 12.

13. Applicant realleges and incorporates herein by reference its answers to paragraphs
1 through 12 of this Answer above as if fully set forth herein.

14.  Applicant admits that the specimens display the words “CIPRIANIL” “LE
SPECIALITA,” “42"P » “STREET,” and “23rd,” but denies each of the remaining allegations
contained in paragraph 14.

15. Applicant realleges and incorporates herein by reference its answers to paragraphs
1 through 14 of this Answer above as if fully set forth herein.

16.  Applicant is without information sufficient to form a belief as to the truth of the
allegations in paragraph 16 and therefore, all such allegations are denied. In any event, the
records of the U.S. Patent and Trademark Office speak for themselves.

17.  Applicant is without information sufficient to form a belief as to the truth of the
allegations in paragraph 17 and therefore, all such allegations are denied.

18.  Applicant is without information sufficient to form a belief as to the truth of the
allegations in paragraph 18 and therefore, all such allegations are denied.

19.  Applicant admits that the only term in common between the two marks at issue is
the word CIPRIANI and denies each of the remaining allegations contained in paragraph 19.

20.  Applicant denies each of the allegations contained in paragraph 20.
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21.  Applicant denies each of the allegations contained in paragraph 21.

22.  Applicant denies each of the allegations contained in paragraph 22.

23.  Applicant requests that the Notice of Opposition filed against its application be
denied in its entirety, that judgment be entered in favor of Applicant in this proceeding, and that
its application for the mark CIPRIANI continues to registration. Applicant further requests that

the relief sought by Opposer in paragraph 23 be denied in its entirety.

AFFIRMATIVE DEFENSES
1. The Opposition should fail since Opposer fails to state a claim upon which relief
may be granted.
2. The Opposition should fail since the Settlement Agreement does not preclude

Applicant from seeking the mark CIPRIANI per se and Opposer itself has violated the
Settlement Agreement and its spirit by registering, through its group of companies, the mark
CIPRIANI in Europe and opposing Applicant's registration and use of the mark CIPRIANI
LONDON in Europe.

3. Opposer comes into this Court with unclean hands and is, therefore, barred and
estopped from obtaining the relief it seeks, for the reasons stated in Affirmative Defense 2 above.

4, The Opposition should fail since Applicant’s mark CIPRIANI and Opposer’s
mark HOTEL CIPRIANI are not likely to be confused, or to cause mistake, or to deceive
consumers.

5. The Opposition should fail since the channels of trade for Applicant’s goods and
services are different than the channels of trade through which Opposer markets or alleges to

market its goods and services and, therefore, the marks are not likely to be confused.
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6. The Opposition should fail since the Applicant’s services are separate and distinct
from the Opposer’s services.

7. The Opposition should fail since the consumers of Applicant’s services are
sophisticated and are unlikely to be confused as to the source of the services offered under the
CIPRIANI mark.

8. The Opposition should fail since Applicant’s mark CIPRIANI is unique and
distinctive and, upon registration, would function as a fully protectable and enforceable
trademark.

9. The Opposition should fail because Applicant has priority of trademark rights to
the mark CIPRIANI for the recited services.

10.  The Opposition should fail because CIPRIANI is a famous mark that is unlikely

to be confused with the mark cited by Opposer.
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WHEREFORE, Applicant requests that the Notice of Opposition filed against its

application be denied in its entirety, that judgment be entered in favor of Applicant in this

proceeding, and that its application for the mark CIPRIANI continue to registration.

DATED: June 8, 2007

Respectfully submitted,
Cipriani Group, Inc.,

By its attorneys,

%WN / Z%/&W

Marvin S. Gittes

Susan Neuberger Weller

Geri L. Haight

MINTZ, LEVIN, COHN, FERRIS,
GLOVSKY & POPEO, P.C.

Chrysler Center

666 Third Avenue

New York, NY 10017
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