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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Peer Bearing Company, 
 
 Opposer, 
 
           v. 
 
RBC Bearings, Inc. 
 
 Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

Opposition No. 91176848 (Appl. No. 78/754907) 
Mark: 6900 SERIES 
 
Consolidated 
Opposition No. 91171191 (Appl. No. 78/535213) 
 
Opposition No. 91176823 (Appl. No. 78/745178) 
Opposition No. 91176837 (Appl. No. 78/754894) 
Opposition No. 91176848 (Appl. No. 78/754907) 
Opposition No. 91176851 (Appl. No. 78/754876) 
 
 

--and-- 
 
Peer Bearing Company, 
 
 Opposer, 
 
           v. 
 
Roller Bearing Co. of America, Inc.  
 
 Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

 
Opposition No. 91216123 (Appl. No. 78/664362) 
Opposition No. 91216129 (Appl. No. 78/664347) 
Opposition No. 91216332 (Appl. No. 78/664533) 
 
 
 
Attorney Docket No. 019194.0720 

 
SECOND AMENDED NOTICE OF OPPOSITION 

Peer Bearing Company, an Illinois corporation located and doing business at 2200 

Norman Drive South, Waukegan, Illinois 60085, believes that it will be damaged by registration 

of the mark 6900 SERIES shown in Application Serial No. 78/754,907, and opposes the same. 

The grounds for opposition are as follows: 

The Term Applicant Seeks to Register is Descriptive or Deceptively Misdescriptive 

1. The term which Applicant seeks to register, 6900 SERIES, is a common term for 

a collection or series of size designations of ball bearings.  The term 6900 SERIES is, therefore, 

merely descriptive of the goods which are described in Application Serial No. 78/754,907. 
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2. Opposer and many others in the industry have used and continue to use the term 

6900 SERIES in an identical, descriptive manner for ball bearings which fall within a collection 

or series of size designations.  Based in part on the extensive identical and descriptive use by 

many in the ball bearing industry, the term which Applicant seeks to register does not function as 

a source identifier for Applicant’s goods or distinguish them from similar goods offered by 

others. 

3. Opposer and others in the industry use the term 6900 SERIES to describe a family 

of ball bearings identified by 4-digit part numbers, such as 6900, 6901, 6902, etc. 

4. Opposer is using the term 6900 SERIES in connection with the identical goods set 

forth in the subject application.  Exhibit A comprises selected pages of Opposer’s current 

catalog showing the 6900 series family of bearings sold by Opposer. 

5. The 4-digit part numbers within the 6900 series are dictated by industry standards 

such as those of the American Bearing Manufacturers Association (“ABMA”) and International 

Standards Organization (“ISO”).  Pursuant to industry standards and industry practice, the 

numbers in the 6900 series have the following meaning: 

(a) The first digit in the “69XX” numbers specifies the bearing type, and “6” 

designates a metric-based, single row, deep groove ball bearing. 

(b) The second digit in the “69XX” numbers designates the diameter series, 

i.e., the relationship between the bore (inner diameter) and the outer diameter.  The number “9” 

designates a specific relationship to which all bearings in this series conform. 

(c) The last two digits of a number in the “69XX” range is the bore code, 

which indicates the bore size.  The following table summarizes certain bore codes and their 

corresponding bore sizes within the 6900 series. 
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Bore Code Bore Size 

00 
01 
02 
03 
04 
05 
06 
07 
08 

10mm 
12 mm 
15 mm 
17 mm 
20 mm 
25 mm 
30 mm 
35 mm 
40 mm 

 

6. While the bearings sold by Opposer under the 6900 SERIES term are properly 

classified as “metric bearings” in that they are fabricated to metric dimensions and tolerances, 

these same bearings are also advertised and sold using both metric dimensions as well as 

“English” or inch dimensions for applications typically requiring bearings having English 

dimensions and tolerances.  As shown in relevant pages of Opposer’s current catalog, Opposer is 

advertising and selling 6900 series bearings using both metric and “English” dimensions and 

tolerances.  See, Exhibit A, pp. 2, 5 and 6. 

7. These 4-digit numbers are therefore descriptive of these bearings.  The compound 

term 6900 SERIES is also descriptive of these bearings because it describes a family of such 

bearings having these incremental sizes and dimensions. 

8. According to the specimen that Applicant filed on November 16, 2005 in 

connection with Application Serial No. 78/754,907, Applicant is using the term 6900 SERIES in 

connection with semi-ground, radial bearings having an extended inner ring with two set screws, 

such bearings being configured with or without a flanged housing.  Exhibit B, Applicant’s 

specimen.  Such bearings do not conform to the aforementioned industry standards when used in 

connection with the “6900 SERIES” term.  To the extent that Applicant uses the 6900 SERIES 
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term on bearings that do not meet the aforementioned industry standards, then Applicant’s use of 

this term is deceptively misdescriptive.   

9. Registration of the term 6900 SERIES by Applicant would damage Opposer 

because registration would confer nationwide trademark rights and exclusivity of use to 

Applicant with respect to a common designation used descriptively and/or generically by 

Opposer and Applicant’s competitors for a series of incrementally-sized ball bearings that are 

each physically interchangeable with one another regardless of the manufacturer, thereby 

creating the erroneous, misleading and false impression to consumers that only Applicant’s 

goods may be sold having that designation. 

10. To the extent Applicant uses the 6900 SERIES term on bearings that do not meet 

the aforementioned standards, the public will be harmed due to the likelihood that consumers 

will be confused into believing the Applicant’s ball bearing products meet these standards. 

11. In view of the above, Applicant is not entitled to federal registration of the term 

6900 SERIES or to exclusive use of this term in commerce on the goods specified in its 

application. 

The Term Applicant Seeks to Register is Generic 

12. The term which Applicant seeks to register as a trademark is a common 

descriptive or generic term for ball bearings.  Opposer and others throughout the ball bearing 

industry have used and continue to use this term in the identical, common descriptive or generic 

manner to refer and/or distinguish bearings based on their size or other physical attribute. 

13. Registration of the term 6900 SERIES by Applicant would damage Opposer 

because registration would confer nationwide trademark rights and exclusivity of use to 

Applicant with respect to a common designation used descriptively and/or generically by 
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Opposer and Applicant’s competitors for a series of incrementally-sized ball bearings that are 

each physically interchangeable with one another regardless of the manufacturer, thereby 

creating the erroneous, misleading and false impression to consumers that only Applicant’s 

goods may be sold having that designation. 

14. Therefore, Applicant is not entitled to federal registration of the term 6900 

SERIES or to exclusive use of this term in commerce on the goods specified in its application. 

Applicant Does Not Own Trademark Rights in 6900 SERIES and Did Not Own 
Trademark Rights in 6900 SERIES at the Time it Applied to Register the Term 
 
15. Applicant’s subsidiaries, Roller Bearing Corp. of America, Inc. and RBC Nice 

Bearings, Inc. (“Plaintiffs”) filed Civil Action No. 3:06-cv-01380-TLM in the United States 

District Court for the District of Connecticut (the “Connecticut Litigation”) alleging, among 

other things, that those two entities (not the Applicant) owned trademark rights in the term 6900 

SERIES.  Plaintiffs further alleged that Opposer Peer’s use of 6900 SERIES infringed these 

rights.  See, Exhibit C, Third Amended Complaint in the Connecticut Litigation. 

16. Applicant is in privity with Plaintiffs and is bound by Plaintiffs’ actions in the 

Connecticut Litigation and by the Court’s rulings in that case. 

17. Plaintiffs admitted in the Connecticut Litigation that Opposer was using the term 

6900 SERIES in connection with the sale of radial ball bearings identical to those of Applicant 

and in the same channels of trade as those of Applicant  

18. Opposer’s use of the 6900 SERIES term in connection with ball bearings 

commenced prior to the date Applicant filed its application to register 6900 SERIES. 

19. On April 3, 2009, the Plaintiffs and Peer entered into a Stipulation of Partial 

Dismissal with respect to the terms 600 SERIES and 6900 SERIES.  A copy of this dismissal is 

attached as Exhibit D. 
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20. As a consequence of the Court’s dismissal with prejudice of all claims with 

respect to 6900 SERIES in the Connecticut Litigation, Peer is forever entitled to use the term 

6900 SERIES and the 4-digit numbers within that series for ball bearings.  

21. Applicant’s use of the 6900 SERIES term and the 4-digit numbers within that 

series is, therefore, not exclusive for the goods set forth in application No. 78/754,894, and such 

use will remain non-exclusive. 

22. Opposer’s continuing right to use the same term for the exact same goods and in 

the same channels of trade as those of Applicant constitutes grounds for denying registration of 

the alleged 6900 SERIES trademark. 

23. Registration of the term 6900 SERIES by Applicant would damage Opposer 

because registration would confer nationwide trademark rights and exclusivity of use to 

Applicant with respect to a common designation used descriptively and/or generically by 

Opposer and Applicant’s competitors, thereby creating the erroneous, misleading and false 

impression to consumers that only Applicant’s goods may be sold having that designation. In 

addition, Applicant’s ability to record its registration with U.S. Customs would damage Opposer 

in that it may lead to seizures of goods that Opposer is legally permitted to import and sell in the 

United States. 

24. In view of the above, Applicant is not entitled to federal registration of the term 

6900 SERIES or to exclusive use of this term in commerce on the goods specified in its 

application. 

WHEREFORE, Opposer prays that the opposition be sustained and the application for 

registration of the term which Applicant seeks to register as a trademark be refused. 
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Respectfully submitted, 
 
 

Date:  May 29, 2015   By:  /Thomas C. McDonough/   
One of the Attorneys for Opposer,  
Peer Bearing Company  
 
Thomas C. McDonough 
Thomas E. Williams 
Andrew S. Fraker 
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 1700 
Chicago, IL 60602 
Telephone: (312) 269-8000 
Facsimile: (312) 269-1747 

 



20268201.4 8 

CERTIFICATE OF TRANSMISSION 
 

I hereby certify that the enclosed SECOND AMENDED NOTICE OF OPPOSITION 
is being electronically transmitted via the Electronic System for Trademark Trials and Appeals 
(“ESTTA”) at http://estta.uspto.gov/ on the date noted below: 
 
Date:  May 29, 2015    By:  /Thomas C. McDonough/  

One of the Attorneys for Opposer,  
Peer Bearing Company  
 
Thomas C. McDonough 
Thomas E. Williams 
Andrew S. Fraker 
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 1700 
Chicago, IL 60602 
Telephone: (312) 269-8000 
Facsimile: (312) 269-1747 

 
 

CERTIFICATE OF SERVICE 
I, Thomas C. McDonough, an attorney, state that I served a copy of the enclosed 

SECOND AMENDED NOTICE OF OPPOSITION upon: 

John H. Mutchler, Esq. 
Michael Kinney, Esq. 
MKG LLC 
306 Industrial Park Rd., Suite 206 
Middletown, CT  06457-1517 
mutchler@mkgip.com 
 

 
by depositing said copy in a properly addressed envelope, first class postage prepaid, and 
depositing same in the United States mail at Two North LaSalle Street, Chicago, Illinois, and via 
Electronic Mail, on the date noted below: 
 
 
Date:  May 29, 2015    By:  /Thomas C. McDonough/  

 
 

 

mailto:mutchler@mkgip.com
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