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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name National Journal Group, Inc.
Entity Corporation Citizenship Delaware
Address 600 New Hampshire Ave., NW
Washington, DC 20037
UNITED STATES
Attorney Claudia M. Osorio
information Gibson, Dunn &amp; Crutcher LLP

1050 Connecticut Ave., NW

Washington, DC 20036

UNITED STATES

cosorio@gibsondunn.com, tross@gibsondunn.com,
pweinberg@gibsondunn.com Phone:202-955-8500

Applicant Information

Application No 78943708 Publication date 03/27/2007
Opposition Filing 04/18/2007 Opposition 04/26/2007
Date Period Ends

Applicant

Clark, Andrew Philip
1705 Warner Ave.
McLean, VA 22101
UNITED STATES

Goods/Services Affected by Opposition

Class 016.

All goods and sevices in the class are opposed, nhamely: Columns on the subject of
telecommunications and technology

Attachments Wired in Washington Notice of Opposition.pdf ( 4 pages )(17497 bytes )
Signature /Claudia M. Osorio/

Name Claudia M. Osorio

Date 04/18/2007
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

National Journal Group, Inc. Opposition No.

Opposer,
Serial No.: 78/943708
V. Filed: August 3, 2006
. Published: March 27, 2007
Andrew Philip Clark, Mark: WIRED IN WASHINGTON

Applicant.

NOTICE OF OPPOSITION

Pursuant to Trademark Rule 2.102(b), National Journal Group, Inc. (“Opposer”),
believing that it will be damaged by registration of the mark shown in Serial No. 78/943708 in
International Class 16, hereby files this Notice of Opposition for registration of that mark. As
grounds for opposition, Opposer alleges that:

1. Opposer is a Delaware Corporation having its principal place of business at 600
New Hampshire Ave., NW, Washington, DC 20037.

2. Andrew Philip Clark (“Applicant”) filed an application to register the phrase
“Wired in Washington” (the “Mark™) (App. No. 78/943708) for “Columns on the subject of
telecommunications and technology” in International Class 16.

3. Opposer owns the Mark. Opposer owns and maintains common law rights in the
Mark because it has used and continues to use the Mark in the United States, both in interstate

and intrastate commerce, in connection with its goods and services, as described below.



4. Opposer has continuously used the Mark in connection with Opposer’s business
since September 13, 2004 and has not abandoned the Mark. Indeed, Opposer’s most recent use
of the mark was in Opposer’s March 28, 2007 publication. The Mark is highly distinctive and
serves as an indicator of source for Opposer’s goods and services. As a result of Opposer’s
nationwide activities and reputation for providing superior publications, Opposer has built up
valuable goodwill in the Mark that it vigorously protects.

5. The Mark proposed for registration by Applicant is identical to Opposer’s Mark
and is for goods that also are identical to the goods Opposer provides in connection with the
Mark. Opposer uses the Mark for columns on the subject of communications and technology,
and Applicant’s application states that he will use the mark for “Columns on the subject of
communications and technology.”

6. Applicant is not the owner of the Mark; therefore, he is not entitled to registration
of the Mark.

7. Opposer developed the Mark in the fall of 2004, as a title for a column on
communications and technology that has since been a regular feature of Opposer’s
“CongressDailyAM” publications. As noted above, Opposer has continuously used the Mark in
this regard since September 13, 2004, when the first “Wired in Washington” column was printed.

8. Applicant was employed by Opposer from November 2, 1998 until August 4,
2006. During that time, one of Applicant’s duties as Opposer’s employee was to write the Wired
in Washington column, which was then published in Opposer’s publications under Opposer’s

control.



0. Opposer continued (and continues) to publish the Wired in Washington column
after Applicant resigned from National Journal Group, with a different employee writing the
column.

10. Applicant has known at all times that Opposer owns the Wired in Washington
column, as evidenced by a conversation Applicant had on July 21, 2006, with Louis Peck, the
Editor-in-Chief of Opposer’s CongressDaily publications, in which Applicant resigned from
National Journal Group and then asked Mr. Peck if Applicant could continue to write the Wired
In Washington column as a freelancer after leaving the company. This statement is an admission
by Applicant that Opposer is the owner of the Wired in Washington column and the
corresponding Mark.

11. Registration should be denied also due to the bad faith shown by Applicant in
attempting to register the Mark when he knew it was owned by Opposer. On or around July 28,
2006, Mr. Peck told Applicant that he did not think that Applicant should continue to write the
Wired in Washington column, yet, on August 3, 2006, less than a week later and with the full
knowledge that Opposer is the owner of the Mark, Applicant filed the application that is the
subject of this proceeding. This conduct is evidence of Applicant’s bad faith.

12. There is no issue as to priority. Opposer acquired its common-law rights in the
Mark before Applicant filed its application to register the Mark. Opposer’s rights in Mark extend
back to September 13, 2004—approximately two years before the date that Applicant filed the
application for the Mark. Accordingly, with respect to the Mark, Opposer is the senior user. For

the foregoing reasons, Applicant’s registration should be denied under 15 U.S.C. § 1052(d).

.
[N



13. Further, Opposer’s Mark is famous, and Applicant’s use of the subject mark for
the identified goods will dilute the distinctive quality of Opposer’s marks in violation of 15
U.S.C. § 1125(c).

14. Applicant’s registration of the Mark will damage Opposer. Applicant’s use of the
Mark is likely to cause confusion, mistake and deceit because such use will cause consumers to
mistakenly believe that Opposer has authorized, sponsored, approved of or in some manner
associated itself with the Applicant. If Applicant is granted the registration based on the
application herein opposed, Applicant would thereby obtain at least a prima facie exclusive right
to use the mark. Such registration would further damage and injure Opposer and reward
Applicant’s scheming behavior with regard to this Application.

WHEREFORE, Opposer respectfully requests that the Application be refused

registration.

Dated: April 18, 2007 Respectfully submitted,
GIBSON, DUNN & CRUTCHER, LLP

By: /s/ Claudia M. Osorio
Terence P. Ross

Claudia M. Osorio

1050 Connecticut Ave., NW
Washington, DC 20036
Telephone: (202) 887-3642

Peter F. Weinberg

1801 California St., Suite 4200
Denver, CO 80202
Telephone: (303) 298-5901

Attorneys for Opposer
National Journal Group, Inc.

Reference no. 66339-00012



